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Rew Work Supreme Court, 
. WESTCHESTER COUNTY. 

New York Poonocrapn Company, 3 

Plaintiff, 

vs. 

“38 

Defendant. 





Affidavit of Frank L. Dyer. 


Srate or New Jersey, i aa 
County of Essex. —_ 


Frank L. Dyer, having been first duly sworn on vath 
deposes and says as follows :— 4 

I am by profession a patent lawyer and expert, 
and reside at Montclair, New Jersey. Since 1886 I 
have practiced continuously as a solicitor of patents 
before the Patent Office, and in that time have pre- 
pared and prosecuted several thousand applications 
for patents and have made numerous investigations 
into the literature of various arts for the purpose 
of giving opinions concerning the novelty of inven- 
tions, and the scope, validity aud infringement of 
patents. I have frequently visited workshops 
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aud factories for practical information, and have testi- 
fied as an expert witness in many suits Lased on 
patents. I have solicited patents in many foreign 
countries, including Great Britain and Frauce, through- 
out my entire professional career, and I am familiar 
with the laws and practice in such countries. I have 
been familiar with the phonographic art since 1888, 
have had occasion frequently to examine phonographs 
since that date, and have testified and prepared afli- 
davits in a considerable number of suits involving 
phonographic puteuts. Since 1897,I have prepared 
and prosecuted all of Mr. Edison's patent applications, 
as wellas the applications of other inventors asso- 
ciated with the National Phonograph Company. Iam 
a member of the American Society of Mechanical En- 
gineers, my membership in that Society being based 
on my work as an inventor. On my own inventions I 
have so far filed about seventy-five applications, on 
which a considerable number of patents have been 
granted tome during the past filteen years. 1 am 
familiar with the several forms of phonographic ap- 
paratus referred to in the affidavit of Allan M. Hird 
herein, verified June —_, 1906, and propose to compare 
the same with patents granted to Thomas A. Edison 
on applications filed prior to the year 1897 for the pur- 
pose of ascertaining whether the said apparatus em- 
bodies the inventions disclosed in any of said patents. 
First, briefly referring to the several types of phono- 
graphs, records and blanks as made and sold by the 
National Phonograph Company, find that they em- 
body the following ch: 

Tue Gem Macuise. s is the tpn and smallest 
machine sold by the National Phonograph Company. It 
employsa tapered mandrel for supporting the record, said 
mandrel being mounted on a fixed arbor, supported at 
its free end by a hinged gate, which can be opened to 
permit the wax cylinders carrying sound records to be 
thrust over and along the mandrel, so as to be held in 
place by friction. The mandrel is driven by a belt 
from a simple clock-work motor located in the base of 
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the machine and having a friction governor for regu- ~ 
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lating its speed. The arm which carries the sound re- 9 
producing device is sleeved and pivoted at its rear end 
on a fixed rod, and its forward end (which normally 
travels on a straight edge) is provided with a pin, 
which may be moved inwardly to rest upon the 
, straight edge when it is desired to elevate the repro- 
ducing stylus from the record, The sound reproducing 
mechanism is fed longitudinally with reference to the 
axis of the cylindrical record (so that the stylus will 
« always track the spirally arranged indentations of the 
record) by means of a feed serew located behind and 10 
parallel to the mandrel and which is driven by gearing 
from the same. Engaging this feed serew is a nut 
secured to a spring depending from the carrying arm ;' 
the latter also being provided with a pin extending 
behind the feed screw and provided with a friction 
roller, adapted to engage the feed screw when the car- 
rying arm is elevated, so as to thereby limit the 
= upward movement of the carrying arm. That is to 
say, the carrying arm extends over the mandrel and is 
formed with an eye or opening herein, in which is IL 
mounted the reproducing device, the latter being held 
in position by a set screw and being rigidly centered 
insthe eye by a pin and slot. The reproducing 
device consists of a small annular body from 
which extends a neck with which the listen- 
ing tube or horn is connected, and provided 
with a diaphragm formed of an extremely é 
thin copper plate having concentric corrugations. Fe 
Pivoted to the aunular body of the reproducer is a 
compensating weight having a tail which overhangs 12 
the record and is capable of lateral movement, so as to 
permit the stylus to readily follow the spirally-arranged 
indentations of the record groove. Pivoted to the 
compensating weight is a very small lever, which at 
one end is connected to the diaphragm bya link and 
near the other end carries a reproducing stylus; and 
thereby the diapbragm gives voice to the sunnds re- 
corded upon the cylinder, partaking as it does of 
the movements of the stylus, which movements 
are imparted to the stylus by the indentations of 
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13 the cylindrical record. The stylus is made of 
sapphire with a head somewhat like that of an 
ordinary pin, its diameter being approximately .035 
ofaninech. The Gem machine is a reproducing ma- 
chine, no recorder being supplied with the same, and ! 
no means being employed for shaving the blanks. . 

Tue Sranparp Macutne.—This machine is very sim- 
ilar to the Gem machine, except that it is larger, more 
substantially built, and the motor is heavier and more 
powerful, enabling the reproduction of several records 

14 atone winding of the spring. The essential points of 
advantage of the-Standard machine as compared with 
the Gem are : 

_(1) With the Standard machine, a wooden cabinet is 
used having a hinged top which can be swung up to 
permit the motor to be reached, in order to adjust its 
speed or to Inbricate the same. 

(2) The motor is suspended between spiral cushion- | 
| 
| 








ing springs so as to reduce noise. ; 
(3) A separate starting and stopping lever is 
15 employed. The governor is somewhat more delicate 
in its adjustment, and by employing a pair of friction 
pads with which the governor dise cooperates, a some- 
what more durable construction is secured. On this 
point, however, it should be remembered that with the 
more expensive «nd complete spring-motor machine 
made by the National Phonograph Company, namely, 
the Triumph machine, hereinafter referred to, a single 
governor pad is employed, as with the Gem machine. 
(4) The gearing and feed screw are partly enclosed 
16 by means of guards to exclude dust to some extent. 
(5) The mandrel is mounted to turn on centers, one 
of which is carried in the end gate. This reduces fric- 
tion somewhat and makes a slightly better mechanical 
construction. 
The Standard machine, like the Gem, is a reproduc- 
ing machine. That is to say, sounds are reproduced . 
by it from record cylinders ; but it is not designed for 
the making of such records. It uses the same repro- 
ducer as the Gem. - 


Raymond R. Wile 
Research Library 


= a a ee 








~ 


de of 


of an . 


ly 035 





mae 


gan 


sim- 
, Nore 
more 
cords 
ner Of 
d with 











rinet is 

up to 

ust its 
~ 


ishion- 


ver is 
elicate 
riction 
sdine- 
dn this 
ith the 
achine 
amely, 
siugle 
hine, 
closed 
ant, ‘ 
rs, one 
es fric- 
haical 


rrodue- 
oduced . 
ned for 

repro- 


- 





5 


Tue Home Macuine.—This is the next larger size 
than the Standard, and is provided with a somewhat 
more powerfal motor, suspended, however, in the same 
way from the top plate of the cabinet and having the 
same governor. The machine is somewhat longer than 
the Standard machine for the reason that the feed 
screw, instead of being mounted behind and parallel to 
the mandrel, is formed directly on the mandrel shaft. 
With the Home machine, the mandrel is mounted in 
centers, as with the Standard machine, and it is pro- 
vided with identically the same reproducer. A some- 





~ what different form of latch is employed for locking the 


end gate after a record cylinder has been placed on 
the mandrel, and instead of employing a pin on the 
earrying arm for engaging the straight edge so as to 
hold the carrying arm elevated, the latter is provided 
with a cam lift lever for the same purpose. The 
spring feeding arm is provided with a guard above it, 
so as to prevent the arm from being sprung out of 
shape to thereby affect the proper engagement of the 
nut thereon with the feed screw. 

The Home machine is equipped with a recorder, 
consisting of an annular body, adapted to be rigidly 
secured in the eye of the carrying arm formed with a 
neck to which a speaking tube is attached. Pivoted 
to the annular body is a dise, in which is mounted a 
plain mica diaphragm. This diaphragm carries a very 
light copper rib, formed with an oblique socket, in 
which is received the recording stylus. The recording 
stylus is formed of sapphire and is essentially cylin- 
drical in shape, about .040 inch in diameter, its 
forward edge being cupped or hollowed out, so as to 
form a sharp cireular cutting edge. Resting on the 
dise which ¢: s the diaphragm and in a socket 
formed in said dise, is a tube having a rounded lower 
edge and extending upwardly into the neck. The par- 
pose of this tube is to impose the necessary pressure 
of the stylus in the recording material and to convey 
the sound waves directly to the diaphragm. 

Tue Triumph Macuixe.—This machine is of the 
same type as the Home, except that it is provided with 
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avery much more powerful motor, which is also sus- 
pended between spiral springs. The governor is pro- 
vided with a single friction pad, and provision is made 
for controlling the speed of the motor, as well as 
starting and stopping the same, from the top of 
the machine. With the umph machine, two feed 
nuts are employed for engaging the feed screw. The 
same cam lift lever is used as in the Home machine. 
A somewhat different form of lock for the end gate is 
employed. The machine is equipped with shaving 
mechanism by which a record may be turned off so as 
to permit the blank to be used for successive records. 
The Triumph machine is also equipped with a separate 
recorder exactly like that sold with the Home 
machine. 

Orner Macuines or THE Triumpn Tyrr:—Two 
machines identical with the Triumph machine are 
made, except that instead of employing spring motors, 
they make use of electric motors. The first machine, 
known as the “ Balmoral,” is equipped with an elec- 
tric motor, wonnd fora low voltage battery current, 
the armature shaft being vertical and the speed being 
controlled by the operation of the governor balls, which 
break the armature circuit when a predetermined 
speed is reached. The second machine of this type, 
known as the “ Conqueror,” is provided with an elee- 
tric motor, identical with the Eclipse coin-slot machine, 
hereinafter referred to und employing the same elec- 
trically controlled governor. 

Tue Concert Macaise :—This machine is adapted to 
tuke a record substantially 5 inches in diameter, in- 
stead of two and one-eighth inch in diameter, as with 
the machines so far described. It is substantially 
identical with the Triumph machine, except that a 
larger mandrel is employed. Exactly the same motor 
is used. 

Orner Macuines or THE Concert TyPE:— 
There are two modifications of the Concert 
machine, similar to those of the Triumph 
machine. The first known as the “Opera” em- 
ploys the phonographic mechanism of the Concert ~ 
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~ 
ive testi- machine, with a battery electric motor and governor, 25 
sed on < . similar to the Balmoral machine. The second, known 
foreign as the “Oratorio”, employs the phonographie mech- 
throngh- anism of the Concert machine with the direct current 
familiar electric motor and governor of the Conqueror machine. 
have > ig The Balmoral, Conqueror, Concert, Opera, and Ora- 
ve 1888, a C torio phonographs are all provided with the shav- 
1ographs : ing mechanism, similar to that used with the Tri- 
red afli- . umph machine for turning off the record to permit suc- 
uvolving A . cessive records to be made. 
vrepsaved Tue Business Puoxocraru.—Four types of these 26 
ications, 7 machines are made and sold by the National Phono- 
TS uSSO- graph Company, differing, however, only in the form of 
Iam motor used, namely: a direct current motor for the 
ical En- . ordinary 110 volt lighting circuit, an alternating 
4 based current motor, a battery motor, and a spring motor. 
utiggs I With all the forms of electric motors, the armature 
ions, on 5 shaft is horizontal, being parallel to the top plate. 
ve been With the direct current and battery motors, the | 
Tam speed is regulated by a friction yovernor, somewhat i 
»hie ap- like that employed with the Home and Standard ma- 27 | 
L. Hird chines, except that two pads ate carried in rigid arms. | 
conypare With the spring motor, a friction governor, practically 
Edison identical with that of the Triumph machine, is used. | 
the pur- With the alternating current motor, no goveruor is em- | 
tus em- ployed, since the armature speed is constant, but a 
patents, friction variable-speed mechanism is interposed be- 
phono- . tween the armature and mandrel for varying the driving 
bye the relation between the two, as in the Acme cvin- 
1ey em- slot machine, hereinafter referred to. Broadly * 
speaking, the phonograph mechanism of all the _§ 
smallest business machines is more or less allied to that 
any. It of the Standar. machine, being, however, much more 
ord, said substantially made and improvements being added 
ort®d at to fit the machine more perfectly for office use. 
rened to - The mandrel is made much longer than any of the 
ds to be r b 3 other types, a scale is provided in order that the oper- 
held in ator may locate mistakes in dictation, and a bell is used 
a belt to indicate when the end of the record is being reached. 
1 burg of ~ is A clutch is interposed between the mandrel and motor 
Yr regu- . . to permit the mandrel to be instantly started or 
> . 
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stopped, while the motor continuously operates. The 
recorder aud reproducer ave carried in a pivoted spec- 
tacle frame, and are practically identical with the re- 
corders and reproducers used with the Home and Tri- 
umph machines. A special mechanism is employed for 
elevating the recorder or reproducer from the record 
surface and for simultaneously throwing the carriage 
back a short distance, in order that any dictation mat- 
ter may be repeated. The end gate used is quite simi- 
lar to that employed on the Standard machine. 

Cos Stor Macur —Three types of electric 
phonographs are used for coin-slot mechanism; the 
first, known as the “ Windsor” is identical with the 
“ Balmoral,” except that coin-slot mechanism is added 
to control the starting and stopping of the motor; the 
second, known as the “ Eclipse ” employs a direct eur- 
rent 125 volt motor; and, the third, known as the 
“ Acme” employs an alternating current motor. With 
the Eclipse machine, a horizontally mounted electric 
motor is employed, a cireuit breaker being controlled 
by the governor balls and adapted to break the cireuit 
to the motor when a predetermined speed is exceeded. 
With the Acme alternating current machine, no gover- 
nor is used. since the armature speed is constant. 
With all of these machines, the phonographie ap- 
paratus, per se, is identical with that employed with 
the Triumph machine, except that instead of a copper 
diaphragm a very thin glass diaphragm is used, and 
instead of a button shaped reproducer stylns, a ball 
shaped stylus is employed. Two types of spring motor 
coin-slot phonographs are also manufactured, the first 
known as the “ Bijou", employing the phonographie 
mechanism and spring motor of the Gem machine, ex- 
cept that a ball shaped stylus and glass diaphragm are 
employed, and the second known as the “ Excelsior”, 
employing the phonographic mechanism and spring 
motor of the Standard machine, except that the stylus 
is spherical. With all of these coin-slot machines an 
automatic mechanisw is used for elevating the repro- 
ducer when the record has been played, and returning 
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the same again to the beginning of the record, ready to 33 
€ start again when the coin is inserted in the slot. 

Eptson Recorps.— Edison records are made of the 
composition described in patent to Jonas W. Ayls- 
worth, No. 782,375, dated February 14, 1905, namely, 

. a mixture of stearate of soda, free stearic acid, steurate 

of alumina, ceresin and a hard wax, such as carnauba, 
These records are made by the process described in 
patent to Miller and Aylsworth, No. 683,615, dated 

i October 1, 1901, which consists in lowering a cold 
mold (which is aunular inform and which has the 34 
phonographic record in relief on its inner bore) down 
into a vat of molten wax, and by reason of the coldness 

of the mold the molten wax is caused to congeal = 
within the bore of the mold and to form a deposit of 

the desire] thickness, after which the interior of the 
record is reamed out. The record is then chilled 
sufliciently to cause it to contract away from the inner 
bore of the mold and to permit of its removal, after 
which its ends ure trimmed properly and a white pig- 
ment is applied to the engraved ends so as to 35 
make the lettering more  conspicuons. The 
record is provided with a substantially cylin- 
drical outer surface and = with a smooth 
tapering bore, whereby the record may be 
frictionally engaged with the tapering mandrel and 
rotated with it. 

Episoy Brayxs.—Blanks, as distinguished from 
records, are hard wax cylinders upon which records 
may be ent or indented by a person speaking to the 
phonograph. These blanks are made of a composition ‘+ 
hereinafter referred to, which is somewhat softer than 
the records and are formed with perfectly smooth sur- 
faces on which records can be easily ent by recording 
devices. The blanks are of three styles, the first, of 
standard size for use with the Home, Triumph, Bal- 
moral and Conqueror machines; a second, of larger 
diameter for use with the Concert, Opera and Oratorio 
machines, and the third, of considerably greater length 
for use with the business machines. All styles of 
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87 blanks for sale to jobbers and dealers in the State of 
New York are formed with smooth tapered bores. 
Referring now to the very considerable number of 
Edison patents which have been granted in this art, I 
. shall exclude from consideration the following-named 
twenty-seven of those patents which on their face have ‘ 
terminated by the expiration of the statutory period of 
seventeen years, to wit: 
No. 200,521, granted February 19, 1878. 
No. 201,760, granted March 26, 1878. 
88 No, 227,679, granted May 18, 1880. 
No. 382,414, granted May 8, 1888. 
No. 382,416, granted May 8, 1888. 
No. 382,417, granted May 8, 1888. 
No. 382,418, granted May 8, 1888. 
No. 382,419, granted May 8, 1888. 
No. 382,462, granted May 8, 1888. 
No. 386,974, granted July 31, 1888. 
No. 393,462, granted November 27, 1888. 
No. 393,463, griuted November 27, 1888. 
39 No. 393,464, granted November 27, 1888. 
No. 393,465, granted November 27, 1888. 
No. 393,466, granted November 27, 1888. 
No. 393,966, granted December 4, 1888. 
No. 393,967, granted December 4, 1888. 
No. 393,968, granted December 4, 1888. 
No. 394,105, granted December 4, 1888. 
No. 394,106, granted December 4, 1888. 
No. 397,280, granted February 5, 1889. 
No. 397,706, granted February 12, 1889. 
40 No. 400,646, granted April 2, 1889. 
No. 400,647, granted April 2, 1889. 
No. 400,648, granted April 2, 1889. 
No. 400,649, granted April 2, 1889. 
No. 400,650, granted April 2, 1889, 
Of those which remain, I will divide them into the 
following classes : a 
First : Those Edison patents which clearly relate to 
inventions that are not now used by the National 
Phonograph Company, and which, as I understand, 
that Company has no intention of using. 
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Seconp : Those pateuts which set forth inventions 41 
that are now used or probably used by the National 
Phonograph Company and which were granted less 
than seventeen years ago, but which have expired, as I 
shall show, by reason of the expiration of shorter-term 
* prior foreign patents, which were granted to Mr. Edi- 
son or for his benefit, on the same inventions ; and 

Turip : Those patents which relate purely to manu- 
facturing processes, and hence which are independent 
of the goods manufactured and sold by the National 
Phonograph Company. 42 


I. 
THE FOLLOWING PATENTS GRANTED ON APPLICATIONS 
FILED PRIOR TO 1897, DESCRIBE INVENTIONS WHICH ARE 
CLEARLY AND OBVIOUSLY NOT USED IN THE PHONOGRAPHIC 


APPARATUS MADE AND SOLD BY THE Natrona PHONO- 
GrapH Company. 


(1) No, 406,569, July 9,1889, relates to an interior 43 
winding of thread forming the bore of cylindrical F 
records or blanks Sneh records and blanks have 
never been commercially manufactured or used by or 
for the National Phonograph Company. 

(2) No. 406,570, July 9, 1889, relates to the employ- ! 
ment of a breaking shoe which is placed over or in 
proximity to the cutting edge of the shaving knife for 
the purpose of breaking up the chips cut from a 
phonograph record in dressing down such record to 
form a phonograph blank. This invention has never 14 
been manufactured by or for the National Phono- 
graph Company. 

(3) No. 406,571, July 9, 1889, covers a process of 
treating blanks, preparatory to shaving the same, by 
applying a very weak alkaline solution to the surface. 

eS This invention has never been employed by or for the 
National Phonograph Company. 

(4) No. 406,572, July 9, 1889, is for a special 
form of determining device, which has long since 
been supplanted by automatic mechanism employing a 
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floating compensating weight as described in Edison's 
patent No. 430,278, of June 17,1890. This invention 
has never been manufactured by or for the National 
Phonograph Company. 

(5) No. 406,573, of July 9, 1889, same as above. 

(6) No. 406,574, of July 9, 1889, same as above. 

(7) No 406,575, of July 9, 1889, same as above. 

(8) No. 406,576, of July 9, 1889, covers a composite 
record, the layers of which have substantially the same 
coefficient of expansion. 

None of the inventions of patents 406,573, 406,574, 
406,575 and 406,576 has ever been manufactured by or 
for the Natioval Phonograph Company. 

(9) No. 414,759, November 12, 1889, relates to a 
composite blank with a core of hard rubber or ebonite 
and an outer coating of a metallic stearate (such as 
monostearate of soda), the coeflicient of expansion 
of which is regulated by the addition of a metallic 
oleate (such as oleate of alumina). This invention has 
never been manufactured or used by or for the Na- 
tional Phonograph Company. 

(10) No. 414,761, November 12, 1889, describes a 
record or blank having a spiral rib, or a plarality of 
ribs, on its bore for engaging the mandrel. I under- 
stand from the affidavit of Mr. Hird that prior to 
March 27, 1906, the blanks made by the National Pho- 
nograph Company were provided with a spiral 
rib on the bore, and that the records made before that 
date were provided with a series of ribs on the bore ; 
and hence that such blanks and records probably 
embodied the invention disclosed in this patent. All 
of the records now made by the company, and the 
blanks now made by the company for sale in the State 
of New York, are provided with perfectly smooth bores, 
and clearly do not embody that invention. In fact, 
smooth bore blanks and records, like those now made 
by the National Phonograph Company, preceded the 
invention of this patent, and were patented by Mr. 
Edison in patent No. 382,418, of May 8, 1888, which 
expired May 8, 1905. 

(1) No, 423,039, March 11, 1890, relates to details 
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in the construction of doll phonographs, none of which 
is employed in present apparatus, nor has such appar- 
atus ever been manufactured by or for the National 
Phonograph Company. 

(12) No. 426,527, April 29, 1890, relates to auto- 
matic determining devices, all forms of which are now 
obsolete, and have never been manufactured by or for 
the National Phonograph Company. 

(18) No. 430,276, June 17, 1890, describes various 
details relating (1) to mechanism for automatically de- 
termining the adjustment of the recording or repro- 
ducing point, long since obsolete and supplanted by 
the floating weight of Edison's patent No. 430,278, June 
17, 1890 ; (2) a turning-off knife having an oblique 
curved cutting edge, also long since obsolete ; (3) 
mechanism for automatically raising the feed nut when 
the spectacle frame is elevated, while at the same time 
the two are independent, also long since obsolete ; aud 
(4) a cover or shield, partly enclosing the blank to pre- 
vent the scattering of the shavings, also long since ob- 
solete. The first eleven claims relate to 
or include as a necessary element, the 
determining device, which is not now used, 
nor is any equivalent therefor employed. 








- The twelfth claim relates to the peculiar shape of the 


cutting kuife, which on the Triumph, Concert, Bal- 
moral and other machines of this type, has a cutting 
edge, not obliqne, but perfectly straight. The thir- 
teenth and fourteenth claims relate to the special com- 
binations of holding arm, traveler arm, and lifting arm 
or prop arm. None of these combinations is now 
used. The fifteenth aud sixteenth claims relate to the 
cover over the blank, which is not used. 

But while the several inventions described in Edi- 
son’s United States patent No, 430,276 have long since 
become obsolete and are not found in phonographic 
apparatus either now or long, since manufactured and 
sold by the National Phonograph Company, I find that 
all of the features of inveution covered by this patent 
were, prior to the graut of the patent in this country, 
patented by Mr. Edison or for his benefit in British 
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53 patent No. 7794 of 1889, filed May 9, 1889, accepted 
March 29, 1890, and actually grauted Jane 10, 1890, 3 
seven days prior to the grant of the United States 
Patent, to George Fdwind Gonrand, as a communica- 
tion from Thomas Alva Edison ; and I attach hereto a H 
photolithographic copy of a certiticate from the British . 
Patent Office showing that this British patent ran for 
the full statutory period of fourteen years, and that it 
expired May 8, 1903. The British patent in question 
describes and claims all the features of invention that 

64 are covered by the United States patent under consid- 
eration, and in addition the British patent describes a i 
number of other features of invention that have been H 
embodied in other patents granted to Mr. Edison and | 

| 
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tu which T shall have asion hereafter to refer, In 

allowing a large number of inventions to be thus pat- 

ented by a single patent, the practice in Great Britain 

is and has been very much less stringent than in 

this country. Figures 1 to 11 inclusive of the British 

patent are identical with the corresponding figures of 

65 the United States patent, except for the reference 

P letters, and, with the same exception Figures 35 and 

36 of the British patent are identical with Figures 12 

and 13 of the United States patevt, while the descrip- 

tion of the British patent is no less explicit than is the 

description of the United States patent. The first 

feature of invention of the United States patent is 

claimed in the first claim of the British patent, the } 

second feature in claim 10 of the British patent, the ; 

third feature in claim 3 of the British pateat and the 

66 fourth feature in claim 4 thereof. | 

(14) No. 430,277, June 17, 1890, relates to improve- H 
ments in determining « es for automatically adjust- 
ing the relation of the recorder or reproducer to the 
blank. These devices are now entirely obsolete, hay- 
ing long since been supplanted by the floating weight 

recorder or reproducer, above referred to. The claims . 
caunot be interpreted to cover more than specific com- 
binations ; nor, however interpreted, has the apparatus 

of any ove of them been employed in modern i 

machines. Moreover, patent No. 430,277 is a line-for- ® 
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of line copy of a part of Edison’s British patent No. 7794 57 
s . of 1889, ubove referred to, and was thereby limited to 


expire May 8, 1903. 
(15) No. 430,570, June 17, 1890, covers a blank hav- 
P ing a hard interior portion, such as plaster of Paris, 
. > asphalt or sealing wax, with an outer wax coating of 
softer material. “The invention of this patent has 
never been manufactured or used by or for the 
National Phonograph Company. Moreover, this pat- 
- a ent was limited to expire with Edison's shorter-term 
rv British patent 17,175, of December 14, 1887, which 58 
was granted February 15, 1889, aud which expired 
December 13, 1901. 

(16) No. 437,423, September 30, 1890, covers the 
idea of simultaneously making two records by mount- 
ing two blank on mandrels, placed end to end, the two 

- recorders being arranged in the same form and con- 
nected with a single speaking tube. The claims of this 
patent are limited to the use of two recorders and the 
inventions are not now employed, nor have they ever 
been manufactured or used by or for the National 69 

Y Phonograph Company. 

~ (17) No. 437,424, September 30, 1890, relates to a 

false shell, having a studded surface for receiving a 

thin sheet-like blank. This invention has never been 
manufactured or used by or for the National Phono- 
graph Company. 

(18) No. 437,425, September 30, 1890, covers a re- 





= corder haviug a blunt edge. Prior to 1890, this form - 
was supplanted by tie curved edge cutting recorder, 

* the edge of which is perfectly sharp; nor has the in- 60 
vention of this patent, since 1890, been commercially 
used. © 

Pe (19) No, 437,426, September 30, 1890, covers a plan 
of using a marking pencil for indicating pauses oceur- 
the ring in dictations, and also a finger for removing the 
& $ fine chips produced by the recorder. The invention 
ito has never been used or manufactured by or for the 
nal . - National Phonograph Company. 
nd (20) No. 437,427, September 30, 1890, covers a pro- 
2 “ cess for the making of composite records with paper- 
. . 
~ 
- 
ay 
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like cores. The invention has never been used or 
manufactured by or for the National Phonograph Com- 
pany. 

(21) No. 487,429, September 80, 1890, covers a 
composite record with «a paper core, made by the 
process of the above patent. The invention has never 
been used or manufactured by or for the National 
Phonograph Company. 

(22) No. 443,507, December 30, 1890, covers a pneu- 
matic device for elevating the reproducer arm. The 
invention has never been used or manufactured by or 
for the National Phonograph Company. 

(23) No. 448,781, March 24, 1891, covers the carry- 
ing of the turning-off tool on the holding «rm, and ad- 
justing the same at the straight edge and independently 
adjusting the recorder in respect to the shaving tool, 
so that when the proper adjustment between the re- 
corder and shaving tool is once made, it will not have 
to be subsequently disturbed, the idea being to always 
shave off the record in advance of the recording and 
simultaneously therewith. The claims are definitely 
limited to details which have never been used or man- 
ufactured by or for the National Phonograph Com- 
pany. A shaving tool is used with the Triumph and 
other high grade machines now manufactured by the 
National Phonograph Company; but between this 
shaving tool and the invention of patent 448,781, there 
is no possible conflict. This patent, however, is lim- 
ited by Edison’s shorter-term British patent, 12,593, 
of September 1, 1888, granted October 15, 1889 and 
whose statutory term expired August 31, 1902, as is 
more fully shown in my consideration of patent 430,- 
274, under class IT, hereafter referred to, 

(24) No. 450,740, April 21, 1891, covers details in 
recorder constructions, the diaphragm being clamped 
in place by a screw ring and being mounted on a stiff 
lever having a long bearing pin. No such construction 
is even suggested in present apparatus, nor has such 
construction been manufactured by or for the National 
Phonograph Company within the past three or four 
years. 
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(25) No. 453,741, June 9, 1891, relates to a combina- 
tion instrument, in which the recorder and reproducer 
aye mounted on the same diaphragm, the latter being 
adjusted axially so as to bring either stylus in engage- 
ment with the record surface. The claims are specifi- 
cally limited to these features of adjustment. In all 
modern apparatus, and in all apparatus that has for 
the past six years been manufactured or used by the 
National Phonograph Company, separate recorders 
and reproducers are used, which are not adjusted, but 
are locked positively and immovably in the supporting 





urm. 


laminated mica diaphragm. Present machines, except 
the coin-slot machines before referred to, are equipped 
with corrugated copper diaphragms in the reproducers, 
with single-layer mica diaphragms in the recorders, and 
the coin-slot machines above excepted with single glass 
diaphragms. It appears from Mr. Hird’s affidavit that 
prior to March 27, 1906, most of the machines were 
equipped with reproducers having built-up mica 
diaphragms as described in this patent ; but, since that 
date, built-up mica diaphragms have been disearded 
wheresoever used, and have been replaced by corru- 
gated copper diaphragms as stated. In no instance do 
machines as now built by the National Phonograph 
Company utilize the invention of this patent; nor 
has such device been manufactured or sold by or for 
said company since March 27, 1906. 

(27) No. 454,942, Tune 30, 1891, covers the use of a 
light spring for imposing a slight stress on the stylus 
lever of recording or reproducing instruments, 
so as to take up any lost motion. This invention has 
never been used or manufactured by or for the Na- 
tional Phonograph Company. 

(28) No. 456,301, July 21, 1891, relates to details of 
construction in doll phonographs. This invention has 
never been used or manufactured by or for the Na- 
tional Phonograph Company. 

(29) No. 456,302, July 21, 1891, employs a ratchet- 
tooth feed screw, and a nut formed of a series of 
plates arranged obliquely to the screw. This feature 


(26) No. 454,941, June 30, 1891, covers a built-up or 
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69 has never been used or manufactured by or for the Na- 
tional Phonograph Company. * 

(80) No. 457,344, August 11, 1891, covers a smooth- 
ing tool for smoothing off the record at one operation, 
instead of cutting the same progressively. The in- 
vention has never been used or manufactured by or “ 
for the National Phonograph Company, 

(31) No. 460,123, September 29, 1891, relates to a 
spool-like support for blanks or records, consisting of 
a mandrel with elastic annular ends. This invention . 

70 has uever been used or manufactured by or for the 
National Phonograph Company. 

(32) No. 484,585, October 18, 1892, covers the pivot- 
ing of the floating weight of reproducers adjacent 
to its ceuter of gravity, so as to obtain a great inertia 
without unnecessary pressure on the reproducer. The 
claims are all limited to the feature of pivoting the 
weight “adjacent to its center of gravity,” with the ex- 
ception of the third claim, which is limited to a “ coun- 
terbalanced plate or block.” -In all appa- 

71 yratus, uow and for a long time — since 
matiufacturel ty or for the National Phono- 
graph Company, the floating weight is pivoted at one 
end, and as far as possible from its center of gravity. 

(33) No. 488,189, December 20, 1892, is for the 
mounting of a shaving tool adjacent to the recording 
point, so that a single adjustment will effect the regu- 
lation of both, making it possible to shave off a record 
simultaneously with the formation of a new record. - 
The invention of this patent has never been manufac- 

7- tured by or for the National Phonograph Company. 

(34) No. 488,190, December 20, 1892, relates to a re- 
producer using « diaphragm of bolting cloth filled with 
shellac, and employing a rabber block between the 
stylus and the diaphragm. The invention has never 
been manufactured by or for the National Phonograph 
Company. 

(35) No. 488,191, December 20, 1892, relates to the 
manufacture of extremely thin collapsible blanks. 
The invention has never been manufactured by or for 
the National Phonograph Company. The subject- 
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matter of this patent, however, was first patented by or 73 


for the benefit of Mr. Edison by British Patent 15,206, 
of September 8, 1891, which was actually granted Sep- 
tember 20, 1892, and which, if all the yearly taxes 
thereon were paid, would have expired September 8, 
1905. ‘Che United States Pateut also expired on or 
before the latter date. As a matter of fact, as I shall 
presently show, this British Patent expired September 
8, 1903. 

(36) No. 496,191, April 25, 1893, relates to an auto- 
matic magnetic device for elevating the carrying arm. 
The invention bas never been manufactured by or for 
the National Phonograph Company. 

(37) No, 500,280, June 27, 1893, relates toa recorder 
or reproducer having an extia floating lever. The in- 
vention has never been mannfactured by or for the 
National Phonograph Company. 

(38) No. 500,281, June 27, 1893, relates to a recorder 
or producer employing a piston-like diaphragm, un- 
supported at its edge and carried entirely by the stylus 
lever. The invention has never been manufactured by 
or for the National Phonograph Company. 

(39) No. 500,282, June 27, 1893, relates to a recorder 
or reproducer in which the stylus is mechanically dis- 
connected from the diaphragm, but derives its motion 
from the latter magnetically. The invention has never 
been manufactured by or for the National Phonograph 
Company. 

(40) No. 513,095, January 23, 1894, relates to a 
water motor machine, the motor traveling at a high 
speed. The governor is carried directly on the 
motor shaft, and the friction device is so arranged 
as to give a large frictional surface. The governor 
described comprises « rotating disc, controlled by gov- 
ernor balls and a non-rotating adjustable disc, with 
which the rotating dise co-operates. In order to per- 
mit the two dises to engage flatwise, the stationary 
dise is arranged on « rocking’ support, so that it yields 
when engaged by the rotating disc. The first three 
claims are limited to the mounting of the governor on 

the motor shaft and also to the rockiug shoe or disc, 
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77 and neither expedient is now employed. * The fourth 
claim is limited to the special gearing between the a 
water motor and the governor, and is also not used. 

Although a governor, such as is shown in this patent 
might be important for controlling a water motor, it is 
not necessary in connection with a spring or electric % 
motor. The Triumph, Concert and Gem machines, in 
fact, use a single pad ; the Standard and Home ma- 
chines use a double pad, mounted in a swivel stirrup ; and 
the direct-current and battery Business machines use a . 

78 double pad mounted in fixed arms. By using a pad, 
instead of a smooth disc, as in the patent, the 
necessity for close adjustment is overcome. The 
invention of this patent has never been maufactured 
by or for the National Phonograph Company. 

(41) No. 541,923, July 2, 1895, covers an arrange- 
ment in which a presser foot is employed, for engaging 
the blank or record, and determining the adjustment 
of the recorder or reproducer. The claims are all 
limited to the presser foot, which is not used, nor has 

79 this invention ever been manufactured by or for the 
National Phonograph Company. 

(42) No. 541,924, July 2, 1895, covers an arrange- 
ment for dispensing with the feed screw for effect- 
ing the movement of the diaphragm arm, such 
movement being effected by a wire wound upon a 
slowly turning drum. The claims are all limited to 
details of construction and are not used, nor has 7 
this invention ever been manufactured by or for the -| 
National Phonograph Company. 

80 (43) No. 575,151, January 12, 1897, makes use of 
two recording or reproducing styluses, connected to a 
single diaphragm, which are arranged at different 
distances from the centre to make or follow a double- 
track record. This invention is not used nor has it 
ever been manufactured by the National Phonograph 
Company. 

(44) No. 605,667, June 14, 1898, filed December 3, 
1890, refers to special mechanism in which the recorder . 
and reproducer are carried in u swinging or rotary 
frame, pivoted on a horizontal axis, This invention is 
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not used, nor has it ever been manufactured by the 
National Phonograph Company. 

(45) No. 607,588, July 19, 1898, filed January 27, 
1897, relates to details in the mounting of a traveling 
sleeve on a back vod by means of a roller and inde- 
pendently carrying the feed arm in a long bearing in 
the sleeve. This invention has not for many years been 
mauufactured by or for the National Phonograph Com- 
pany. 

(46) No. 609,268, August 16, 1898, filed December 
15, 1890, employs « thick dise blank, adapted to be 
shaved off a number of times, and the claims are lim- 
ited to devices for utilizing the same. ‘Ihe invention 
is not used and has never. been manufactured hy the 
National Phonograph Company. 

(47) No. 610,706, September 13, 1898, filed Decem- 
ber 3, 1890, relates to details permitting the use of a 
standard blank or of a small diameter mailing cylinder. 
This invention is not used and has never been mann- 
factured by the National Phonograph Company. 
Furthermore, I find a statement printed on the face of 
this patent that a large number of prior foreign pat- 
ents were obtained on the same invention (which were 
obtained by or for the benefit of Mr. Edison), among 
which is British patent No. 15,206, of 1891, above re- 
ferred to, and which expired September 8, 1903. Fig- 
ures 1 to 9 of the British patent correspond with those 
of the United States patent, even to the reference let- 
ters, while the description of the British patent from 
line 40, page 7 to line 41 on page 9 is practically iden- 
tical with the description of the specitication of the 
United States patent. The inveution claimed in the 
Dnited States patent is claimed in the first claim of 
the British patent. 

(48) No. 622,843, April 11, 1899, filed December 3, 





1890, relates to un arrangement in which the recorder’ 


or reproducer, as a whole, is pivotally carried in a 
holding arm, so as to float bodily on the blank or 
record, the speaking or listening tube being independ- 
ently carried on the holding arm. It is, of course, 
evident that the subject-matter of this patent is not 
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embodied in any of the reproducing devices mannfact- 
ured and sold by the National Phonograph Company, - | 
because with all of these reproducers the diaphragm is 
rigidly supported with relation to the record, and the 
stylus is flexibly connected to the diaphragm, being 








maintained automatically in engagement with the «| 
record by means of the floating weight. I think it is . 
also clear that the invention of this patent is not em- | 
. ployed in those machines in which the recorder is | 
used, namely, the Home, Triumph, Concert and Busi- x | 


ness machines, and the several electrical machines of j 
the T'riumph and Concert types, for the reason that 
with these recorders, the recorder is not “ pivotally 
supported ou the carrying arm * * * whereby 
the recorder * * s movable bodily by eccen- 
tricities in the blank”, as defined in the claims of this 
patent. On the contrary, with the recorders sold by 
the National Phonograph Company, the main body of 
the recorder is rigidly carried by the eye of the carry- 
ing arm, and the diaphragim and its immediate sup- 
ports are alone movable pivotally. However, it is 
not necessary to consider this question very 
closely, because I find that the invention of 
this patent was previously patented abroad, 
namely, by British patent No. 5,206 of 1891, 
which I shall hereafter consider in connection 
with United States patent No. 513,097. . This 
British patent, as appears from the certificate hereto 
attached, expired September, 8, 1903, two years before - 
the expiration of its statutory term of fourteen years. 















Figures 21 and 22 of this patent are substantially | 
identical with Figures 1 and 3 of the United States | 
patent. The former figure very clearly shows a blank, | 


the carrying arm straddling the same, the recorder ring 
mounted on the pivot 97%, the recording stylus rigidly } 
connected to the diaphragm, the counterbalancing i 
weight 98, and the adjustable regulating spring 99. | 
Figure 22 of the British patent shows the special { 
counterbalancing spring of Figure 3 of the United 
States patent, and also, the separate support for the 
speaking tube, so as to permit of the pivotal move- 
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ment of the recorder. The description of this mechan- 
ism is found commencing with the last line of page 11, 
as follows: 


“Tn Fig. 21, the diaphragm is mounted in a 
ring or frame 96, which is held in a cireular re- 
cess in the carrying arm 9, and has rigidly con- 
nected with it a counterbalance arm 97 pivoted 
at 97* and having an adjustable weight 98. A 
spring 99 may be connected to the arm 97 so as 
to diminish the effect of the weight. 5*is the 
guide-bar. The weight may, however, be dis- 
pensed with, and a spring used instead. 

In Fig 22, the ring 96 is attached to a lever 
100 pivoted at 100* to the arm 9; the lever 
being connected by a spring 101 toa post 102 at 
the end of the arm 9. 103 is an ordinary speak- 
ing tube. 

It will be seen that the principle upon which 
the counterbalance works is that the recorder, or 
the reproducer, is so nearly balanced that the 
operating point will readily follow the contour 
of the blank or phonogram, even though the 
blank or phonogram be not a true cylinder.” 





The invention is broadly covered by the fourteenth 
claim of the British patent, as follows: 


“Tua phonograph, the combination with a 
phonogram blank, of a counterbalanced recorder 
or reproducer, substantially as and for the pur- 
pose set forth.” 


Everything that is illustrated and described in the 
United States patent is clearly illustrated and de- 
scribed in the British patent, although it is a fact that 
the illustrations of the United States patent are rather 
more complete than in the British patent, as they show 
in Figures 2 and 4 plan views of the device shown in 
Figures 1 and 3, and in Figure 5 a view correspond- 
ing to Figure 1, and illustrating the principle of oper- 
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ation with a very eccentric blank. The invention, 
however, is so simple that the illustrations and de- 
scriptions in the British patent are ample enough to 
enable a skilled mechanic to practice the invention. 

In reviewing the above patents relating to the first 
class, which I have selected, I have not considered it 
necessary, except in a few instances, to refer to the 
patents in any but the most general terms, since it is 
self-evident that the inventions described therein are 
not used in modern phonographic apparatus. I find, 
furthermore, that in many other eases than those 
above noted the ivventions disclosed in the United 
States patents were previously patented abroad ; but 
in referring to special instances I have intended to in- 
elude every patent where by any possibility it might 
be argued that its invention had been nsed or manu- 
factured by the National Phonograph Company, al- 
though in most cases where foreign patents, in the fore- 
going list, have been mentioned, no such question 
could rationally arise. 


3 Tl. 


Orner Unrrep States PHONOGRAPH PATENTS GRANTED 
T0 EDISON LESS THAN SEVENTEEN YEARS AGO, WHICH HAVE 
EXPIRED BY REASON OF SHORTER TERM FOREIGN PATENTS, 
AND WHICH COMPLAINANT WILL NO DOUBT ARGUE ARE EM- 
BODIED IN MODERN APPARATUS. 






(1) No, 414,760, November 12, 1889.—This patent 
relates to details in connection with the shaving 
knife for turning off a record to present a smooth sur- 
face for the reception of the succeeding record. The 
shaving knife is carried by the spectacle frame so as 
to engage the record only when the recorder is brought 
into play. The knife is provided with a cutting edge 
in the form of an obtuse angle so as to first remove the 
material obliquely and then finish the cut, the finishing 
ent being made by the straight portion of the eutting 
edge. Secured adjacent to the shaving knife is a chute 
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for carrying off the chips and this chute overhangs the 97 

cutting edge. The only machines made by the National 

Phonograph Company employing a shaving knife are 

the Triumph machive und other high grade forms. In 

these machines a shaving knife is carried on the hold- : I 
* ing arm and extends through the conveying chute, so 
that the latter does not overhang the cutting edge. 
Whether the invention claimed in patent 414,760 is or 
isnot used or maunfactured by the National Phon- 
. + ograph Company is unimportant since I find that the 

inveution of this patent was previously patented abroad 98 

by Mr. Edison, by his French patent of May 28, 1889, 

No, 198,564, for fifteen years. This patent was actually 

granted August 20, 1889, and expired May 28, 1904. 

Figures 52 to 56 inclusive of this French patent are 

identical with the drawings of the United States 

patent, even to the reference letters employed, while 

the description and claims of the French patent are 

no less complete than are those of the United States 

patent. 

(2) No. 430,274, June 17, 1890—This patent relates 99 
toacomposition for phonographic blanks, which, of 
course, would include a blank with a record 
cut or molded thereon. The specification states that 
the blanks are formed of “soap of the character 
hereinatter described”, which material “may be 
employed alone or mixed with other material, 
such as waxes, resins, or gums”. It is pointed 
out that the soap “may be formed of any metal or - 
sometimes of an earthly oxide like lime, in combina- 
tion with any fatty acid.” The best results are stated 100 
to be obtained by the use of “ lead, magnesium, or 
aluminum combined with oleic or stearic acid, forming 
an oleate or stearate of the metal used.” The specifica- 
tion states that 


“these compounds are ‘preferred because of 
their superior amorphous quality. Of the 
metals named I especially prefer to employ lead 
and especially to use equal quantities of oleate 
and stearate’ of lead, the same being molded 
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101 and poured into molds to form the cylindrical 
blanks. The soap may be made according to . 


the usual well-known methods.” 


The records made by the National Phonograph Com- 
pany are formed of the composition described in the . 
patent to Aylsworth, No. 782,375, dated February 14, 
1905. In making this Aylsworth composition, stearic 
acid is first partially saponitied by a solution of car- 
bonate of soda and caustic soda,in which a small 5 

102 amount of metallic aluminum has been dissolved, 
thereby forming a combination of stearate of soda, free 
stearic acid, and stearate of alumina. A hard wax, 
such as carnauba is then added, and after all water 
has been evaporated and ebullition ceases, a hydro- 
carbon, such as ceresin or paraffine is introduced. In 
making the material for blauks used by the National 
Phonograph Company, substantially the same procedure 
is followed, except that the carnauba is omitted. In 
either case the resulting composition is a mechanical 

103 mixture of stearate of soda, stearate of alumina, free 
stearic acid and ceresin with or without a hardening 
wax, according as the material is to be used for records 
or blanks. The composition employed by the National 
Phonograph Company is therefore an entirely different 
composition from that described in the patent under 
consideration, aud is itself, the subject of an in- 
dependent patent. 

It is not necessary to inquire whether the invention 
claimed in patent 430,274 is or is not used by the 

104 Natioual Phonograph Company, since I find that this 
subject-matter was patented by or for the benefit of 
Mr. Edison in a foreign country before the date of the 
patent in this country, namely, by British patent No. 

12,593, of 1888, filed September 1, 1888, accepted Au- 

gust 3, 1889, and actually granted October 15, 1889 to 

George Edward Gouraud, as a communication from * 
Thomas Alva Edison. I attach hereto a photo- 
lithographic copy of a certificate of the British Patent 
Office, from which it appears that this patent ran for 
the full statutory period of fourteen years, and expired 
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Angust 31, 1902 “throngh the effluxion of the time 
for which the patent was granted.” 

In the complete specification of the British patent 
I find a much better disclosure of the invention than is 
contained in the United States patent. The de- 
scription of the British Bui is suffie ciently short to 
warrant copying in full : 


“ Another feature of this invention relates to 
the composition of the surfaces that are to re- 
ceive the sound records; i. ¢. the phonogram 
blanks. A good material for this purpose is a 
suitable soap ; preferably ove that is insoluble. 
Any of the fatty acids, such as oleic, stearic, or 
margaric, may be combined with any suitable 
organic or inorganic base. It is preferred to 
use a metallic base, such as lead, magnesium, or 
aluminum, combined with oleic or stearic acid, 
forming an oleate or stearate of the metal used. 
Lead seems tobe the best base, and although 
the phonogram blank can be made of one soap, 
a mixture of equal quantities of oleate and stear- 
ate of lead is preferable. These compounds are 
preferred because of their superior amorphous 
quality. The soaps are made according to 
the usual well-known methods and they 
can be mixed with waxes, gums and 
resins in avy suitable quantities for 
varying the degree of harduess. It has been 
found that gum demar is a highly efficient ma- 
terial for hardening compositions for phono- 
gram blanks.” (page 15, lines 17-29). 


In this paragraph, I find a very fnll disclosure o 
everything contained in the United States patent, aud 
in addition thereto, a reference to the possible use of 
murgaric acid in place of oleic or stearic acids, and a 
specific reference to the possible tise of gum demar as 
a suitable wax, resin or gum, with which the metallic 
soap may be admixed. The description of the British 
patent is also more full in stating that the soap may be 
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formed of a combination of fatty acids,“ with any 
suitable organic or inorganie base, preferably a me- 
tallic base”, whereas the United States patent states 
that the soap is formed “of any metal * * * in 
combination with any fatty acid”. To form a soap 
from a fatty acid, it is necessary that a base, such as a 
metallic base and not a metal, should be used, so that 
in this respect, (which in fact is the only difference 
between the two disclosures) the description in the 
British patent is fuller than that of the United States 
patent. The invention of the United States patent is 
fully claimed in British patent in claim 9, as follows: 








“A phonogram blank or surface to receive 
the record composed of «n insoluble soap or 
soaps, or mixture in which soap is the principal 
ingredient, substantially as herein described.” 


(3) No. 430,278, June 17, 1890—This patent covers 
the following features : 

(a) Making the recorder with a curved cutting edge, 
preferably in the form of a cylinder having a cupped 
or hollowed out lower end, so as to form a circular 
cutting edge : 

(6) Making the reproducer stylus in the form of a 
sphere or hemi-sphere : 

(c) Employing a floating weight between the repro- 
ducer stylus and the diaphragm so as to automatically 
hold the reproducer in engagemeut with the record, 
notwithstanding eccentricities in the latter, and 

(d) Allowing sufficient play in the connections be- 
tween the reproducer and diaphragm as to enable the 
reproducer to center itself in the bottom of the record 
groove, even in the absence of coincidence between 
the pitch of the feed screw. To what extent if any 
the claims of patent 430,278 do or do not cover ap- 
paratus manufactured by the National Phonograph 
Company is in my judgment wholly immaterial in 
view of the fact that the inventions of these claims 
were patented abroad by or for the benefit of Mr. 
Edison, prior to the grant of the United States patent, 
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by British patent No. 7794 of 1889, filed May 9, 1889, 
accepted March 29, 1890, and actually granted June 
10, 1890, to George Edward Gourand as a communica- 
tion from Thomas Alva Edison, which I have consid- 
ered in connection with United States patent No. 
430,276, and which expired May 8, 1903, as appears 
from the certificate of the British Patent Olice a 
photolithographie copy of which is annexed hereto. 
Figures 38 to 46 inclnsive of the British patent are 
identical with the drawings of the United States pat- 
ent. The description of these drawings is found in 
British patent commencing with line 34, page 15, to 
line 13, page 16. This description and the drawings 







of the British pateut completely embody every feature , 


of the invention disclosed in the United States patent. 
The British patent clearly shows avd describes a re- 
cording stylus having a cireular eutting edge, formed 
in an enlarged head from which extends a shank 
mounted in a sleeve on the end of a lever which is 
connected to the diaphragm, ‘The British patent de- 
scribes and shows the formation of a record having 
curved walls. It shows aud describes a spherical re- 
produeer, the shank of which is movably carried in a 
sleeve on the end of a lever pivoted to a floating 
weight near its center and connected at the other end 
to the diaphragm. Further, these features of inven- 
tion are claimed in the British patent as follows : 


“1. Iu a phonograph, the improved means, 
substantially as herein described, whereby the 
position of the recording or reproducing point 
relatively to that of the recording surface is au- 
tomatically adjusted or determined.” 

“5, The use in a phonograph of a recording 
point, having a cutting edge, shaped as an are 
of acirele whose center is outside the surface 
for receiving the record, substantially as herein 
described.” : 

“6. The use in a phonograph of a recording 
point, having a circular cutting edge, which 
may be turned so as to bring different portions 
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thereof into position for operation, substantially 
as herein described.” 

“7. The use in a phonograph of a recorder or 
reproducer, whereof the point .is movably con- 
nected with the diaphragm by means of a shank 
or stem extending from the point into a holding 
sleeve connected with the diaphragm, substan- 
tially as described.” 


The British patent in qnestion expired May 8, 1903, 
so that the United States patent expired at the same 
time. I find that this patent was considered by Judge 
Prarr in National Phonograph Company vs. American 
Graphophone Co. et al., 136 Fed. Rep. 231, who refers 
to the fact that the patent had become “ public prop- 
erty by reason of the expiration of certain foreign pat- 
ents for the same construction.” He refers to it also 
as the “expired patent No. 430.278” and in his 
opinion alludes to the “ now admitted fact that the 
monopolistic grant of patent No. 430,278 had ex- 
pired.” It appears from the decision referred 
to that the complainant in that case obtained 
a temporary restraining order on this patent, 
when the patent, in fact, had expired, in view 
of which the complainant was fined the sum of $500. 
as compensation for the damage caused to defendants 
by procuring the issuance of the restraining order and 
for the hearing of the preliminary injunction. 

(4) No. 448,780, March 24, 1891—This patent relates 
toa shaying tool, having its cutting edge arranged 
obliquely to the spiral track of the record, the ap- 
paratus being adapted for carrying ont the method of 
patent No. 393,465, dated November 27, 1888, which 
expired November 27,1905. The patent states that 


by arranging the cutting edge of the shaving tool - 


obliquely to the record, the latter can be more readily 
shaved off and a smoother surface obtained. The in- 
vention of the patent was patented in a foreign country 
by and for the benefit of Mr. Edison before the date 
of the United States patent, namely, by British patent 
No. 12,593 of 1888, filed September 1, 1888, accepted 
August 3, 1889, and actually grauted, as a communica- 
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(rieal tion from Thomas Alva Edison on October 15, 1889; 121 
ng to Ft ° and ir view of this fact I have not considered it neces- 
sary to inquire whether the claims do or do not em- 
body inventions employed in the shaving knives of the 
Can- Triumph and other high grade machines. I have 
1 the . * already considered this British. patent in connection 
yi, % : with United States patent No. 430,274, and have re- 
earic ferred to the certificate of the British Patent Office, 
car- hereto annexed, from which it appears that the patent 
small * “4 expired August 31, 1902, having been in force for the 
ved, fuil statutory term of fourteen years. Figures 31, 32, 122 
, free and 33 are line-for-line the same as Figures 2, 3, 
wax, * and 4 of the United States patent. The alleged 
water advantage of using a shaving knife haying 
ydro- an oblique cutting edge is fully explained in the 
In Byitish patent beginning line 54, page 12, through 
iowal line 44, page 13, the description in fact being 
adure fully as complete and definite as the description 
In of the United States patent. It is true that Fig. 34 of 
nical the British patent does not show the exact arrange- 
1, freo ment of shaving knife shown in Fix. 1 of the United 123 
ening States patent, whereiu the kuife is mounted on the 
cords holding arm, but in this respect the difference is 
tional minute and immaterial, since these differences do not 
terent enter into the claims of either the British or the United 
under a States patent. The British patent does, however, 
n in- state that the kyife “ way be carried by the rocking 
holding arm and whereof the point is preferably in 
sation close proximity to the recording style ” (page 13, lines . 
y the 2 and 3) and in Figures 34 to 36 inclusive, the British 
t this patent very clearly illustrates the equivalent mounting L24 
fit of of the shaving kuife, and the providing of the latter 
of the with an oblique cutting edge. The British patent 
at Lo. clearly shows and describes everything that is claimed 
1 Au- in the United States patent, while the invention 
389 to claimed in the United States patent is claimed in the 
from . , British patent as follows : | 
photo- 
Patent 7 _ “ 6.-The method of and apparatus for turn- 
‘an sor ing off the recording surface Ly the employment 
xpired * a a knife having an oblique cutting edge, substan- 
tially as herein described.” 
. . 
- 
- 
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(5) No. 465,972, December 29, 1891.—This patent 
relates to the following features 

(a) Mounting a recording and reproducing stylus 
upon one lever which is connected to a single dia- 
phragm, such lever being laterally movable by axially 
turning the diaphragm so as to cause either stylus to 
engage the recording surface ; 

(b) Details relating to the shaving tool and for auto- 
matically retracting the same when the lifting arm is 
elevated ; 

(c) Mounting the chute, for 
on the shaving-tool support ; 

(d) The cam-lift lever on the end of the holding arm 
for elevating the latter ; 

(e) The split spring-feed arm and twin-feed nuts 
carried thereby ; 

(7) The spring lock for the end gate ; and 

(q) The device for placing the speaking or listening 
tube in operative position according as the recording 
or reproducing stylus is in operative position. 

Of the large number of claims contained in this 
patent it is perfectly evident that most of them relate 
to inventions which wre not used on the machines 
manufactured by the National Phonograph Company, 
while as to others, it is probable that the inventions 
which they define ave employed in at least some of the 
machines, assuming, of course, that the claims are 
susceptible of a reasonable interpretation. But 
whether any of the claims of this patent do or do not 
cover improvements which have been used on machines 
that are now manufactured by the National Phono- 
graph Company is immaterial, since the inventions of 
this United States patent were patented abroad by or 
for the benefit of Mr. Edison before the date of the 
patent in this country, namely, by British patent No. 
19,153 of 1889, filed November 28, 1889, aecepted Nov- 
ember 1, 1890, and actually granted January 13, 1891, 
to George Gatton Melhuish Hardingham, as a commu- 
nication from Thomas Alva Edison. I attach hereto 
a photolithographic copy of a certificate of the 
British Patent Office from which it appears ‘that 
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the patent expired November 27, 1903, at the ter- 
mination of the full statutory period of fourteen 
years. The drawings of the British patent, excepting 
the reference letters, are identical with the drawings of 
the United States patent, aud the description in the 
British patent is not less full aud complete than is that 
of the United States patent, while in the British 
patent these inventions are fully covered by the fol- 
lowing nine claims thereof : 





“1. In a phonogram, attaching both the re- 
cording point and the reproducing point to the 
same diaphragm ; means being provided whereby 
either of the points may be brought into opera- 
tive position on the surface of the phonogram, 

“2. Ina phonograph, the combination, with 
the diaphragm, of a pivoted lever connected 
therewith, and carrying the recording and re- 
producing points, and a pivoted weight or re- 
tarding device, such as 7*, acting upon the lever 
so as to regulate the action either of the record- 
ing point or of the reproducing point, which- 
ever may be in use, substantially as herein 
described. 

“3. In a phonograph, the employment of a 
pivoted lever (4) mounted upon the arm carrying 
the diapbragin-frame and provided with a cam- 
shaped head, which, acting on the guide-rest, 
serves to lower or lift the said arm, substan- 
tially as herein described. 

“4. In a phonograph, the combination with a 
sliding spring-actuated cutting knife, of an ad- 
justable stop pivoted to the knife-stem, a chute 
eatried by the said knife-stem, and a locking 


129 


130 


13k 


132 


device operated by hand, and a withdrawing - 


device operated either by land or by eugage- 
ment with a stationary part of the machine, 
substantially as and for the purposes herein 
described. 

“5. In a phonograph, the employment of a 
pivoted arm holding a single diaphragm to which 
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both the recording and reproducing points are 
attached ; the said arm carryiag a knife for 
turning an old record off the phonogram, sub- 
stuntially as herein described. 

“6. In a phonograph, the combination, with 
a fixed stop on the holding arm and a stop on 
the movable diaphragm-frame, of the mouth- 
tube and the ear-tube having their inner ends 

. differently formed, so that the mouth-tube may 
engage with the stops when the movable stop is 
in one position, and the ear-tube when the 
movable stop is in the other position, substan- 
tially as hevein described. 

“7. Ina phongrapb, providing the swinging- 
arm at the end of the phonogram-cylinder with 
a spring-lock arranged and operating substan- 
tially as described with reference to Fig. 1 of 
the accompanying drawings. 

“8. In a phonograph-feeding mechanism, the 
employment of two nut-segments carried on 
separate arms and adapted to engage inde- 
pendently with the feed-screw, substantially as 
herein described. 

“9, The improved recording and reproducing 
phonograph, arrauged and operating substan- 
tially as deseribed with reference to the accom- 
panying drawings.” “ 





(6) No. 484,583, October 18, 1892.—This patent re- 
lates to the employment of a jewel, such as sapphire, 
for the construction of the recording stylus or shaving 
knife, both of which are included in the generic term 
phonograph-cutting tool. The patent points out that 
even steel, of the best quality, is not hard enough to 
resist the dulling, or disintegration by the acids of the 
blank ; but by making the cutting tool of a jewel, such 
as sapphire, a sharp cutting edge will always be re- 
tained and the sharp cutting edge will not be affected 
by the free stearic or other acid in the composition of 
tbe blank. 

The shaving tool of the Triumph and other machines- 
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is made of sapphire, and the recorders of the Home, 137 
qj: ‘Triumph and other machines are made of sapphire, so 
that apparently the inventions of the claims of this 
patent are embodied in the shaving tools and recorders 
of these machines. However this may be, I find that 
« the inventions of this patent were patented abroad by 
or for the benefit of Mr. Edison prior to the date of 
the grant of the United States patent, namely, by 
7 British patent No. 15,206 of 3991, filed September 8, 
1891, accepted July 9, 1892, and actually granted Sep- 
tember 20, 1892, as a communication from Thomas 138 
Alva Edison. I have heretofore considered this British 
patent in connection with United States patents Nos. 
513,097, 610,706 and 622,843, and have referred to the 
certificate of the British Patent Office from which it 
appears that the patent lapsed on September 8, 1902, 
w q two years before the expiration of the full statutory 
period of fourteen years, with which statutory term, the : | 
United States grant, would in any event have expired 
September 8, 1905. Figures 15, 16 and 17 of this 
British patent are identical (except as to reference 139 
t letters) with the drawings of the United States patent. 
~ : The description of the specifications of the British 
patent, line 31, page 10, to line 14, page 11, is practi- 
cally identical with that of the United States patent, 
and the invention is fully covered by the tenth claim 
of the British Patent, to wit: 


~- 5 “10. The improved construction of a phono- 
graph recorder having its point formed of a 
jewel, substantially as herein described.” 140 


And, further, so much of the invention of this United 
q States patent as relates to the use of a sapphire for the 
#1 construction of the shaving knife was previously pat- 
5 ented in British patent No. 7794 of 1889, filed May 9, 
fe 1889, accepted March 20, 1890, and actually granted 
June 10, 1890, to which I have already several times 
referred. The shaving knife shown in Figures 47 and 
48 of this patent is identical with that illustrated in r 
‘Figure 3 of the United States patent, being provided 
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with an edge, ground away to form a right angle, so 
that the edge cannot enter beneath the surface of the 
material. The operation of a cutting tool of this 
shape is shown in Figure 49 of the British patent, in 
which respect the British patent is more specific than 
the United States patent. The description of the 
British patent is as follows: 


“In Figs. 47 and 48, the plane surfaces 7* /*, 
constituting the cutting edge of the knife F? 
meets at an angle of 90 degrees, or thereabouts, 
so that the face of the tool may prevent the 
edge from entering too deeply or breaking the 
material below the part which is being cut 
away. For turning off the surface of a phono- 
gram blank, it has been found that a tool made of 
steel cannot be depended upon for retaining its 
cutting edge, so @ jewel is now employed such as 
sapphire which vetains its eulting edge and pro- 
duces a very fine smooth surface. The jewel f* 
is secured by a suitable clamp 7* to the stock of 
the tool. The sharp cutting edge-of the knife F* 
(Fig. 50) enters beneath the surface of the mate- 
rial; the chips produced carry away with them 
portions of the material below the line of cutting. 
Where an edge made as represented in Fig 49 is 
used, the point of the tool F'? breaks the mate- 
rial away as fast as it is cut, the result 
being that the chips break off close to the edge 
of the tool and do not carry with them any por- 
tion of the material below the line of cutting” 
(page 16, lines 24-38). 


The claim of this patent on the jewel shaving knife 
is the following : 


“13. The use, in a phonograph, of a cutting 
knife, or turning-off tool whereof the cutting 
part is formed of a jewel such as sapphire, se- 
cured by a clamp to the stock of the tool, sub- 
stautially as herein described.” 
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angle, so (7) No. 484,584, October 18, 1892.- This patent re- 145 
ce of the s rm lates to the construction of a jewel reproducer stylus, 
of this such as sapphire, so as to resist the action of 
vatont, in the acids in the blank or record, and also to give supe- 
sitie than rior weariug qualities. Of course, a reproducer does 
1 oY the . . not co-operate with a blank, as recited in the claims of 
. 7 this patent; but I assume that the expression “ pho- 
nograph blanks” was intended as being broad enough 
on f2f%, to include also a phonograph record. As so considered 
wnife F* 2 i the invention of this patent is probably used in the 
oabouts, producers employed on al] of the machines manufac- 146 
‘ent the tured by the National Phonograph Company, since 
king the with said reproducers a sapphire stylus is employed. 
ing cut However, this patent has expired, its term having been 
phono- limited by British patent No. 15,206 of 1891, above re- 
made of ferred to, which lapsed September 8, 1903, and whose 
ning its statutory term of fourteen years expired September 8, 
such as 1905. Figures 18 and 19 of the British patent, except | 
md pro- as to reference characters, correspond identically with | 
jewel #3 figures 1 and 2 of the United States patent. The de- 
stock of scription of the British patent is as follows : 147 | 
knife F* | 
e Late- ; “Tn the jewel reproducing point, the bearing { 
h them end 87 is preferably spherical or rounded. | 
cutting. : The jewel is held in any suitable manner | 
ig 49 is at one end of a pivoted lever 88, the | 
e mate- opposite end of which is connected to 
result the diaphragm 89 by means of a post 90. 
hoedge Reproducing points made as above described, = 
ny por- are not only more durable than those of metal, 
atting ” but move more readily over the record and do 148 
not introduce false vibrations into the sound re- 
a produced " (page 11, lines 15 21). 
ag knife 
= In the British patent, lines 35-37, page 10, after refer- 
ring to recorders, cuttiug tools, and reproducing styl- 
cutting . . uses, it is further said 
cutting 
ire, se~ “that sapphires and similar jewels act in the 
al, sub- 7 - a most effective manner on the wax or wax-like 
ss é phonogram-blanks, since the avids thereof do not 
- 
- 
Lj 
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149 attack them, they do not rust, and they are 1 
able to withstand the dulling action of the hard oa | 


particles of silica or other substance” (page 10, | 
lines 48-51). : 


The claims of the United States patent are not , “4 
limited to a sapphire, nor is the corresponding claim of 1 
the British patent. The claims of both patents refer | 
broadly to the use of a jewel. The invention as 
claimed by the British patent is: i 

150 | 
“13. The improved construction of phono- | 
graph-reproducer, having its point formed of a 

jewel, substantially as herein described,” 


and it is obviously the same as that of the three United 
States claims, 

(8) No. 499,879, June 23, 1893.—This patent relates i 
to the following features :— 

(a) Mounting the mandrel shaft on centers, one of 

15 which is carried by the end gate ; 

(b) Arranging the mandrel so as to overhang the 
main frame ; 

(c) Locking the swinging arm by means of a pivoted 
bolt and nut; 

(ad) Employing a tilting bar to elevate the holding | 
arm and feed arm ; 

(e) Making a plurality of records alternating with 
each other on the blank; 

(f) Employing a guard for the bearing on the end 

152 gate to prevent the latter from being gummed up ; 

(g) Using a wax guard in the rear of the cylinder 
for guiding the shavings into a suitable receptacle ; 

(A) The employment of an electric motor, mounted 
on a vertical shaft, the governor therefor controlling 
its speed by breaking the motor circuit and the belt 
being tightened by shifting the frame longitudinally ; x 

(i) Tuterposing elastic cushions between the frame | 
and the base, and | 

(J) Securing the feed nut movably to the feed arm. | 
. Of the large number of claims in this patent, it is * 
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probable that some of them embody inventions that 
are used on some of the machines manufactured by the 
National Phonograph Company, although it is certain 
that some of them define inveutions that are not used 
at all. 

But the inventions of this patent were patented 
abroad by or for the benefit of Mr. Edison before the 
date of the patent in this country, namely, by British 
patent No. 12,594 of 1888, filed September 1, 1888, ac- 
cepted August 3, 1889, and actually granted October 
15, 1889, to George Edward Gourand, as a communi- 
eation from Thomas Alva Edison. I attach hereto 
a photolithographie copy of a certificate of the 
British Patent Office from which it appears that 
this patent expired August 31, 1902, at the expi- 
ration of the full statutory period of fourteen 
years. The drawings of the British patent, even to 
the reference letters employed, are identical with 
those of the United States patent, while in 
the specification of the Lvitish patent the 
general statements preceding the reference to 
the drawings, regarding the nature of the 
invention are very much clearer and more explicit 
than are the corresponding two brief paragraphs 
of the United States patent. In all other respects the 
specifications of the two patents are practically iden- 
tical ; and the invention is fully claimed in the three 
claims of the British patent, which if brief, are drawn 
in accordance with the British practice : 


“1. Ina phonograph, the combination with 
the phonogram-eylinder and its shaft mounted 
between centers (one of which centers is mova- 
ble to expose the end of the cylinder) of the 
driving motor having its spiudle borne on a toe- 
step, the connecting belt and the governor, sub- 
stantially as herein described. 

“2. Ina phonograph, the combination, with 
the feeding and reversing screws, (the rocking 
holding-arm carrying the recorder and repro- 
ducer and the traveler-arm being adapted to 
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engage with either of the said screws), of the 
turning lifting bar engaging with both arms and 
the cam or treadle for operating the said bar, 
substantially as herein described.” 

“3. The improved constrnetion of recording 
and reproducing phonograph, substantially as 
herein described.” 


(9) No. 513,097, January 23, 1894, relates to a gov- 
ernor for an electric-motor machine, in which no con- 
nection is made through the bearings; the governor 
balls rotate a disc, with which an adjustable spring 
makes contact, the current for driving the motor being 
broken at this point. The other connection to the 
governor is secured by a contact spring, pressing on a 
collecting ring. The invention disclosed in this patent 
is not used in any of the phonographs sold by the Na- 
tional Phonograph Company, except with the Balmo- 
ral and Windsor and possibly the Eclipse machines, 
which are the only ones that are equipped with an 


electric governor, all the others having frictional’ 


governors, or no governors at all. The sale 
of these three special machines has been 
most limited; nor in view of the prior art do 
I believe the claims of this patent could be 
interpreted to cover the governor of the Eclipse 
machine. Furthermore, the exact form of governor 
used with the Balmoral and Windsor machines was 
described but not claimed in Edison patent No, 430,- 
276, dated June 17th, 1890, whereas, the original ap- 
plication for the present patent was not tiled until De- 
cember 3rd, 1890, almost six months afterwards. How- 
ever this may be, the invention of the United States 
patent was pateuted by or for the benefit of Mr, Edison 
in Great Britain by British patent No. 15,206 of 1891, 
‘filed September 8, 1891, accepted July 9, 1892, and 
actually granted September 20, 1892, to George Ed- 
ward Gouraud as a communication from Thomas Alva 
Edison. Providing all the necessary yearly taxes had 
been paid, the British patent would have expired four- 
teen years from its date, namely, on September 8, 1905, 
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and therewith on September 8, 1905, the United States 161 
r patent would have expired. 

I attach a photolithographie copy of a certifi- 
cate of the British Patent Office from which it 
appears that the tax due on the British patent 

Pe September 8, 1903, was not paid, and that the 
patent lapsed on that date, although the United States 
patent remained in force for the following two years, 
or until the expiration of the statutory term of the 
British patent. 

Figures 1 and 2 of the British patent are identical 162 
with the drawings of the United Stated patent, except 
that reference numerals instead of letters are used, 
while the invention is equally well described in the two 
patents, and is claimed in both, the invention of the 
United States patent being embodied in the fourth 
claim of the British patent. 


iil. 
163 
PATPNTS WHICH RELATE PURELY TO MANUFACTURING 
PROCESSES AND WHICH ARE INDEPENDENT OF THE GOODS 
MANUFACTURED AND SOLD BY THE NaTIoNaL PuonoGraPn 
Company. 





(1) No. 484,582, October 18, 1892.—Although this 

patent refers generally to a process for duplicating 
phonograms or phonograph records, the first three * - 
claims relate only to the manufacture of a matrix or 
mold from which duplicated records may be produced, 164 
while the fourth claim sets forth a process for the 7 
production of duplicate records from such a mold in 
the most general language. If the fourth claim is re- 
yarded as describing a process for the molding of 
eylindrical records, it must in my opinion be restricted 

. to a process which is carried out by the use of a split 

mold ; that is to say, a mold which is split lengthwise 

into two or more segments which are hinged together, 

so that the segments may be opened outward from a 

record after the wax has hardened. In terms, the 
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fourth claim is not limited to a split mold, bat no 
other plan for disengaging the record is suggested in 
the patent, nor at the date of the application, January 
5, 1888, as I believe, had any other plan for disengag- 
ing the mold from the original record been devised. 

According to the directions of this patent, a matrix 
or mold is made from an original or master record by a 
process of electroplating, the master record being 
first made electrically conductive in order that a metal 
may be electroplated thereon. In the manufacture 
of electrotypes (of which in a general sense 
a phonograph mold is an example) the structure, 
article or body to be reproduced is first thinly 
coated with graphite, this operation being re- 
ferred to as “black leading", after which 
a metal is electroplated on the graphited surface. The 
specification of the patent refers to this practice and 
also to the use of “ gold-leaf or silver salts veduced 
by chemical reagents inv order to form « conducting 
basis for the plating" and explains the objections to 
these practices. The plan of the patent, however, in 
forming “a conductive basis for the plating ” consists 
in the coating of the original or master record of wax 
by a process of vacuous deposit. In carrying out this 
process of vacuous deposit, the original or master 
record of wax, is placed in a chamber in which a high 
vacuum is maintained, and 








“in which an electric are, continuous or dis- 
continuous is produced between electrodes of 
metals, or in which metal vapor is otherwise 
produced. The electric are produces a vapor of 
the metal of which the electrodes are composed, 
which vapor or a metallic vapor otherwise pro- 
duced within said chamber, is deposited on the 
indented surface of the phonogram, forming a 
layer of metal thereon, which follows accurately 
all the indentations of the record, however 
minute, owing to the highly comminuted con- 
dition of the metal deposited.” 


Raymond R. Wile 
Research Library 








43 


The patent states that during this operation the 
original record is slowly revolved to the end that this 
metallic deposit may be made uniform. When a wax 
record has been thns coated with a very thin layer of 
vacuously deposited metal, it is removed from the 
vacuum chamber and a shell of other metal, as copper, 
of a sufficient thickness is electroplated thereon, form- 
ing the mold. The process of vacuous deposit em- 
ployed by the National Phonograph Company in the 
production of molds from which duplicate phonograph 
records are made is more fully described and claimed 
in Edison’s patent No. 713,863, dated November 8, 
1902, in which the electrodes are placed on opposite 
sides of the master record, and a silent or brush 
electrical discharge is maintained between them 
for the purpose of vaporizing the metallic 
electrodes ; while in patent No. 767,216, dated 
August ', 1904, is shown the apparatus used by the 
company in which two wax masters are simultaneously 
coated in a single chamber. With the factory process 
employed by the National Phonograph Company in 
manufacturing its matrices or molds, the process as 
such is independent of the records resulting therefrom. 
In other words, the molded records made by the Na- 
tional Phonograph Company are copies of the original 
records, and it wonld be practically impossible to dis- 
tinguish them from the original records. As a matter 
of fact, the duplicate records made by the National 
Phonograph Company are so absolutely identical with 
the original records that it is the practice of the Com- 
pany to first make a single mold from an original mas- 
-ter, to then make from the mold so secured a dozen or 
more duplicate records, and to make from these dupli- 
eate copies a series of secondary molds, from which 
the final commercial duplicates are obtained. The in- 
vention of this patent is not a new record ; nor is it 
for a process that has ever been commercially used 
even granting that the fourth claim is for something 
more than a step in the making of an unpatented mold. 
So far as the invention of this patent is to be regarded 
as a feature in processes which ara now employed for 
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the molding of records, it is merely a step in the pro- 
cess of making a mold, which mold is unpatented and 
is subsequently used as a tool which might be used in 
carrying out the process of molding records according 
to Edison's patent No. 667,662, of February 5, 1801. 
But in no view is the molded record of the National 
Phonograph Company characterized by the invention 
of this patent. The molded record is merely a copy 
of the master from which it is made. 

(2) No. 667,662, February 5, 1901,—Although the 
application for this patent was not filed until May 8, 
1900, I refer to the same becanse in a suit based on 
this patent, Mational Phonograph Co. vs. American 
Graphophone Co., 135 Fed. Rep. 80, the attempt 
appears to have been made to carry the date of inven- 
tion to an earlier date. But obviously it was Judge 
Pratt's finding that the invention of this patent could 
not be carried materially back of May 8, 1900, the date 
of application. Referring to the application of March 
5, 1888, upon which Edison’s patent No. 713,209 was 
granted, he said (135 F. R. 811) : 





“ Long prior to the application of March 5, 
1898, Mr. Edison had put the casting process 
aside, and was using the expanding process, 
throwing now and then, it is trne,a longing glance 
at his ‘ideal method '; but it requires a con- 
siderable stretch of the imagination to accept 
the proposition that with this application (that 
of 713,209) he had suddenly returned to his first 
love. It is believed that such return is shown 
in the second application (that of May 8, 1900) 
for that process is plainly a casting process ” 
(Italics mine). 


In otber words, the Court would not accord to 
Edison « date of invention for his casting process even 
as early as March 5, 1898. Complainant had con- 
tended that the invention of the earlier application was 
generic, and that within it was included the molding or 
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s pro- casting process ; but the court said the invention of 177 
1 and . . the March 5, 1898 application was an expanding 
sed in process which was not merely unlike that of casting 
ording but that it was generically different (135 F. R. 812, 
1901. _ 813): 1 
tinal sf x Es 
ontion “Tt strikes me as impossible to construe this 
copy 6 patent (No. 713,209) as indicating anything 
except the expanding process, and, if this be so, 
b the a Pe ‘ it is conceded that defendant’s casting process 
Tag 8, does not infringe. And this is the alleged 47g 
don broad patent under which the complainant 
wiean seeks to dominate the art of producing molded 
tempt duplicates, no matter how they were produced.” 
nven- y ie 
Judge If patent No. 667,662 contained a patentable inven- 
cold tion, that invention, Judge Puarr said, depended upon a 
s date later improvement, and the date of invention was con- 
larch temporaneous with this improvement by which air 
was bubbles in the melted wax were avoided (135 F. R., 
814): 179 
shed, “Air bubbles in the melted material drove 
ocess Mr. Edison away from casting for many years, but 
ress, in this patent (667,662) he reverts to casting, 
lance and avoids air bubbles by introducing the 
con- melted wax from the bottom upwardly into a 
ceept very cold mold, so as to produce an almost in- 
(tat stantaneous chilling of the wax. * * * Mr. — 
3 first Edison eliminates air bubbles by one process, 
hown - and the defendant eliminatss them by another j 39 
1900) and distinctly novel process.” 
ess” 
Obviously, Judge Pravt’s findings suflice to show 
i that the invention, if any there was in this patent, was 
‘d to one of recent date, and that it was not one of the Edi- 
even " * son inventions which might be classed among ‘those 
con- that had been. made prior to 1896, or even prior to 
owas: - ry March 5, 1898. But, whatever the date of invention, 
ngor Judge Prarr has assumed that patent No. 667,662 
~ 
w - 
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182 are regarded as being 
clude any casting process, then, according to the fol- 
Towing of Judge Pratt's 
view of the prior art (135 F. R., 813): 
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181 contains little or nothing of patentable novelty. In 
referring to the first claim, he said : 


“The shrinkage rule removes any lingering 
suggestion of novelty in the claim.” 


The duplicate records made by the National Phono- 
graph Company are produced under the patents to 
Miller and Aylsworth, to which I have already re- 


Tf the 2nd, 4th and Sth claims of this patent 
ficiently comprehensive to in- 








findings, they were invalid in 


“To introduce molten material into a mold; 


to allow it congeal therein, thereby taking the~ 


impression of the inner surface of the mold; 
and to then remove it from the mold—is the an- 
cient art of casting, and is the foundation of this 
patent in suit. If there is avy invention here it 
must be contained within a very narrow scope. 

My view of the art, which includes therein 
the casting of cylinder blauks, narrows the mat- 
ter still more. For years it had been common 
to cast the same waxlike material in continuous 
cylindrical molds, aud, after it had been cooled, 
and thereby sufliciently contracted, to withdraw 
the product longitudinally from the mold. The 
complainant ix forced by the admitted facts of 
the prior art to contend that in one respect, at 
least, an inventive glimmer did shine out, and 
what will be now discussed applies to buth pat- 
ents in suit. The argument is that it is unim- 
portant how much was known about pulling 
other products straight out of a continuous 
mold, because it remains trne that no one had 
taught us how to remove longitudinally a phono- 
gram covered with such an infinitesimal number 
of exceedingly minute indentations. This is the 
glorious contribution to the art for which Mr. 
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Edison receives such adulation from expert and 
counsel. It is suspected that their enthusiasm 
causes them to lose sight of the admitted fact— 
that very little radial contraction is required to 
produce a sufficient separation to permit the 
straight pull. The necessary contraction is about 
as infinitesimal as the marks on the mold, and it 
would seem that a contraction sufficient to re- 
move any casting from any continuous mold 
would serve to get this casting out of this mold 
in the way suggested.” * * * 

(135 F, R., 814).—“ The lions in the path at 
the time of the split mold pateut are all, except 
one, disposed of. The minute indentations 
were at one time too deep, and for a variety of 
reasons prevented a practical casting process; 
but this trouble vanished when Edison invented 
the curved-edye recorder, which avoids the deep 
cutting into the record which had Seen necessary 
before that time. The defendant has the benefit 
of the curved-edge recorder patent. 

“Tf you have a material, which, after cooling, 
contracts radially aud longitudinally, thus be- 
coming detached and separated from the mold 
without breaking, it is a simple and obvious act 
to lift it directly aud safely out. Before this 
can be done, however, you must have the right 
material, and the indentations imprinted by the 
mold must be of a certain kind. So it follows 
that if, after lifting it ont, the product is a com- 
mercial failure, the fault must be either in the 
material or in the impressions, and it appears 
that these difficulties were obviated by other 
brains than the patentee’s.” 





Assuming, however, that the invention of this patent 
is employed by the National Phonograph Company, its 
claims are obviously all for processes, as distinguished 
from claims for the product or fur an apparatus, 
and such processes are purely factory processes 
which do not, in any way, impress their individual- 
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189 ity upon the product which results, namely, copies 
of phonograph records which are indistinguishable . 
from the original records, In fact, the more perfect 
the processes are, obviously the closer will the resem- 
Dlance be between the origiual and duplicate records. i 
Duplicate phonograph records are made by other pro- . 
cesses than those of the patent under consideration, 
notably, by the American Graphophone Company, 
which are also copies of original records, and in the 
suit in question, Judge Piarr decided that the process 
190 followed by the Macdonald patents did not infringe the 
present patent. 

(3) Patent No. 667,202, February 5, 1901.—This pat- 
ent relates to the apparatus designed for carrying into 
effect the method of the preceding patent and com- 
prises a mold located above a tank in which molten 
material is contained and a simple form of pump for 
elevating charges of molten material into the mold, 
the pump piston carrying a core which enters the mold 
with the charge of the material, so that the material { 

191 will be cast between the core aud the mold, The 
claims of the patent are all limited to the employment 
of a core which is not used with the method and appa- 
ratus employed by the National Phonograph Company, | 
so that admittedly, the invention of this patent is not 
practiced by that Company. 

(4) No. 713,209, November 11, 1902, filed March 5, 

. 1898.—This patent also relates to a process of dupli- 
cating phonograph records, and makes no pretense of - 
claiming either an apparatus, nor the product of such 

192 process, the specific invention described and illus- 
trated consisting in introducing a blank cylinder within 
a mold, expanding the cylinder outwardly by internal 
pressure and then contracting it by the application 
of cold. Although the 2ud and 3rd claims are not 
apparently restricted, in terms at least, to a process 
in which a blank is expanded outwardly, yet in the , . 
suit ubove referred to, Judge Prarr, in considering, 
such patent, stated (135 F. R. $12): 











{ 
“T can find uothing in the specification which . 
even hints at the sounduess of the proposition 
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that the words found in claims 2 and 3 ‘form- 193 
ing a hollow cylindrical plastic phovogram’ 
cover the casting process * * * it strikes 
me as impossible to construe this patent as in- 
dicating anything except the expanding process, 
and if this be so, it is conceded that defendant's 

. casting process does not infringe.” 








It is also perfectly clear that if the patent covers 

only an expanding process, that invention is not used 
"in the process practiced by the National Phonograph 194 
Company, which is essentially a casting process. 

But whether or not claims 2.and 3 of this patent are 
limited to an expanding process, or whether or not 
such an expanding process would or would not include 
the casting process now and long since practiced by 
the National Phonograph Company, claims 2 aud 3 

- and other claims of this patent have been held invalid 
by Judge Koutsaar in a suit against the Lambert Co. 
of Chiengo, iu the U.S, Cireuit Court for the Northern 
District of Illinois, Northern Division, both on final 195 
hearing and on rehearing, and on appeal by the U.S. 
Cireuit Court of Appeals for the Seventh Circuit 
(Grosscup, Seaman and Baker, JJ.), the basis of 
such decisions having been that the invention had 
been in public use in this country more than two years 
prior to March 5, 1898, when the application for said 
patent was filed in the Patent Office. These decisions 
have not as yet been reported, so far as I am aware. 

So far as concerns the mold employed in carrying out 
the processes of patents 667,662, and 713,209, in 196 
which a vacuous deposit is first formed, there was 
at the application dates of these patents, no novelty 
therein whatever. Indeed, at the date of the- first ap- 
plication (March 5, 1898) such a mold had been 
public property, and free to all who wished to use it, 

. _ for many years, as may be seen by referring to Fig. 

+ of patent No. 484,532, October 18, 1892 (application 
January 5, 1888) and Fig. 2 of patent No. 382,419, 
. May 8, {888 (application Mareh 5, 1888). In both of 
. these patents (382,419 and 484,582) continuous molds 
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197 of this class are shown and described, although it was 
Mr. Edison's purpose at this early period to split the 
shells. But whether split or not, the molds are here 
shown as continuous shells, and, at that time, as such 
continuous shells, they were as ready to be used as 
they were ten years later. These patents merely 
claimed processes, nor was this mold claimed in sub- ’ 
sequent or prior patents; and, as a consequence, such 
mold having beeu described and shown in such early 
patents, and not claimed, it was abandoned to the 
198 public. . 
From the summary of the several classes of patents 
above made, I find that there is no existing Edison 
patent which was applied for prior to 1897, defining an 
invention that is used or is in any way embodied in 
the phonographic apparatus made and sold by the 
National Phonograph Company except possibly in the 
case of the very small number of blanks, sold outside 
of New York, and which may embody the invention ot 
patent No. 414,759, above considered, the statutory 
199 period of which expires November 12, 1906. All of ; 
these patents that do not apply to such apparatus and 7 j 
which were secured less than seventeen years ago, 
have expired by reason of the expiration of prior i 
foreign patents, obtained by or for the benetit of Mr. 
Edison, on the same inventions. 


TY. 


200 Parenrs IN FORCE AT ANY TIME SINCE 1896, COVERING 
APPARATUS MADE Ok USED BY THE NattoxaL Pxono- 
GRAPH COMPANY, AND GRANTED TO OTHERS THAN Mr. 
Epson. 





I find, moreover, that in the apparatus manufac- 
tured and sold by the National Phonograph Com- 
pany there have been embodied the inventions of many 
others than those of Mr. Edison ; and to these I will 
now briefly refer : ‘i * 

(1) No. 341,214, May 4, 1886, to Bell and Tainter, . 
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which expired May 4, 1903—This is the foundation 201 
patent of the modern phonographic art, its claims cov- 
ering broadly the cutting or engraving of records in 
solid bodies, as distinguished from indenting the same 

in tin-foil. The claims also relate to records so 
formed, and the means for prodneing the same. 

(2) No. 341,288, May 4, 1886, to C. S. Tamnter, which 
also expired May 4, 1903. This patent was the first 
disclosure of a self-contained tubular or cylindrical 
record or blank, and the invention is claimed in very 
broad and comprehensive terms. 202 

As is shown by the results of litigation (F. R. 789, 
1008 ; 87 F. R. 556,873), the National Phonograph 
Company could not have taken up or prosecuted the 
phonograph business if it had not obtained a license _ 
under patents 341,214 and 341,288. 

(3) No. 570,378, October 27, 1896, to Frank L. 
Capps.—Not only does this patent specifically relate 
to a form of spring motor and governor used with 
the Triumph, Concert and allied machines, but some of 
its claims are comprehensive enough to include the 203 
spring motors used with the Standard, Home, and 
Business (spring motor) machines. The adaptation of 
the phonograph to amusement purposes has been 
largely due to the invention of this patent. 

(4) No. 587,265, October 27, 1897, to Thomas H. 
Macdonald.— This patent also relates to spring motors 
for phonograph, and its claims broadly include the 
spring motors used on all of the spring-motor machines 
manufactured by the National Phonograph Company, 
excepting the Gem. 204 

(5) No. 683,615, October 1, 1901, to Aylsworth and 
Miller. This patent covers the special process used by 
the National Phonograph Company for making its dup- 
licate records. 

(6) No. 683,676, October 1, 1901, to Aylsworth and 
Miller. This patent covers the special apparatus used 
by the National Phonograph Company for making 
duplicate records. 

(7) No. 690,069, December 31,101, to Edwin H. 
Mobley. This patent relates to a reproducer having 
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an overhanging weight, and such feature is used 
on the Gem, Standard Home, Triumph, and other 
machines. 

(8) No. 698,429, April 29, 1902, to Aylsworth and 
Miller. This patent relates to the special dipping 
tank u-ed in the duplicating process of the National 
Phonograph Company and the mechanism for keeping 
the molten metal in circulation. 

(9) No, 714,651, November 25, 1902, to Thomas H. 
Macdonald. This patent covers essential parts enter- 
ing into the construction of the Concert machine, and 
also method involved in its operation. 

(10) No. 744,266, November 17, 1903, to Peter Weber. 
This putent relates to a special meaus for pivoting the 
compensating weight, and is used with the reproducer 
of all machines manufactured by the National Phono- 
graph Company. 

(11) No. 144,267, November 17, 1903, to Peter Weber. 
The improvements of this patent are particularly de- 
signed for use in connection with phonographs in- 
tended for the study of languages or when phono- 
graphic dictation is to be transcribed. 

(12) No. 764,196, July 5, 1904, to Aylsworth and 
Miller.—This patent relates to the special edging 
machine used by the Company for trimming the edges 
of duplicate records after the latter are removed from 
the molds. : 

(13) No. 772,485, October 18, 1904, to Weber and 
Hibbard.—This patent relates to details of construc- 
tion employed in the several forms of Business 
machines. 

(14) No. 782,375, February 14, 1905, to Jonas W. 
Aylsworth.—This patent relates to the special com- 
position used in all duplicate molded records made by 
the National Phonograph Company. 

(15) No. 783,934, February 28, 1905, to David A. 
Dodd.—This patent relates to special apparatus em- 
ployed by the National Phonograph Company in ex- 
tracting duplicate records from the molds in which 
they are formed. 
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used (16) No, 788,927, May 2, 1905, to Walter H. Miller.— 209 
other . . ‘This patent relates to the special method followed by 
the National Phonograph Company in regulating the 
and speed of phonographs in making master records, which 
ples = . are to be subsequently duplicated. 
ional , . (17) No. 790,542, May 5, to Peter Weber.— 
sping This patent covers the special recorders used with the 
Home, Triumph, Business, and other machines. 
sH. (18) No. 796,857, August 8, 1905, to John I. Ott.— 
ater- * * This patent covers the shaving machines used for 
awed turning off the blanks used in connection with the 210 
Business machines. 
ober. (19) No. 798,087, August 29, 1905, to Edward L. 
; the Aiken.—This patent relates to the special repeating 
ucer mechanism used with automatic machines, and which 
ouo- is capable of use with the Home, Triumph, and other 
ma high grade machines. 
tber. . (20) No. 798,478, August 29, 1905, to Edward L. 
de- Aiken.—This patent relates to special sustaining eush- 
sine ioning springs which springs are employed in carrying 
ono- the spring motors of all the spring-motor machines 211 
except the Gem, and which are engined on some 
and types of electric machines. 
ging (21) No. 800,890, Octoher 3, 1905, to Peter Weber. 
lges —This patent covers special recorders used with the 
‘rom. Triumph, Business and other high-grade machines. 
(22) No. 811,010, January 30, 1906, to Peter Weber. 
agl -~This patent relates to a special speed index employed a 
ruc- with Triumph machines to determine the speed of the 
1ess, mandrel. : 
(23) No. 813,514, February 27, 1906, to John F. Ott. 212 
w. —This patent relates to special mechanism employed 
om- by the Company iu applying a white pigment to the 
ahy evgraved ends of the duplicate records. 
(24) No. 817,831, April 17, 1906, to Edward L. 
1A. ¢ % Aiken.—This patent relates to a special mold dipping 
em- i mechanism employed by the Company in connection 
Ox- with the Miller and Aylsworth process for making 
tich : . duplicate recor ls. 
~ . . 
~ 
~ 
ba . 
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THE SEVERAL EDISON PATENTS INTRODUCED BY coM- 
PLAINANT IN THE SUIT AG ‘TIONAL PHONO- 
Grapx Company (136 Provera Revorrrr, 600), as sHow- 
ING INVENTIONS TO. WHICH LICE RIGHTS RELATE, 
AND MADE THE basis or Jur DECREE FOR IN- 
JUNCTION, 



















In the suit against the National Phonograph Com- 
pany, complainant introduced forty-seven Edison pat- 
ents (Complainant's Record, p. , evidently for the 
purpose of showing inventions to which its license rights 
relate. The soventeen-year terms of the first twenty- 
three of these patents had expired at different times 
preceding April 2, 1906, as may be seen from the fol- 
lowing list : 

No, 382,414, granted May 8, 1888. 

No, 382,416, granted May 8, 1888. 

No. 382,417, granted May 8, 1888, 

No. 382,418, granted May 8, 1888. 

No. 382,419, grauted May 8, 1888. 

No. 382,462, granted May 8, 1888. 

No. 386,974, granted July 31, 1888. 

No. 393,462, granted November 27, 1888. 

No. 393,463, granted November 27, 1888. 

No. 393,464, granted November 27, 1888, 

No. 393,465, grantéd November 27, 1888. 

No. 393,466, granted November 27, 1888. 

No. 393,966, granted December 4, 1888, 

No. 393,967, granted December 4, 1888. 

No: 393,968, granted December 4, 1888. 

No. 34,105, granted December 4, 1888. 

No. 394,106, granted December 4, 1888, 

No. 397,280, granted February 5, 1889. 

No. 400,646, granted April 2, 188, 

No. 400,647, granted April 2, 1889. 

No. 400,648; granted April 2, 1889. 

No. 400,649, granted April 2, 1889. 

No. 400,650, granted April 2, 1889, 

And in addition to the above-named twenty-three 
patents, fifteen more of the forty-seven had expired 
prior to the year 1906, by reason of shorter-term for- 
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55 
it was eign patents which were obtained by or for the benefit 217 
slit the of Mr. Edison prior to the grant of said United States 
°8 ier e is patents, as is shown by the foregoing review of said 
is such patents and as is here indicated by the following list, 
ised as in which is given the date, grant and expiration of the 
muely ° < corresponding foreign patents by which such United 
a sub- ’ . States patents were limited, to wit: 
a, such No. 414,759, grauted November 12, 1889. Expired 
i early May 27,1904, with French patent for fifteen years, 
to the dated May 28, 1889, No. 198,561, which was granted 
- - August 20, 1589. But invention was never used 218 
savents: 3 (supra, p. 12). 
Rdison ; No. 414,760, granted November 12, 1889. Expired 
ing an May 27, 1904, with French patent for fifteen years, 
lied in dated May 28, 1889, No. 198,564, which was granted 
by the August 20, 1889 (supra, p. 24). 
in the No. 430,274, granted June 17, 1890. Expired 
vulSide August 31, 1902, with British patent for fourteen 
sion ot yeurs, No. 12,593, dated September 1, 1888, which was 
itutory granted October 15, 1889 (supru, p. 25). 
All of No. 430,276, d June 17,1890. Expired May 219. 
us and 2 8, 1903, with B patent for fourteen years, No, 
3 ago, T7794, dated May 9, 1889, which was granted June 10, 
prior 1890 (supra, p. 13). 
of Mr. No. 430,277, granted June 17,1890. Expired May 
8, 1903, with British pateut for fourteen years, No. j 
7794, dated May 9, 1889, which was granted June 10, 
1890 (supra, p. 14). 
No. 430,278, granted June 17,1890. Expired May 
8, 1903, with British pateut for fourteen years, No. ; 
VERING 7794, datel May 9, 1889, which was granted June 10, 220 
?HONO- 1890 (supra, p. 28). 
n Mr. No, 430,570, yranted June 17, 1890, Expired De- 
cember 13, 19U1, with British patent for fourteen 
~ years, No. 17,175, dated December 14, 1887, which was 
nufac- granted February 15, 1889 (supra, p. 15). 
Com- ” ™ No. 448,780, granted Mareh 24, 1891. Expired 
{many “ August 31, 1902, with British patent for fourteen 
I will years, No. 12,513, dated September 1, 1888, which was 
‘ : . granted October 15, 1889 (supra, p. 30). 
‘nitrler, $ r No. 448,781, yrauted March 24, 1891. Expired 
w 2 
- 
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August 31, 1902, with British patent for fourteen 
years, No. 12,593, dated September 1, 1888, which was. 
granted October 15, 1889 (supru, p. 16). 

No. 450,740, granted April 21, 1891. Expired 
August 31, 1902, with British patent for fourteen years, 
No. 12,593, dated September 1, 1888, which was granted 
October 15, 1889 (supra, p. 16). 

No. 465,972, granted December 29, 1891. Expired 
November 27, 1903, with British patent for fourteen 
years, No. 19,153, dated November 28,1889, which was 
granted January 13, 1891 (supra, p. 82). 

No. 484,583, granted October 18, 1892. Expired 
September 7, 1905, with British patent for fourteen 
years, No. 15,206, dated September 8, 1891, which was 
granted September 20, 1892 (supra, p. 34). 

No. 484,584, granted October 18, 1892. Expired 
September 7, 1905, with British patent for fourteen 
years, No, 15,206, dated September 8, 1891, which was 
granted September 20, 1892 (supra, p. 37). 

No, 499,879, granted June 20, 1893, Expired August 
81, 1902, with British patent for fourteen years, No. 
12,594, dated September 1, 1888, which was granted 
October 15, 1889 (supra, p. 88). 

No. 513,097, granted January 23, 1894. Expired 
September 7, 105, with British patent for fourteen 
years, No. 15,206, dated September 8, 1891, which was 
granted September 20, 1892 (supra, p. 40). 

Thus thirty-eight of the forty-seven Edison patents 
had expired prior to the decision and mandate of the 
Cirenit Court of Appeals in the Federal suit against 
the National Phongraph Co., while for a long 
time since the inventions of three more of these 
patents have not been used nor manufactured by or 
for the National Phonograph Company, to wit : 

No, 453,741, granted June 9, 1891 (supra, p. 17), 

No. 484,585, granted October 18, 1892 (supra, p. 18) 
and 

No, 513,095, granted January 23, 1904 (supra, p. 
19), nor is it the wish or intention of the National 
Phonograph Co, to at any time hereafter use or manu- 
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facture apparatus containing the inventions of these 
patents. 

In addition to the forty-one patents above enumer- 
ated, four more of the said forty-seven patents are of 
recent date, and not subject to complainant's license, 
to wit: 

No. 667,202, granted February 5, 1901, application 

‘ filed May 8, 1900; 

No. 667,662, granted February 5, 1901, application 
‘filed May 8, 1900 ; 

No. 676,225, granted June 11, 1901, application filed 
August 18, 1900 ; 

No. 713,209, granted November 11, 1902, application 
filed March 5, 1898. 

Moreover, the National Phonograph Co. has never 
in any manver used in its manufacture of phonographs, 
phonograph records or other appliances, any of the 
inventions contained in patents, No, 667,202 and 
676,225. nor is it the Company's wish to now or 
hereafter make use of such inventions. 

It will doubtless be argued- by complainant that the 
Natioval Phonograph Co. has used the inventions of 
claims 1, 2,4 and 5 of patent No. 667,662 and of claims 2 
and 3 of patent No. 713,209; but, it has been held by 
Judge Prare (135 F, R. 809) that the subject-matter of 
patent No. 667,662, if patentable at all, can not be carried 
back of its application date, May 8, 1900, and that the 
processes of claims 2 and 3 of patent No. 713,209 are 
and must be limited to an expanding method which 
can not include a casting process such as was used by 
defendant in that suit and such as is now and has long 
been employed by the National Phonograph Company ; 
and, further, claims 2 and 3 of patent 713,209 were 
held invalid by the U.S. Cireuit Court, and the U.S. 
Cireuit of Appeals, at Chicago, as I hve already stated. 
But, as has already been shown, even if the pro- 
cesses of patent No. 667,662 and No. 713,209 were 
used by the National Phonograph Company and said 
patents were subject to complainant's license, such 
processes could not be infringed by the use or sale of 
the products thereof by the practicing of such pro- 
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cesses in the State of New Jersey, a territory which is 
foreign to aud independent of that of the State of New 
York, to which complainant's license is limited (supra, 
p. 47). Iu other words, of the forty-seven patents 
which have been offered in evidence by complainant as 
a basis of its license rights, forty-five of them can now 
have uo such force and effect and ave to be excluded, 
thereby leaving but two of such forty-seven patents, 
namely, No. 414,761, November 12, 1889, and No. 484,- 
582, October 18, 1892, as deserving of considera- 
tion. But the manufacture of the invention of 
patent No. 414,761, was duly discontinued by the 
National Phonograph Company upon the affirmance 
by the Court of Appeals of Judge Hazet's decision ; 
and none of the apparatus now manufactured by the 
National Phonograph Company tor delivery within the 
State of New York, contains the invention of this pat- 
ent, nor has apparatus containing this invention been 
manufactured for such delivery by the National Phon- 
ograph Company since the injunction in the Federal 
suit became effective. . 

Nor, for reasons already stated (supra, p. 41), has 
the National Pionograph Co. violated complain- 
ant’s rights under patent No. 484,582, since the 
company has not practiced the processes of said 
patent within the State of New York. The 
rights of complainant under such patent could 
not be infringed by such use of such invention as is 
made by the National Phonograph Company in the 
State of New Jersey, the invention of said patent being 
merely a process for the making of an unpatented tool, 
which tool is used in carrying out the further process 
of manufacturing phonograph records, 

In the foregoiug affidavit, many other patents ob- 
tained by Mr. Edison than the forty-seven, which com- 
plainant has produced, have been considered, but of 
these ouly the one relating to the built-up mica 
diaphragm, No. 454,941, (supra, p. 17) has been used 
in the manufactures of the National Phonograph Com- 
pany. The subject-matter of this invention, however, 
bas, like that of No. 414,761, been discarded ; and the 
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built-up mica diaphragm of such patent has been 233 
replaced by a corrugated copper diaphragm, which is 

the invention of others and is entirely independent of 
such inventions and patents as were made or obtained 

by and for Mr. Edison prior to 1896. 


_ Tue Epison Parents sev ve IN THE Brit oF Com- 
PLAINT HEREIN (PaRaGrapH 2) AS A BASIS FOR ITS 
Liceyse Riguts aGatvst THE Presext DEFENDANT. 





Of the thirty-eight patents which have been set np 234 
in the bill of complaint, I have heretofore considered 
most of them, and therefore, no more than a brief 
summary of the situation presented by these patents 

+ is necessary. 

Fifteen of these patents have admittedly expired by 
reason of the expiration of their full statutory terms, 
unless sooner terminated by the expiration of prior 
foreign patents, as follows : 

No. 200,521 dated February 10, 1878, expired Febru- 
ary 19, 1895. 235 

No. 201,760 dated March 26, 1878, expired March 26, 
1905. 

No. 382,419 dated May 8, 1888, expired May 8, 1905. 

No. 382,462 dated May 8, 1888, expired May 8, 1905, 

No. 386,974 dated July 31, 1888, expired July 31, 
1905. 

No. 393,462, dated November 27th, 1888, expired 
November 27th, 1905. “ok 

No. 393,463, dated November 27th, 1888, expired 
November 27th, 1905. 236 

No. 393,464, dated November 27th, 1888, expired 
November 27th, 1905. 

No. 393,465, dated November 27th, 1888, expired 
November 27th, 1905. 

No. 393,966, dated December 4th, 1888, expired De- 

° cember 4th, 1905. 

Nov. 393,967 dated December 4th, 1888, expired De- 
cember 4th, 1905. 

No. 394,105, dated December 4th, 1888, expired De- 
cember 4th, 1905. 
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No. 394,106, dated December 4th, 1888, expired De- 
cember 4th, 1905. 

No. 400,646, dated April 2, 1889, expired April 2, 
1906, 

No. 400,647, dated April 2, 1889, expired April 2, 
1906. 

The following patent was formally surrendered to 
the Patent Office and reissued September 25th, 1900, 
numbered 11,857 ; 

No. 652,457, dated June 26th, 1900. 

The following patents describe inventions which are 
not embodied in apparatus manufactured for, or used 
or sold by the National Phonograph Company : 

Nos. 430,570 dated June 17, 1890, 

488,189 dated December 20, 1892, 
488,190 dated December 20, 1892, 
496,191 dated April 25, 1893, 
500,280 dated June 27, 1898, 
500,281 dated June 27, 1893, 
500,282 dated June 27, 1893, 
513,095 dated Jaunary 23, 1894, 
541,923 dated July 2, 1895, 
541,924 dated July 2, 1895, 
575,151 dated January 12, 1897, 
607,588 dated July 19, 1898, 
609,268 dated August 16, 1898, 
610,706 dated September 13, 1808, 
622,843 dated April 11, 1899, 
657,527 dated September 11, 1900. 

Of the sixteen patents last above referred to, not 
only are the inventions thereof not embodied in the 
apparatns of the National Phonograph Company, but 
in many instances, as I have shown, the patents have 
expired by reason of the expiration of prior foreign 
pateuts. 

Of the six patents remaining, I have already consid- 
ered four of them, as follows :-— 

No. 484,582, October 18, 1892. Concerning this 
patent, I have pointed out (supra, page 41) that the 
rights of complainant thereunder could not be infringed 
by the practice of the invention by the National 
Phonograph Company in the State of New Jersey. 
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red De- No. 448,780, dated March 24, 1891. Ihave pointed 241 

e 7 out (supra, page 30) that this patent expired August 
April 2, 31, 1902, with British patent No. 12,593 of 1888. 

No. 499,879, dated June 20, 1893. I have consid- 

{pel 2, ered this patent (supre, page 38) and have pointed 

Pg , out that it expired August 31, 1902, with British pat- 
ered to ent No. 12,594 of 1888. 
a, 1900, No. 513,097, dated January 23, 1894. I have also 

: considered this patent (supra, page 40) and have "i 

+ . pointed out that it expired September 8, 1903, with 
ice are British patent No. 15,206 of 1891. 242 
r used This leaves for consideration, therefore, the follow- 


ing two patents :— 

Reissue No. 11,857 dated September 25, ‘1900 
{original No. 652,457 of June 26th, 1900 ; application 
for the original patent, filed September 21, 1899). 

ba No. 655,480 dated August 7, 1900, application filed 

May 38, 1900. 

I understand from the afidavit of Mr. Edison herein 
that the invention of the former of these patents was 
made in the year 1899, shortly before the filing of the 2 
original application (September), and that the inven- 





= tion of the latter patent was made in the following 
year ; «nd therefore these patents are not subject to 
complainant's license. | 
I present herewith « photolithographie copy of a 
certified copy of British patent No, 17,175 of 1887, 
bys granted to George Edward Gouraud, as a communica- 
tion from Thomas Alva Edison on February 27, 1889, - 
to, not and I have marked the same “ Defendant's Exhibit 
in the British Patent No. 17,175 of 1887." Also photo- 244 
ay, but lithographic copy of certificate of the British Pat- 
3 have ent Office, dated April 7, 1906, from which it appears 
‘oVign that said British patent No. 17,175 of 1887 “ expired 
on the 13th December, 1901, through the effluxion 
sonsid- of the time for which the patent was granted "; and I 
‘ i bave marked the same .* Defendant's Exhibit Cer- 
8 this tificate of Expiration of British patent No. 17,175 of 
at the - 1887.” 
‘rieged bs Also photolithographic copy of a certified copy 
ttional of British patent No. 12,593, of 1888, granted Octo- 
xy. 
- 
- 
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ber 15, 1889, to George Edward Gouraud, as a commu- 
nication from Thomas Alva Edison, and I bave marked 
the same “Defendant’s Exhibit British patent No. 
12,593 of 1888." Also photolithographic copy of a 
certificate sowing that the patent “expired on the 
31st Angust, 1902, through the eflluxion of the time 
for which the Patent was granted”; and I have marked 
the same “ Defendant's Exhibit Certificate of Expira- 
tion of British Patent No, 12,593 of 1888.” 

Also photolithographic copy of a certified copy 
of British patent No, 12,594 of 1888, granted October 
15, 1889, to George Edward Gourand, as a communi- 
cation from Thomas Alva Edison, and I have marked 
the same “ Defendant's Exhibit, British Patent No, 
12,594, of 1888." Also photolithographie copy of 
a certificate dated April 7th, 1906, showing that 
the”patent “ expired on the 31st August, 1902, through 
the effluxion of the time for which the patent was 
granted "; and I have marked the same “ Defendant's 
Exhibit Certificate of Expiration of British Patent No. 
12,594 of 1888.” 

Also, photolithographic copy of a certified copy of 
British patent No. 7794 of 1889, granted June 10th, 
1890, to George Edward Gourand, as a communication 
from Thomas Alva Edison, and I have marked the samo 
“Defendant's Exhibit British Patent No. 7794 of 
1889.” Also photolithographic copy of a certifi- 
cate dated April 7th, 1906, to the effect that the 
patent “ expired on the 8th May, 1903, through the 
effluxion of the time for which the patent was 
granted”, and I have marked the same “ Defendant's 
Exhibit Certificate of Expiration of British Patent No. 
7794 of 1889.” 

Also, photolithographic copy of a certified copy of 
British Patent No. 19,153, of 1889, granted January 
13th, 1891, to George Gatton Melhuish Hardingham, 
as a communication from Thomas Alva Edison ; and 
I have marked the same “Defendant's Exhibit 
British Patent No. 19,153, of 1889." Also photo- 
lithographic copy of a certificate dated April 7th, 1906, 
showing that the patent ‘expired on the 27th 
November, 1903, through the effluxion of the time 
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for which the patent was granted”; and I have 
marked the same ‘“ Defendant's Exhibit Certificate of 
Expiration of British Patent No. 19,153, of 1889.” 

Also photolithographie copy of a certified copy of 
British patent No. 15,206 of 1891, granted to George 
Edward Gouraud, on September 20th, 1892, as a com- 
munication from Thomas Alva Edison, and I have 
marked the same “ Defendant's Exhibit British Patent 
No. 15,206 of 1891.” Also, photolithographie copy 
of a certificate dated April 7th, 1906, showing 
that the patent “expired on the Sth September, 
1903, through the failure to pay the prescribed re- 
newal fee, due in respect thereof on that date”; and I 
have marked the same “ Defendant's Exhibit Certif- 
icate of Expiration of British Patent No. 15,206 of 
1891.” 

Regarding the several photolithographie copies of 
patents and certificates above referred to, the original 
certified copies of the patents and certi es are in my 
possession, and I have compared the photolithographie 
copies with these originals and tind that they are true 
and correct copies thereof. In view of the large uum- 
ber of identical suits which have been brought by com- 
plainant, the ordering and obtaining of a sutticient 
number of original certified copies of patents from the 
Patent Office at London would require at least two 
months ; for this reason [ have been compelled to far- 
nish photolithographic copies instead of original copies 
of these patents and certificates. 

Talso present herewith copies of the several United 
States Patents to which I have referred in the fore- 
going affidavit, arranged chronologically, and have 
marked the same “ Defendant's Exhibit United States 
Patents.” Iam familiar with the originals of these 
patents, and the copies herewith presented are true 
and correct copies thereof. 











Sworn to and subscribed be- 
fore me, this day vit 
, 1906. 
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‘253 
NEW YORK SUPREME COURT a 
Wesrcuester County. 
New York Pronocraru Co., | ta 
Plaintiff, | 
vs. | 
254 . 
Defendant. | 
Affidavit of William E. Gilmore. 
25) 


Srare or New Jersey, 
County of Essex, 





Wituiam E. Girworr of East Orange, New Jersey, 
having been first duly sworn, on oath deposes and says 
as follows :— 
¢ I have been president of the National Phonograph 
Company since Juve 15th, 1899, prior to which time I 7 
was general manager of the company from the date of : a 
its incorporation in January 1896. When the National 
Phonograph Company was organized the phonograph 
business was in a depressed condition, and practically 
the only assets that the Company possessed were the 
Edison phonograph patents which had been acquired 
by Mr. Edison at the receiver's sale of the North 
American Phonograph Company and transferred to the 
Natioval Phonograph Company. Very little business ss 
was done, the machines (being equipped with electric 
motors) were expeusive and unsatisfactory, and the 
records were mechanically made duplicates of rela- 
tively poor quality. 
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The Edison patents which had been acquired 257 
’ from the receiver of the North American Phono- 
graph Company were not generally respected, but 
were infringed by the American Graphophone 
Company, which was putting out graphophones 
. that embodied many of Mr. Edison's inventions 
and were selling the same below the yearly rental for 
machines charged by the North American Phonograph 
Company. At the very outset of its career, the Na- 
tional Phonograph Company was beset by suits from 
the American Graphophone Company alleging infringe- 258 
ment of the original patents to Bell and Tainter, num- 
bered 341,314 and 341,288 of May 4th, 1886. Counter- 
snits were brought by the National Phonograph Com- 
pany against the American Graphophone Company 
based on certain Edison patents which were believed 
to be infringed. Before these suits came to final hear- 
ing, it was generally agreed by counsel for the two 
concerns, that some, if not all, of the patents would bo 
probably sustained and that if the cases were pressed 
to a hearing it would seriously cripple the business, 259 
for the reason that phonographs could not be made 
without infringing the graphophone patents and 
commercial graphophones could not be made without 
utilizing the Edison inventions. It was there- 
fore considered necessary to effect a compromise with 
the American Graphophone Company and on December 
9th, 1896, an agreement was made under which the Na- 
tional Phonograph Company was licensed under the . 
Bell and Tainter patents and the American Graph- 
ophone Company was licensed under sneh of the 260 
Edison patents as it was at the time infringing. 

After the sacrifice which was thus made to enable 
the National Phonograph Company to do any 
business at all, numerons other difficulties were 
encountered before the business was put on a 
profitable basis. One of these difficulties was 
in connection with the spring motor which was the 
first great invention that made the modern phonograph 
a commercial snecess an so far reduced its cost 
as to enable it to be sold from ten to fifty dollars. 
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About the time the National Phonograph Company 
started in business, one of its customers, the United 
States Phongraph Company, of Newark, New Jersey, 
brought out an improved spring motor invented by 
Frank L. Capps and covered by patent No. 570,378, 
dated October 27th, 1896. The spring motor used at 
at the present time with all of our spring moter ma- 
chines, except the Gem, embodies the invention of this 
patent. A contract was made between the Edison 
Phonograph Works and the United States Phonograph 
Company under which the Edison Phonograph Works 
manufactured the Capps motor and sold the same to 
the latter concern, and upon the failure of the United 
States Phonograph Company, its assets were acquired 
by the National Phonograph Company, largely because 
of the Capps patent. After acquiring the patent, it was 
put in interference by an application filed by Thomas 
H. Macdonald on behalf of the American Graphophone 
Company, aud that interference was decided in Mac- 
donald’s favor and a patent was granted to him. It 
was therefore necessary to acquire a license under the 
Macdonald patent, No. 587,264 dated July 27th, 1897. 

Shortly after this, the National Phonograph Company 
was notified that the process and machines it was using 
for manufacturing mechanically made duplicate records 
infringed certain patents of the American Grapho- 
phone Company; namely patent No, 341,287 of May 
4th, 1886 to Tainter, No. 488,381 of December 20, 1892 
to Bettini and No. 559,806 dated May 12th, 1896 
to Macdonald. We were informed by counsel that 
in the event of a suit.against the Company on 
these duplicating patents, the latter will probably be 
held to be infringed, and therefore on January 
81st, 1898, a license was obtained from the American 
Grapbhaphone Company under these patents, for which 
a very substantial consideration was paid. 

In the year 1899, a new type of machine, known as 
the “Concert” was manufactured, having a five inch 
record, and a very cousiderable business was done 
with these machines. After several thousand Con- 
cert phonographs and many thousand records there- 
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for had been sold, a patent was granted to the 
American Graphophone Company as assignee of 
Thomas H. Macdonald, numbered 714,651 of December 
25th, 1902, which patent we were advised the Com- 
pany was probably infringing. Consequently, a license 
had to be obtained under this patent for which a 
large consideration was paid. 

In the year 1901, the present molded record pro- 
cess used by the National Phonograph Company 
was commercially developed by Messrs. Miller and 
Aylsworth, the former of whom was an employee of 
the Company. The experimental work of these in- 
ventors was done at their own expense and in their 
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own time, so that it was necessary to purchase the « 






rights to the process and the patents granted thereon 
pumbered 683,615 and 683,676, dated October 1, 1901, 
a very large consideration being paid for the same. 
With the advent of the molded record, the business 
became immediately very profitable. 

made 


In the latter part of 1901, arrangements wer 








to put out the present “ Model C Reproducer 
is now used on most of our machines and which gives 
very superior results; machines were constructed for 
manufactoring the same and a large supply. 
was made up, but before devices were  ac- 
tually put out commercially, a patent was 
xranted to Edwin H. Mobley on December 31st, 1901, 
numbered 690,069, which we were informed would be 
infringed by the new reproducers. It was therefore 
necessary to acquire a license under the Mobley 
patent. $s 

In addition to acquiring licenses under patents 
which were probably infringed by improved apparatus 
invented for and manufactured by the National Phono- 
graph Company, the Company has employed and still 
employs a large number of experimenters and 
mechanics who have developed entirely uew types of 
machines, such as the Gem, Standard and Commercial 
phonographs, and have made many new inventions 
which have been adopted on the several machines 
and on which patents bave been granted. This 
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experimental and developing work has been 
enormously expensive. During all of this time Mr. 
Edison gave very little attention to the phonograph 
business, his time being almost continuously ocenpied 
in the development of his schemes relating to the 
milling of iron ore, the storage battery and the 
mannfacture of Portland cement. The development 
of the phonograph to its present commercial form 
since the organization of the National Phonograph 
Company has been due almost eutirely to the efforts 
of other inventors than Mr. Edison. The one great 
invention in the art was the production of the molded 
record and the composition for the same by Messrs. 
Miller and Aylsworth, while the invention of the next 
importance was that of the spring motor, which 
practically drove the electric motor machines out 
of the market. As a matter of fact, of the several 
types of electric motor wachines made by the 
Company, the sales thereof amount to only a very 
small fraction of the sales of spring motor machines, 
while the sales of molded records at the present 
time are many times greater than those . of 
mechauically made duplicates, such as were in exist- 
ence at the time the Company was organized. I have 
no hesitation iu saying that if the only machines and 
records that could be had today were like those of 1896, 
no business whatever could be done in competition with 
the very perfect disc machines made by the Victor 
Talking Machine Company or the graphophoues made 
by the American Graphophone Company. 

In the year 1899, the present system of doing busi- 
ness was inaugurated by the Company, under which no 
goods are sold to jobbers and dealers until the latter 
have signed agreements with the Company to main- 
tain prices and to observe other conditions referred to 
therein. Copies of the present forms of agreements 
are hereto attached and marked, respectively, “ De- 
fendants Exhibit, National Jobbers Agreement” and 
“Defendants Exhibit, National Dealers Agreement.” 
The jobbers and dealers with whom the Company has 
business relations under these contracts are iu no 
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been sense agents or representatives of the Company, nor 973 
Mr. > . authorized to represent the Company in any way ; nor, 
vaph under these contraets, is the National Phonograph Com- 
ipied pany in any manner or degree responsible to third per- 
the sons for the acts or doings of such jobbers or dealers. ! 
tYfe ® " Furthermore, in making these contracts with job- 
ment t . bers and dealers there is in no case un intention on 
form ; the part of the Company to create an agency, the sole 
raph purpose of the agreements being to protect the small 
torts 2 ‘ é jobbers and dealers from indiscriminate price-cutting 
great on the part of their more powerful competitors. The 974 
Ided Company is in no way bound by the acts or represen- 
3sYs. tations of jobbers or dealers who handle its goods. 
next All sales are consummated at Orange, New Jersey, and 
hich in no case are sales made C. O. D., nor are transporta- 
out tion companies made the ageuts.of the National Phon- 
rel ograph Company. The Company has no claim what- 
the ever on goods sold to its jobbers and dealers, and such 
very goods, when paid for, can be freely pledged or mort- 
nes, gaged without interference from the Company. In no 
sent ease are-goods sold on cousignment to jobbers or deal- 275 
of ers in the State of New York. All profits and advan- 8 
sige tages inure absolutely to the benefit of jobbers or 2 
rave dealers, the Company haviug no interest whatever in 
and « their business. Jobbers and dealers are not required 
896, to keep accounts, nor does the Company require that 
with its goods or accounts shall be kept separate from the 
ctor goods or accounts of other coucerus doing business 
atte with the jobbers and dealers. As a matter of fact, in - 
almost every case, jobbers and dealers with whom the 
misi- . . Company does business are engaged in the sale of 276 
ano competing talkiny machines, principally those of the * 
itter Victor Talking Machine Company, and in many cases, 
iain jobbers and dealers are engaged in the sale of other z 
ato goods, such as musical instruments, pianos, music - 
ents boxes, sporting goods, etc. Very frequently large de- 
De- . . partment stores take on a line of Edison phonographs 
and and records as jobbers or dealers. All that the Com- 
pany can do in the case of a violation of its agreement 
™ e with jobbers or dealers is to sue for the infringement 
i no s . of the patents under whfch the goods are mauufac- 
. ’ 
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tured, but in that case, the Company secures no claim 
on the goods, but only asks for an injunction restrain- 
ing their sale in violation of the agreement. 

No relation of principal and agent exists between the 
Compauy and its jobbers and dealers, but only the re- 
lation of vendor and vendee. As a matter of fact, the 
present agreements under which the Company has been 
operating since July 18th, 1904, expressly provide 
that the agreement gives the jobber or dealer “ no 
exclusive rights whatsoever either as to agency or 
territory. 

Early in March 1906, I was informed by counsel 
that in the event of the Cireuit Court of Appeals 
affirming the decision of Judge Hazet in the 
Federal suit against the National Phonograph Co. 
it would be necessary for the Company to give up the 
use, in connection with any of its machines sold in the 
State of New York, of all inventions of Mr. Edison, 
made or patented by him prior to the Company’s for- 
mation and forming the subject of existing patents. I 
was told that there were only two of these patents, 
namely, the patent covering the idea of providing the 
record or blank on its bore with one or more ribs and 
the patent on ihe built-up mica diaphragm. I imme- 
diately issued instructions to Mr. Peter Weber, General 
Superintendent of the Company to do away with the 
ribbed records and blanks, and to make them with 
perfectly smooth bores, aud also, to dispense with the 
built-up mica diaphragm and to substitute a diaphragm 
of corrugated copper. These orders were promptly 
complied with and I am informed and believe that 
after the issue of the injunction in that suit no phono- 
graphs were sold for delivery in the State of New York 
equipped with the built-up mica diaphragm, nor were 
any records or blanks sold for delivery within the 
State of New York except with smooth bores. 








Sworn to and subscribed be- ? 
fore me this day of 
June, 1906, § 
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‘nited > . NEW YORK SUPREME COURT, 
ersey, F 
ed by WEsTCHESTER COUNTY. 
),378, 
vecbont 2 . 
EE New York Puonocrarnx Company, 
{ this j Plaintiff, 
dison 
qaph . - ‘ vs. | 
Torks 282 
10 “to 
nited 
aired 
sause . | 
twas 
oma Defendant. | 
hone 
Mac- ’ 
. It Affidavit of Thomas A, Edison. 
: the 283 
897. Srave or New Jersey,) .. ‘ 
payy County of Essex. § S*? 
ising 
tords Tuomas A. Eptsoy, having been first duly sworn on 
pho- oath, deposes and says as follows : ! 
May When the development of the phonograph was taken 
1892 . up by me iu 1887, I contemplated putting the same on 
eS the market through a corporation which I had organ- 4 
that ized under the laws of the State of New Jersey on 
* on ‘ October 3d, 1887, called the Edison Phonograph Com- 284 
ly be pany, practically all of whose stock had been trans- 
nary ferred to me in consideration of certain phonograph 
rican patents. A copy of my agreement with the Company 
hith is attached hereto and warked “ Defendant's Exhibit 
E. P. Co. agreement.” In making this agreement with 
mas . . the Edison Phonograph Company, under which I as- 
inch signed said patents to the company, I expressly re- 
done served, and the company expressly granted, to me under 
Con. 6 m= said patents and future patents acquired by it, the 
hero- * * exclusive right to manufacture the inveations under 
. . 
~ 
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285 said patents, and I agreed with the company to “ forth- 
with equip and furnish a factory suitable for the manu- ~ i 
facture of phonographs and the supplies necessary there- i 
for, and capable of supplying the demands of the H 
company.” Previous to said agreement, however, I had 
made an arrangement with Colonel George Edward * 
Gourand, then of London, England, under which , 
he was to exploit the phonograph in foreign conn- j 
tries and was to act as my exclusive agent. 
It was always understood that I should con- ’ 
286 trol the foreign business myself, and therefore 
in the agreement with the Edison Phonograph Com- | 
pany, it was provided that while I should not sell | 
phonographs to any one except the company, uothing 
in the agreement should “prevent the said Edison 
from selling said articles for export.” And the agree- 
ment also provided :— 


“Fiera: That said Edison having made a 
contract with one George Edward Gourad, for 
287 the introduction of said articles in foreign coun- } 
tries, the company agrees that it will not sell of | 
authorize the sale of said Phonographs or other | 
articles for export, or use in places outside of 
the United States of America and the Dominion | 
of Canada.” 


On April 30th, 1888, I organized under the laws of 
the State of New sey, a second corporation called a 
the Edison Phonograph Works, which was intended 
288 to be solely a manufacturing concern, and with 
which on May 12th, 1888, I made a contract 
assigning to the Works the manufacturing rights 
reserved to me in my contract with the Edison 
Phonograph Company, including “ the exclusive right, 
authority and license to manufacture phonographs and 
supplies for export use in foreign countries.” It was, e 
infact, the purpose of this agreement to substitute 
the Edison Phonograph Works in my stead in its re- 
lation to the Edison Phonograph Company, so far as 
manufacturing rights were concerned. As soon as the | 
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Edison Phonograph Company attempted to exploit the 289 
phonograph, I was approached by Mr. Jesse H. Lip- 
pincott, now deceased, of Philadelphia, Pennsylvania, 
who had undertaken to exploit a competing talking 
machine, called the “ graphopuone,” but who had then 
= . recently seen, and had promptly recognized the super- 

: iority of, the phonograph. Mr. Lippincott considered 
it necessary that the phonograph and the graphophone 
interests should be consolidated and he therefore 
made an agreement with me on June 28th, 1888, 
under which he agreed to purchase my stock in 20 
the Edison Phonograph Company and to organ- 
ize a new company to be called the American 
Phonograph Company, for the exploitation of the 
phonograph commercially. To this agreement was at- 
tached two proposed contracts, one between myself 
and the proposed American Phonograph Company, and 
the other between the Edison Phonograph Works and 
the proposed corporation, and it was understood that 
these proposed contracts should be exeeuted within- 
thirty days from the formation of the American Pho- ~91 
j nograph Company. In the first of these proposed 
we contracts it was provided : 


“ SevenrH: The compavy shall not sell pho- 
nographs for use in countries other than the 
United States and Canada, nor interfere in any 
way with the foreign business of the said Edi- 
~ 3 son. ‘ihe said Edison is also to have the ex- 
clusive right in perpetuity to manufacture pho- 
nographs and all supplies therefor for export.” 292 
In the second of said proposed contracts attached to 
the agreement of June 28th, 1883, it was provided : 






“ FourrH: The party of the second part (Ed- 
. ison Phonograph Works) is to be allowed and 
contemplate munufacturing the phonograph for 
export, but the orders of the party of the first 
part shall have preference over orders for ship- 
° ment to foreign countries.” 
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Complying with the conditions of the agreement of 
June 28th, 1888, the company was organized under 
the laws of the State of New Jersey, called the 
North American Phonograph Company, instead of 
the American Phonograph Company, as was originally 
contemplated ; and on July 17th, 1888, an agreement 
was made between Mr. Lippincott and the North 
American Phonograph Company under which Mr. Lip- 
pincott transferred to the company, his rights under 
the Edison patents acquired by him, the stock in the 
Edison Phonograph Company and the license with the 
American Graphophone Company. A copy of this 
agreement is attached hereto and marked “ Defend- 
ant’s Exhibit, Agreement of July 17, 1888." On Au- 
gust Ist, 1888, a contract was made between the North 
Awerican Phonograph Company, Jesse H. Lippincott 
and myself, defining certain business arrangements 
and expressing definitely the relations of the parties 
and in this coutract it was provided :— 


“Sgvenru: The company shall not sell phon- 
ographs for use in countries other than the 
United States and Canada, uor interfere in any 
way with the foreign business of the said Edi- 
son. The said Edison is also to have the ex- 
clusive right in perpetuity to manufacture 
phonographs and all supplies thetefor for ex- 
port.” 


Acopy of this agreement is attached hereto and 
marked “ Defendant's Exhibit, Agreement of August 
1, 1888.” 

On the same day, namely Angust Ist, 1888, an agree- 
ment was made between the North American Phono- 
graph Company, Jesse H. Lippincott and” the Edison 


“Phonograph Works, in which among other things, it 


was provided :— 


“Fourtn: The party of the second part 
(Edison Phonograph Works) is to be allowed 
and contemplate manufacturing the phonograph 
for export, but the orders of the party of the 
first part shall have the preference over orders 
for shipment to foreign countries.” 
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It will be observed that these two contracts of 
August Ist, 1888, correspond with the proposed con- 
tracts which were referred to in the agreement of June 
28th, 1888, between Mr. Lippincott and myself. 
By agreement of October 10th, 1888, between 
the Edison Phonograph Works, the North American 
Phonograph Company, Jesse H. Lippincott and my- 
self, the first of the above contracts of August Ist, 
1888, was amended to provide that the Edison Phono- 
graph Works “shall without further consideration, 
have the exclusive right in perpetuity to manufacture 
phonographs and all supplies therefor for export.” 
On October 12th, 1888, a contract was made be- 


tween the Edison Phonograph Company, the, 


Edison Phonograph Works, the North American 
Phonograph Company, Jesse H. Lippincott and 
myself, in which the ajreements of October 28th, 
1887, June 28th, 1888, and August Ist, 1888, above re- 
ferred to, were specifically mentioned and to which 
copies of said agreements were annexed. A copy 
of this agreement is annexed, and marked “ Defend- 
ant’s Exhibit Confirmation Agreement.” The purpose 
of this contract was to confirm a license which the 
North American Phonograph Company proposed to 
#rant to the Metropolitan Phonograph Company for 
certain counties in the State of New York ‘and to the 
New England Phonograph Company for the New 
England States ; the idea being to join the Edison 
Phonograph Company, the Edison Phonograph Works 
and myself in the grant of the licenses to the Metro- 
politan Phonograph Company and the New England 
Phonograph Company, so that such licenses could not 
terminate by reason of any breach of contract ou the 
part of the North American Phovograph Company. I 
do not recall that any other licensee companies acquir- 
ing similar State rights made the obtaining of a con- 
tract of this sort a ¢ condition precedent to the acquir- 
ing of rights from the North Ametican Phonograph 
Company. On the same day as the agreement last re- 
ferred to, namely October 12th, 1888, a contract was 
made between the North American Phonograph Com- 
pany and the Metropolitan Phonograph Company 
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granting the Metropolitan Phonograph Company 
a license under certain Edison patents therein 
recited, subject to the performance of the conditions 
and stipulations of the agreement. A copy of this 
agreement is attached hereto and marked “ Defend- 
ants Exhibit, Original Metropolitan Liceuse.” On 
February 6th, 1889, an agreement was made between 
the North American Phonograph Company avd John 
P. Haines, grauting the latter similar rights for the rest 
of the State of New York. A copy of this agreement 
is attached hereto and marked ‘Defendant's Exhibit 
Original Haines Jicense.” Later, Haines assigned 
his rights to The New York Phonograph Com- 
pany, and subsequently thereto, the Metropolitan 
Phonograph Company and The New York Phono- 
graph Company were consolidated and the pres- 
ent complainant—New York Phonograph Company, 
formed. From this review of tlie contracts which ap- 
pear as complainant’s exhibits herein, it will be seen 
that my rights to the foreign business and the rights 
of the Edison Phonograph Works to manufacture for 
export were ulways preserved and have since been con- 
tinuously retained. Those rights were specifically 
excepted and referred to iu my negotiations with Lip- 
pincott, in Lippincott’s negotiations with the North 
American Phonograph Company, in the negotiations 
between the North American Phonograph Company, 
and the Metropolitan Phonograph Company, and 
through the consolidation of the Metropolitan Com- 


> pany and The New York Phonograph Company, were 
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of course, fully known to the complainant. 

In order to present the complete chain upon which 
the license rights of the complainant are based, I also 
present herewith, copy of an agreement dated June 
23d, 1890, between the North American Phonograph 
Company und the Metropolitan Phonograph Company, 
extending the license rights of the latter beyond the 
original period, as defined in the agreement of October 
12th, 1888, above referred to (Defendant's Exhibit 
Original Metropolitan License), and I have marked the 
same “Defendant's Exhibit Extended Metropolitan 
License”; also copy of corresponding agreement, 
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dated June 15th, 1889, between the North American 
Phonograph Company and The New York Phonograph 
Company extending the license rights of the latter be- 
yond the original period, as defined in the agreement 
of February 6th, 1889 (Defendant's Exhibit Original 
Haines’ License), aud I have marked the same “ De- 
fendant’s Exhibit Extended New York License”; also 
copy of the so-called “Suspension agreement ” dated 
July Ist, 1893, between the North American Phono- 
gtaph Company and New York Phonograph Com- 
pany, under which it was agreed that the former should 
handle the business in the State of New York until 
July Ist, 1895, and I have marked the same “ Defend- 
aunt's Exhibit Suspension Agreement.” The consider- 
ation to be paid for the two extension agreements, above 
referred to, has, 1 am informed and believe, never been 
paid either to the North American Phonograph Com- 
pany, to the National Phonograph Company or to myself. 

In order to do the business in foreign countries, it 
was of course necessary to secure foreign patents on 
the phouograph improvements, so as to keep others 
out of the field, anda great number of such foreign 
patents were obtained in Great Britain, France, Ger- 
many, Austria, Italy, Portugal, Spain, Sweden, Nor- 
way, Turkey, and the Australasian Colonies. These 
patents were secured at my direction and for my 
benefit through Colonel George Edward Gouraud, who 
at that time was acting as my agent at London. I be- 
gan to take out these foreign patents long before I 
ever had heard of Mr. Lippincott and when the entire 
phonograph business was controlled by me personally, 
through my ownership of practically all the stock of 
the Edison Phonograph Company. My earliest appli- 
cations, after resuming work on the phonograph, were 
filed in this country in November 1887; and ou De- 
cember 14th, 1887, L filed my first corresponding British 
application, which was granted February Lith, 1889, to 
George Edward Goura aud, as 2communication from me, 
the patent being numbered 17,175 of 1887. General in- 
structions were given to my attorneys, Messrs. Dyer & 
Seely, to supply Colone! Gouraud with the details of 
the more important applications made in this country, 
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in order that the foreign applications might be pre- 
pared. I was informed by counsel that as the law 
stood in this country in 1887, 1888, 1889, 1890 and 1891 
(during which period most of the important foreign 
applications were filed) a valid patent could not be 
obtained in most foreign countries, and certainly not 
in Great Britain, if the invention had been described 
in printed publications reaching that country prior to 
the date of the application, or if the invention had been 
publicly used in that country before that date. At the 
same time I endeavored as much as possible 
to have foreign patents so tuken out as not to 
curtail the lives of the corresponding patents in 
this country. I was informed that this result 
could only certainly be reached by filing the appli- 
cation for the foreign patents on the date of issue of 
the patents in this country, but that would have been 
impossible, because in many cases, the inventious on 
which applications had been filed in this country 
were publicly used in the foreign countries many 
months and sometimes years before the grant of the 
United States patents. In every case, however, the 
foreign applications were delayed as long as possible, 
and sometimes they came perilously near being too 
late. For instance, referring to the several British 
patents, to which reference is made in the affidavit of 
Fravk Li. Dyer, veritied June, 1906, the first patent 
is No. 17,175 of 1887 above referred to. The next pat- 
ent, No. 12,593 of 1888, was filed September Ist, 1888, 
and involved inventions of the following United States 
patents : 
Applications 

Numbers Patents granted filed 
393,465 November 27th, 1888 July 7th, 1888 
393,466 November 27th, 1888 July 17th, 1888 
393,966 December 4th, 1883 July 17th, 1888 
393,967 December 4th,1888 July 17th, 1888 
393,968 December 4th, 1888 July 17th, 1888. 
430,274 June 17th, 1890 July 380th, 1888 
448,780 March = th, 1891 Jnly = 7th 1888 
448.781 Mareh 24th, 1891 July 30th, 1888 
488,190 December 20th, 1892 June 7th, 1888 








arch Library 











ic a i Ra a a i a il cnt 


nt of 
inder 

the 
dof 
nally 
ment 
orth 
Lip- 
nder 

the 

the 
tits 
end- 
Au- 
orth 
cott 
ens 
ties 


ion 
the 
any 
She 
ex- 
ture 
ex- 


all 


gust 


Tee- 
mo- 
son 
8, ‘rt 


part 
wed 
aph 

th 
Jers 


79 


Here it will be seen that the British application 
was filed from two to three months after the corre- 
sponding United States applications and less than 
three months before the earliest United States patent 
issued, disclosing similar subject matter. As a matter 
of fact, phonographs involving the inventions of this 
patent were manufactured to the extent of about ove 
thousand machines prior to June 1888, and it would 
have been practically impossible to have kept some of 
those machines from going to the foreign countries, or 
from being described in printed publications which 
would circulate in those countries. In waiting, there- 
fore, for almost three months after having manufact- 
ured a thonsand of the machines involving the inven- 
tions which I sought to patent abroad, I ran the risk 
of being prevented absolutely from obtaining valid for- 
eign patents. 

Referring to the third British patent No. 12,594 of 
1888, the application for the same was filed on Sep- 
tember Ist, 1888. The corresponding United States 
patent was granted June 20th, 1893, and numbered 
499,879, the application being filed July 30th, 1888. 
The British application was therefore filed about a 
month after the United States application. Two 
phonographs exactly like the patent were sent to Col- 
onel Gourand in London in June, 1888, and I was 
informed that they reached him in due course, It 
was necessary that these machines should not be pub- 
licly exhibited by Colonel Gouraud prior to the filing 
of the application thereon. In Augusi or September, 
1888, I had twenty-one phonographs exactly like the 
patent manufactured by hand in my Laboratory, ex- 
cept that the governor was not provided with a relay 
magnet. These machines were turned over to the 
different'sub-companies in this country, who had ob- 
tained licenses under my patents. Immediately there- 
after the Edison Phonograph Works began to turn out 
these machines in large quantities, except that an 
automatic determining device was used with these ma- 
chines for adjusting the depth of cut of the recorder. 
The manufacture and putting on the market of these 
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machines made it necessary for me to file the foreign 
applications not later thau September Ist, 1888, be- 
eanse otherwise valid patents could not have been 
secured. Furthermore, about thirty of these machines 
in December 1888 were shipped to Paris for use in 
connection with the Exposition that was held in that 
city the following summer, and which were in charge 
of Mr, William J. Hammer, who left for Paris in the 
spring of 1889. 

Referring to the fourth British patent No. 7794 
of 1889, the application for the same was filed 
on May 9th, 1889. This patent involved the following 
United States patents : 








Numbers Patents granted Applications filed 
406,568 July 9th, 1889 October 17th, 1888 
406,569 July 9th, 1889 January 19th, 1889 
406,570 July 9th, 1889 February 11th, 1889 
406,571 July 9th, 1889 February 11th, 1889 
406,572 July 9th, 1889 February 11th, 1889 
406,573 July 9th, 1889 February 11th, 1889 
406,574 July 9th, 1889 February 11th, 1889 
406,575 July 9th, 1889 * February 11th, 1889 
406,576 July 9th, 1889 February 16th, 1889 





414,759 November 12th, 1889 March 25th, 1859 
414,760 November 12th, 1889 March 30th, 1889 


430,276 = June 17th, 1890 © January 15th, 1889 
* 430,277 June 17th, 1890 February 11th, 1889 
430,278 June 17th, 1890 April 10th, 1889 


437,424 September 30,1890 October 17th, 1888 


The British ‘patent in question, therefore, was filed 
almost seven months after the earliest United States 
application and only two months before the earliest 
patent issued in this country. It would have been im- 
possible to obtain valid foreign patents if the applica- 
tions had been delayed any longer. Early in 1889 a 
number of machines were made by the Edison Phono- 
graph Works having curved edge recorders and spher- 
ical reproducers with floating weights. The machines 
were provided with sapphire shaving knives aud also 
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with wax chutes carried on the knives, all as disclosed 321 
. in said British patent. I had been experimenting with 
these machines since the previous Fall. About May, 
1889, I had sent to Mr. Hammer at Paris, enough speci- 
mens of the curved edge recorders and spherical re- ! 
. producers with floating weight to equip the machines 
that had been sent to the Exposition in the previous 
December. Machines similar to those covered in this 
British patent were therefore publicly exhibited in 
, Paris at least as early as the latter part of May, 
or early in June 1889, and unless the foreign applica- 322 
tions were filed previous to that time the validity of 
the patents secured would have been doubtful. 

Referring to the fifth British patent, No. 19,153 of 
1889, the application for the same was filed November 
28th, 1889. The application for the corresponding 
United States patent was filed Novenber 18th, 1889, 
and the patent in this county, No. 465,972 was granted 
December 29th, 1891, and the necessity for the im- 
mediate filing of the foreign patents was that large 
quantities of phonographs, as disclosed in this British 323 
patent, were put on the market in this country in the 
fall of 1889 and were very extensively used. Asa 
matter of fact, a very similar arrangement of shaving 
knife and chute was used in the machines that were 
exhibited at the Paris Exposition in the summer of 
1889. 

The sixth British patent, No. 15,206 of 1891, was 
filed September Sth, 1891, and covers inventions in- 
eluded in the following United States patents :— 





Number Patents granted Applications filed 
484,583 ..October 18th, 1892__May 27th, 1890 
484,584._October 18th, 1892__May 27th, 1890 
496,191. . April 25th, 1893..Febraary 9th, 1891 
513,097__Jannary —- 231, 1894-_December 3, 1890 
. 610,706. .September 13th, 1898.._December 3d, 1890 
622,843__ April 11th, 1899..December 3d, 1890 











In other words, the British application was filed 
more than three months after the earliest applica- 
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325 tion for the corresponding United States patent. 
The phonograpn shown particularly in Figures . 
1 to 8 inclusive and 23 to 27 inclusive, was de- 
signed particularly for the foreign market, being 
known as the “ English machine,” xud several of these 
machines were built and shipped to London at about s 
the time the application was filed. Phonographs 
equipped with jewel recording and jewel reproducing 
styluses were made and in use in 1889, and some of 
the machines used at the Paris Exposition iu that year 
326 were equipped with these particular recorders and re- 
producers. 

Although the phonograph has always been an ap- 
paratus in which I have taken deep interest and have 
watched its development with the greatest satisfaction, 
T have of recent years been able to devote but very 
little attention to it, although for several years I have 
acted as a consulting expert for the National Phono- 
graph Company. In fact, practically since the forma- 
tion of the National Phonograph Company, my entire 

327 time has been almost continuously taken up with 
other matters. For instance, during the years 1896 to 
1899 inclusive, I speut a great deal of my .time away 
from the Luboratory in counection with the develop- 
ment of av iron milling plant at Edison, New Jersey, 
in which I invested a great many hundreds of thousand 
dollars, and which was finally abandoned. From 1899 
up to the present time, most of my time has been 
devoted to the development of my improved storage * 
battery and to my inventions relating to the manu- 

828 facture of Portland cement. In the former work I 
have invested almost a million dollars, have made over 
a hundred thousand experiments and have filed appli- 
cations for several hundred patents. In connection 
with the maoufacture of Portland cement, I have con- 
structed at Stewartsville, New Jersey, a cement plant 
costing several million dollars, and am now turning 3 
out four thousand barrels of cement per day. Most of 
this work has been attended to by me personally and 
much of the money necessary to carry it on was ad- 

vanced by me personally. Whatever work I have done 
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ou the phonograph has been, therefore, more or less 329 
* desultory. 

For instance in the year 1899, there was more or less 
public interest in a type of talk machine that was 
brought out about the same time by the National 

. Phonograph Company and the American Graphopkone 
Company, now known as the “Concert” phonograph 
and “ Graphophone Grand,” respectively, and wherein 
a record of about twice the usual diameter was em- 
ployed. By reason of the consequent increase in sur- 
face speed, better opportunity was offered for the 330 
accurate tracking of the spherical reproducing stylus, 
then exclusively used, and consequently the reprodue- 
tions were of superior quality. As a result of this, in 
the year 1899, abont the month of August as I now 
recall, it occurred to me that the same effect could be 
obtained with records of standard diameter if the 
reproducing stylus was made with a button shaped 
head, and at that time I conducted a number of experi- 
ments which resulted in the production of the present 
model “©” reproducer, disclosed in my reissue patent 531 
No. 11,857 dated September 25th, 1900, the original 
patent No. 652,457 being dated June 26th, 1900. On 
this work, however, I devoted not more than two weeks 
time. Somewhat later it occurred to me that the same 
results might be obtained by the employment of a dise 
shaped stylus, which I disclose in my patent No. 
655,480 of August 7, 1900 (application filed May 3, F 
1900) but this specific device was never used. - 
The two great improvements in the phonograph 
since 1896 were the invention of the spring motor as a 332 
substitute for the electric motor aud the commercial 
development of the molded record. 
Referring to the spring motor, I was personally 
always opposed to the same, as I did not consider it 
possible to effect close regulation, but I was mistaken 
. in this and as a matter of fact, the spring motors as 
now made, regulate so closely as not to make an appre- 
ciable difference in the pitch of musical sounds. Tbe . 
spring motor mace the phonograph a sufficiently cheap 
instrament to go into the household in competition 
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with music boxes, the machines selling from ten to 
fifty dollars each. If phonographs were still equipped 
with electric motors as they were in 1896, probably only 
avery small number could be sold, as their first cost 


would be necessarily high, and they would be ex- 


pensive to maintain. On the subject of the molded 
record, the commercial development of the same by 
Messrs. Aylsworth and Miller was a great practical ac- 
complishment. I had for several years been experi- 
menting with the duplication of phonograph records, 
but my object was to make duplicates for use as 
masters in mechanical duplicating machinas. The 
Aylsworth and Miller process enables these 
records to be made of very perfect quality and 
by very cheap labor, so that they can be put on 
the market at low cost. I attribute the present 
development of the phonograph business almost 
entirely to the use of the spring motor and to the in- 
troduction of the molded record. If those experi- 
ments had not been made, I doubt if the business 
would amount to more than five per cent. of its present 
dimensions. : 


fore me this day of 


Sworn to and subscribed be- i 
June, 1906. 





} 
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NEW YORK SUPREME COURT, 


Westcuester County. 


| 
A 
| 
| 





New Your ProxoGrari dexsany, | 
Plaintiff, 


ys. 


Defendant. 





Affidavit of Allan M. Hird. 


_ Srate or New geet ae 


County of Essex. 


Autan M. Hinp, of West Orange, Essex County, 
New Jersey, having been first duly sworn on oath de- 
poses and says as follows : 

Tam employed by the National Phonograph Com- 
pany as chief clerk of the Order Department. All 
orders for phonographs, phonograph supplies, records 
and blanks, pass through my department and are 
under my direct charge, and such orders are filled 
under my direction and authority. Ihave been in 
the employ of the National Phonograph Company 
since January 1900, and in the Order Department 
since August 1903. 

I present herewith a catalogue issued by the Na- 
tional Phonograph Compny, entitled “ Edison Phono- 
graphs”, describing various types of phonographs 
mauufactured for and sold by the Company for amuse- 
ment purposes, including certain phonograph attach- 
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ments and records and blanks, and I have marked the 
same “ Defendant's Exhibit, Phonograph Catalogue.” 

Talso present a catalogne of coin-slot phonographs 
manufactured for and sold by the National Phono- 
graph Company, entitled “ Edison Coin-Slot Phono- 
graphs”, including attachments therefor, and I have 
marked the same “Defendant's Exhibit, Coin-Slot 
Catalogue.” 

Talso present a catalogue entitled “The Edison 
Commercial System", describing the several forms of 
business phonographs manufactured for and sold by 
the National Phonograph Company, with attachments 
therefor, and have marked the same “ Defendant’s Ex- 
hibit, Business Catalogue.” 

The several types of machines sold by the National 
Phonograph Company at Orange, New Jersey, to job- 
bers and dealers in the State of New York and else- 
where subsequent to March 27, 1906, and shipped 
under my direction to said jobbers and dealers are the 
following : 

1. The Gem machine, described on page 13 of 
“ Defendant's Exhibit, Phonograph Catalogue”. This 
is the cheapest and smallest machine made and sold 
by the National Phonogr:.ph Company, the list price 
for the same being $10.00. 

2. The Standard machine, described on page 15 
of the same catalogue, which sells for $20.00 list. 

3. The Home, deseribed on page 17 of the same 
catalogue, and which sells for $30.00 list. 

4. The Triumph machine, described on page 19 
of the same catalogue and which sells for $50.00 list. 

5. The Balmoral machine (formerly known as Class 
M), described on page 23 of said catalogue, said 
machine being operated by a battery-current electric 
motor, 

6. The Conqueror machine, referred to on page 23 
of said catalogue, said machine being identical with 
the Balmoral, except that a direct-current 110-volt 
motor is used. 

7. The Concert machine, adapted to receive a record 
five inches in diameter but otherwise identical with the 
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Triumph machine, and which is deseribed on page 21 
of said catalogue. 

8. The Opera machine, identical with the Concert, 
except that a battery is used like that of the Balmoral, 
said machine being described on page 24 of said cata- 
logue. 

9. The Oratorio machine, indentical with the Con- 
cert, except that a direct-current 110-volt motor is 
used. This machine is also described on page 24 of 
said catalogue. 

10. The Eclipse machine, for coin-slot work, equipped 
with motor for 110-volt direct currentand described on 
page 9 of “ Defendant’s Exhibit Coin Slot Cata- 
logue.” ‘ 

11. The Acme machine for coin-slot work, with alter- 
nating current motor, described on page 11 of said 
catalogue. 

12. The Windsor machine, for coin-slot. work, iden- 
tical with the Balmoral except that coin-slot and return 
mechunism are employed in connection therewith and 
described on page 7 of said catalogue. 

13, The Bijou machine, for coin-slot work, identical 
with the Gem except that coin-slot and return mech- 
anism are employed in connection therewith, and de- 
scribed on page 17 of said catalogue. 

14, The Excelsior machine, for coin-slot work, identi- 
eal with the Standard, except that coin-slot and return 
mechanism are used in connection therewith, and de- 
scribed on page 19 of said catalogue. 

15. A Business machine, equipped with electric 
motor for 110-volt direct current, described on page 
22 of “ Defendant's Exhibit Business Catalogue.” 

16. A similar machine, except that a battery-current 
motor is used, said machine being described on page 
24 of said catalogue. 

17. A similar machive, employing an alternating- 
current motor described on page 23 of said catalogue. 

18. Asimilar machine, except that a spring motor 
is employed like that used on the Triumph and having 
the same governor, said machine being described on 
page 25 of said catalogue. 
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349 The National Phonograph Company has also sold at 
Orange, New Jersey, to jobbers and dealers in the . 
State of New York and elsewhere subsequent to. 
March 27, 1906, the following : | 
19. Molded copies of phonograph records having t 
smooth bores, and shown and described on pages 30 a 
and 31 of “Defendant’s Exhibit, Phonograph Cata- | 
logue.” 
20. Phonograph blanks having smooth bores adapted 
to receive original records, and described on page 32 of 
850 said exhibit. 

‘ The machines, records and blanks above referred to 
are examples of all the machines, records and blanks 
made and sold by the National Phonograph Company 
for delivery in the State of New York after March 
27th, 1906. Prior to March 27th, 1906, the machines 
made and sold by the National Phonograph Company 
were identical with those above referred to, except 
that with practically all of the machines, the’ re- 
producers were eqnipped with diaphragms formed of 

351 a series of dises of mica of successively decreasing j 
diameters cemented together and called the “ built-upe | 
mica diaphragm,” Prior to that date, the records and { 
blanks made and sold by the National Phonograph i 
Company were formed on their interior with a single | 
spiral rib (in the case of blanks) or with a series of 
concentric ribs (in the case of records). On March 
27th, 1906, I was personally notified by Mr. W. BE. 

Gilmore, the President of the National Phonograph bs 
Company, that no phonographs, phonograph supplies, F 

352 records or blanks of any description should be shipped 
for delivery within the State of New York until after 

April 2nd, 1906, and I was also notified by him that 
no phonographs after that date were to be shipped for 
delivery in the State of New York equipped with the 

* built-up mica diaphragms, as explained, and that no 
records or blanks after that date were to be shipped 
for delivery within the State of New York having the 
spiral rib or series of concentric ribs on the bore. 
Upon receiving these instructions, I immediately gave 
orders to the Shipping Department to unpack all £ 
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phonographs, records and blavks that were boxed 
ready for shipment to New York, some of which 
goods had actually been delivered to the Express 
Company and were en route to the Railroad Station, 
but they were all recalled and unpacked. From March 
27th, 1906; until April 3, 1908, no goods of any de- 
scription whatever were shipped to New York. 

Prior to March 27th, 1906, the National Phono- 
graph Company had made arrangements to change its 
machines by dispensing with the built-up mien diaph- 
ragam and substituting diaphragms made of a single 
thickness of metal, a sample of which I present 
herewith and have marked the same “ Defendant's 
Exhibit, Copper Diaphragm.” The Company had 
also made arrangements to change its records and 
blanks by dispensing with the spiral ribs or concen- 
tric ribs on the bore, making the same perfectly 
smooth. A sufficient stock of machines equipped with 
copper diaphragms was on hand by the second of 
April to supply orders of jobbers and dealers in the 
State of New York, and enough records and blanks had 
been made with smooth bores to partially fill New 
York orders, although these orders at first were not 
entirely filled, and for some time we were handicapped 
in our efforts to fill all New York orders with records 
and blanks having smooth bores. On April 2nd, 1906, 
1received the following memorandum from Mr. Charles 
C. Squires, Mr. Gilmore's assistant : 


«4/2 /6. 
Mr. Hrrp :— 

Starting with tomorrow we can make ship- 
ments of phonographs to New York State as 
usnal, but ull machines that are shipped must 
be equipped with the copper diaphragm. Un- 
der no circumstances are any machines to be 
sent into New York with the mica diaphragm. 

You can also arrange to send record ship- 
ments as usual to New York State tomorrow, 
but no records other than those with the smooth 
bore should go under any circumstances. 
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No blanks of any description are to be sent to 
New York State with the spiral bore, but you 
cau ship any banks, either commercial shaved or 
unshaved, to New York State, if they have the 
smooth bore. 

(Signed) Cc. C. 8.” 


In accordance with these instructions, beginuing on 
April 3d, 1906, we commenced to fill orders 
for machines, records and blanks for delivery in 
the State of New York, said machines, records 
and blanks being of the types above referred 
to and illustrated by the exhibits presented 
herewith. Since April 3d, 1906, the machines sold for 
delivery in New York State have been identical with 
the machines described and illustrated in said cata- 
logues, and in no case have machines been delivered 
in New York State with built-up mica diaphragins ; 
and since that date no records or blanks have been 
sold for delivery in New York State with a rib or ribs 
on the bore, but all have been smooth bored. 

The factory system which is now and has been in 
vogue for several years past by the National Phono- 
graph Company makes it almost a matter of impossi- 
bility for mistakes to happen in the way of filling 
orders and making shipments. All orders coming 
into the office for machines, records or blanks are 
prepared in my Department in sextuplicate. The first 
copy, which is marked “ Order Dept.” is retained 
in my Department as the original order. The second 
copy marked “ Shipping Dept.” is sent to Mr. John 
Riley, foreman of the Shipping Department and is 
retained by himas a check on shipments. The third 
copy marked “ Stock Dept.” is seut to the finished 
stockroom, where the stock of machines and 
parts is kept. If the order is only for 
records or blanks, this third copy is sent 
to Mr. Riley and by the latter is forwarded 
to the Billing Department after the order 
has been filled, and all bills are made out from this 
copy: If, however, the order calls for machiues or 
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parts of machines, the copy is sent to Mr. Riley for 361 
shipment as soon as that part of the order is filled. 
The fourth copy marked “ Record Dept.” is sent to 
Mr. Dwight R. Jackson, foreman of the Record Store- 
room, and if it relates ovly to machines or parts 1 
. thereof, is returned immediately to Mr. Riley, but if it 
C relates to records, it is kept by Mr. Jackson until the 
order is filled and then delivered to Mr. Riley, with 
the goods as packed, and returned by Mr. Riley to my 
Department after the shipment has been made. If the 
order calls for blanks, it is referred by Mr. Jackson to 362 
Mr. Sturm of the Record Inspection Department, who 
fills the order, delivers the blanks to Mr. Jackson, who 
packs the same and forwards the packed goods to Mr. 
Riley, who ships them and returns the order to my « 
Department. The fifth copy marked “ Billing Dept.” 
is sent to the Billing Department aud is retained as a 
matter of record. The sixth copy marked “ Dupli- 
cate” is retained in my Department separate from the 
first copy as a safeguard in case of loss of the original. 

363 
Sworn to and subscribed be- n 


fore me this day of 
June 1906. 
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NEW YORK SUPREME COURT, 


WestcHester County. 


] 6 
| 
| 
| 
| 





New York Pxonocrarpu Company, 
Plaintitt, 


vs. 


Defendant. 





Affidavit of Peter Weber. 


367 Srare or New Jersey, 


County of Essex. } sa : 


Perer Weer of West Orange, New Jersey, having 
been first duly sworn ou oath deposes and says as 
follows : 

Lam general superinteudent of the National Phono- 
graph Company, and have charge of its manufacturing 
aud techuical work. I have been connected with the 
company in this capacity since December 1899. I 
have read the affidavit of Allan M. Hird herein, verified 


368 the day of June, 1906, and have examined the 


exhibits referred to in that affidavit and confirm what 
Mr. Hird says as to the character and construction of 
machines, records and blanks, made and sold by the 
National Phonograph Company for delivery in the 
State of New York, subsequent to April 2nd, 1906, and 
prior to that date. On March 10th, 1906, I was in- 
formed by Mr. William E. Gilmore, Presideut of the 
National Phonograph Company, that it would prob- 
ably be necessary for the Company to make some 
changes in the construction of its machines, records 
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and blanks. At that time the machines sold by the 369 


Company were equipped with diaphragms made of 
several layers of mica cemented together and 
known in the art as a built-up mica diaphragm. 
The records mannfactured and sold by the 
National Phonograph Company were provided 
on their interior with a series of concentric ribs of 
gradually increasing diameters, so as to engage the 
tapered mandrel of the phonograph. For the same 
reason, the blanks made by the Company were pro- 
vided with a single spiral rib of gradually increasing 
diameter. Mr. Gilmore told me that we should im- 
mediately make arrangements to manufacture the rec- 
ords and blanks without ribs, but to provide them with 
perfectly smooth tapered bores and that we should 
also immediately make arrangements to equip the 
phonographs with copper diaphragms, a change that 
we had contemplated making for a considerable time 
previous. On March 10th, 1906, I therefore issued an 
order addressed to the heads of the several depart- 
ments engaged in the handling and the manufacture of 
records and blanks, as follows : 


“ Please make arrangements at once to make 
a straight bore in all blanks and records in place 
of the spiral rib in the regular soft blanks, con- 
cert blanks and commercial blanks, and in 
place of the cireular ribs in the molded record. 

So that there is no misunderstanding, all 
blanks ust be made with the straight bore, in 
the future, and all tools or fistures which re- 
quire change to produce a straight bore must be 
changed over at once. 

(Signed) P. Weber.” 


On the same date, namely Mareh 10h, 1906, I issued 
a second order addressed to Mr. Loomis, who has 
charge of our experiments on reproducers, as follows: 


“ Please arrange at once to set up the drop 
hammer which has been fitted up to stamp out 
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the copper diaphragms, and begin to drop at 
the rate of 1500 diaphragms per day. Deliver to 
the speaker assembly department at least 500 
on Monday, the 12th inst., so that Mr, Hooper 
can begin assembling speakers with the copper 
diaphragm, This diaphragm is to supersede the 
built-up mica diaphragm at once. Messrs, 
Mitchell and Muenster will see about stopping 
work on mica diaphragm. 

P. Weser.” 





The changes required by these orders were made 
promptly. In fact, our two molding plants in build- 
ings 20 and 21 were equipped with machinery for 
making smooth bore records about the 19th of March, 
and since that date all records made by the Company 
have been provided with smooth bores. The change 
over to the copper diaphragms was not made so 
rapidly, since a little experimenting had to be done to 
ascertain the best conditions of operation. A stock of 
phonographs equipped with copper diaphragms had, 
however, been accumulated prior to Mareh 27th, 1906. 
On that date I was instructed by Mr. Gilmore not to 
allow any machines, records or blanks to be shipped 
into New York State and this was dove. The work of 
changing the necessary machines for making smooth 
bore blanks was done in the Blank-Molding Depart- 
ment under the charge of Mr. David A. Dodd, and by 
the 30th of March, 1906, actual manufacture of smooth 
bored blanks in sufficient quantity to fill all New York 
orders was commenced. As a matter of fact, the 
orders for blanks are a very small fraction of those 
for records, being much less than 1%. Commencing 
April 3d, 1906, shipments were again resumed into the 
State of New York, but I am informed and believe 
that in no case was a machine shipped into the State 
of New York equipped with a built-up mica diaphragm, 
and that no record or blank was shipped into that State 
except with a smooth bore, At the present time, all 
records made by the company are provided with 
smooth bores and all machines are provided with 
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to copper diaphragms. These machines and records are 377 
ou 4 $ shipped all over the world. 
or 
he Sworn to and subscribed be- 
fore me this day vik 
i . r June, 1906. 
= » « 
. . 
878 
v 
NEW YORK SUPREME COURT, 
Westcnester County. 
New York Puoxocrapn Company, ] | 
Plaintiff, | 379 | 
é | | 
Defendant. | Fi 
= 380 
an Affidavit of William F. Nehr. 
ed Strate or New Jexsey, . 
ud County of Essex. } aid 
or 
nt ‘ si Wituiam F. Nese, of Newark, New Jersey, having 
ed been first duly sworn on oath deposes and says as fol- 
ler e " lows : 
lis a . Iam foreman of the Record-Molding Department of 
or * -" the National Phonograph Company, have been con- 
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381 nected with that Company for the past six years and 
have held my present position for iaore than four years. . 
The Molding Department occupies two buildings, | 
known as Building 20 and Building 21 respectively. 
Prior to March 10th, 1906, the records made by the 
National Phonograph Company under my direction % 
were provided with a series of concentric ribs. On that 
date Iwas requested by Mr. Peter Weber, General 
Superintendent of the National Phonograph Company 
to change all machines so that we could make the rec- Si 

882 ords with smooth bores. We commenced to make 
these changes right away, and on March 13th, 1906, | 
began to turn out molded records with smooth bores. 
On March 16th, 1906, all the machinery in Building 21 
was changed over and on March 19th, 1906, all the 
machinery in Building 20 was changed ov Since 
the latter date all records made by the National 
Phonograph Company have been provided with smooth 
bores. 





383 Sworn to and subscribed be- 
fore me this day of 
June, 1906. § 
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> NEW YORK SUPREME COURT, 
WESTCHESTER COUNTY. 
4 New York PuonoGrara Sisins.| 
Plaintiff, | 
vs. 
% | 386 
Defendant. | : 
Affidavit of David A. Dodd. 
387 


Srire or New Jersey, 2 si 
County of Essex. 5°" 


Davip A. Dopp, of East Orange, New Jersey, having 
been first duly sworn, on oath deposes and says as 
follows : 

T am foreman of the Wax and Blank-Molding Rooms 
of the National Phonograph Company, and have had 
charge of the same for almost ten years. All of the 
wax composition used by the National Phonograph 
Company for the manufacture of records and blanks is 388 
made under my direction and all blanks sold by the ae 
Company are made under my direction. On March 
10th, 1906, I received the following order from Mr. 

Weber: « / 





“ Please make arragemeuts at once to make a 
straight bore in all blanks and records in place of 
the spiral rib in the regular soft blanks, concert 
¢ blanks and commercial blauks, and in place of 
. the circular ribs iu the molded record. 
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So that there is no misunderstanding all 
blanks must be made with the straight bore in 
the future and all tools or fixtures which require 
change to produce a straight bore must be 
changed over at once. 

(Signed) P. Wexer.” 


Complying with so much of these instructions as re- 
lated to blanks over which I have and had charge, 
I began immediately to arrange for the change. 
New cores had to be made, changes had to be made 
in the molds, and a special lathe installed for boring 
the interiors. These changes required some time, since 
the smooth boring of blanks is more dificult than the 
smooth boring of records, for the reason that the 
former operation is performed when the blank is cold, 
while the latter operation may be performed while the 
material is still more or less plastic. I first began to 
turn out blanks with smooth bores on March 30th, 
1906, and delivered the same to Mr. August Sturm, 
who is the foreman-of the Record-Inspection Depart- 
ment of the National Phonograph Company. Since 
March 30th, 1906, 1 have continued to make blanks 
with smooth bores in sufficient quantity to fill all 
orders that may come from the State of New York. 


Sworn to and subscribed be- 
fore me this day of 
June, 1906. 


Raymond R. Wile 
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NEW YORK SUPREME COURT, 


Wesrcnester County. 





New York Puronocrapn Company, 
Plaintit?, 


| 
ae 

| 

| 


Defendant. | 





Affidavit of August Sturm. 


Srare or New Jersey, 2 = 
County of Essex. § ~"" 


Aveusr Srurm of 20 Summer Street, Orange, New 
Jersey, having been first duly sworn on oath deposes 
and says as follows :— 

I am foreman of the Record Inspection Department 
of the National Phonograph Company, which position 
Thave held since the year 1902. I have charge of 
filling all orders for blanks. After filling such orders, 
the blanks are sent to Mr. Dwight R. Jackson, who 
attends to the packing of the same. From March 
27th, 1906, nutil April 2nd, 1906, no orders whatever 
were filled for blanks for delivery within the State of 
New York. On March 30th, 1906, 1 began to receive 
from Mr. David A. Dodd smooth bored blanks in sufti- 
cient amounts to till New York orders. Commencing 
April 3d, 1906, I began to fill New York orders for 
blanks, but in every case these orders were entirely 
filled with blanks having smooth bores, and since that 








293 


394 


395 


396 





Raymond R. Wile 
Research Library 





aE et ai 





100 


897 date no ribbed blanks have been made a part of any 
New York order. bs 


fore me this day of 


Sworn to and subscribed be- ; 
June, 1906. 


‘ . 
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NEW YORK SUPREME COURT, 
Westcuester County. 
| 
New York Poonocraru Company, | | 
899 Plaintiff, | | 
AGAINST | 
| 
Defendant. | ‘ 
400 


Affidavit of Dwight R. Jackson. 


Srare or New Jersey, - 
County of Essex, 


Dwicur R. Jackson of West Orange, New Jersey, 
having been first duly sworn, on oath deposes and says 
as follows : 

Iam foreman of the Record-Storeroom of the Na- 
tional Phonograph Company, in which is always kept 
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't of any * on hand a stock of several hundred thousand molded 401 
: 32 records. ‘These records are shipped to my Department 
from the molding plants in Buildings 20 and 21 and are 
put in stock, there being one or more separate bins for 
w each selection. As orders are received they are filled 
Ry te from these bins by girls and these orders when filled 
are packed in my department and forwarded to the 
Shipping Department, the orders beiug sent there also, 
and the box or boxes for each order being marked with 
. . the number thereof. Orders for blanks, which are a 
7 very small fraction of orders for records, are sent by 402 


me to Mr. August Sturm, who fills such orders and 
sends the blanks to my department where they are 
packed and sent to the Shipping Department. On or 
about March 13th, 1906, we began to receive from the 
Molding Department, records with smooth bores and 

~ i . after March 19th, 1906, nothing else was put in stock. On 
March 27th, 1906, I was personally informed by Mr. C. 
C. Squire, Mr. Gilmore's assistant, that no shipments 
of records or blanks were to be sent into the State 
of New York, and on the next day these instructions 103 
were confirmed in writing as follows : 


“Confirming verbal understanding, hold up 
absolutely all shipmeuts that would go in New 
York City or any part of New York State, until 
subsequent instructions to the contrary are 
issued. 
w P (Signed) C. C. Squire.” 


On the same day I had a long talk with Mr. Peter 

Weber, the General Superintendent of the National 104 
i Phonograph Company, who told me that ina few days I 
could commence to till New York record orders, that I 


od should take steps to see that only records with smooth 
bores were shipped to New York and that under no 
Je = $ circumstances should a ribbed record be shipped to 
o rae z that State. On March 30th, 1906, I received the fol- 
aye 7 lowing note from Mr. Squire : 

: . « 
the-Na- 5 . “ Confirming verbal instructions, it is now un- 
ys kept derstood that you can go ahead and arrange to 

. ’ 

~ 
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get out record orders for New York State, but 
under no circumstances are any records to be 
shipped into New York State unless they are of 
the smooth bore, and then _ positively 
none are to be shipped before Tuesday next, 
April 3d. 

3/30/06 (Signed) C. C. Squires.” 


I immediately set to work to have every one of the 
several hundred thousand records then in stock per- 
sonally inspected and those that were provided with 
ribbed bores were separated from the others and most 
of the former were put in separate racks which I had 
marked with the following sign : 


“Rovucu Bore Racks. New York Orders must 
not be filled from these racks. 
D. R. Jackson.” 


Such of the ribbed records that were not put in 
special racks, were placed in separate trays and are 
principally drawn upon for filling foreign and distant 
orders, and in no case for New York orders. This re- 
quired several days, and therefore, in order to remove 
any possibility of ribbed records being shipped to New 
York, the New York orders were placed in charge of 
special girls who had nothing else to do and who had 
a separate room in Building 20, in which these orders 
were filled. My own Department is in Building 21. 
These girls were particularly impressed that under no 
circumstances should a New York order be filled with 
a ribbed record, and instructions were given to them to 
open every box and examine the record before per- 
mitting it to be packed. These orders were filled in 
Building 20 during the time that my stock was being 
gone over and as soon as the smooth bore records were 
separated from the ribbed hore records, New York 
orders were again filled from my Department. In the 
filling of these orders, I have always impressed upon 
the girls the importance of examining each record be- 
fore permitting it to be packed, in order to be abso- 
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“ atl lutely certain that it is smooth bored and I have no 409 
re in F. a reason to doubt that this has been done in each case, 
quire since the girls having charge of these orders are intel- 
st he ligent, conscientious and entirely capable. 
RX : Sworn to and subscribed be- 
saa Pj 5 fore me this day i 
‘aie. of June, 1906. 
nairge, 
ange. 
made s ¥ 410 
org 
since 
nthe 
t the —_— 
cold, 
Sits NEW YORK SUPREME COURT, 
WESTCHESTER COUNTY. 
cur, 
part- } 411 
Sines New York Puonocnarn Company, 
lanks Plaintiff, 
1 wil 
rs * vs. 
io a 
412 
Defendant. 
- Affidavit of Albert C. Loomis. 
Srare or New Jersey, i ea: 
. . County of Essex. ; 
Auzert C. Loomis of West Orange, New Jersey hav- 
' . ing been first duly sworn on oath deposes and says as 
= . - follows :— 
- 
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Tam employed by the National Phonograph Com- 
pany as an experimenter on diaphragms, speakers, ete. 
and have been continuously with the Company since 
February 1898. I began on my present work in June 
1905, before which time I was employed in the Sap- 
phire Department. When I took up my present ex- 
perimental work I found that experimenting was go- 
ing on in connection with copper diaphragms to be 
used in place of the built-up mica diaphragms with 
which there was more or less objection in manufacture 
and in results obtained. In July, 1905, 1 took up the 
experimental work on copper diaphragms and was con- 
tinuously employed ‘in those experiments up to March, 
1906, at which time the copper diaphragm was consid- 
ered sufficiently perfect for commercial use. On Mareh 
10th, 1906, I received the following order from Mr. 
Peter Weber, the General Superintendent of the Na- 
tional Phonograph Company : 


“ Marcu 10, 1906. 


Mr. Loomis :—Vlease arrange at once to set up 
the drop hammer which has been fitted up to 
stamp out the copper diaphragms, and begin 
to drop at the rate of 1500 diaphragms per day. 
Deliver to the speaker assembly department at 
least 500 on Monday, the 12th inst., so that Mr. 
Hooper can begin assembling speakers with the 
copper diaphragm. This diaphragm is to 
supersede the built-up diaphragm at once. 
Messrs. Mitchell and Nuenster will see me 
abont stopping the work on mica diaphragm. 

(Signed) P. Weber.” 


In the above order, the name “ Hooper” is incor- 
rectly given for “Hopper”, the latter having charge 
of the work of assembling reproducers, or as we call 
them “Speakers”. Upon receiving: Mr. Weber's in- 
structions I immediately commenced the work of turn- 
ing out copper diaphragms for actual use and fur- 
nished 500 of the same on March 12th, which was sent 
to the assembling room. At first, more or less diffi- 
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culty was experienced in the actual manufacture but I 
was always able to produce as many copper dia- 
phragms as were wanted, and at the present time am 
making enough copper diaphragms to equip all ma- 
chines with the same. No built-up mica diaphragms 
are now used in any machines. The copper dia- 
phragms, after being assembled in the speakers in Mr. 
Hopper’s Department, are turned over to the Inspec- 
tion Department, in charge of Mr. Edward P. Morris, 
who assembles and inspects the complete machines. I 
have examined the sample of copper diaphragm sub- 
mitted in connection with the affidavit of Allan M. 
Hird herein, marked “Defendant's Exhibit Copper 
Diaphragm ”, and identify the same as one of the 
copper diaphragms made by me and which is identical 
with those to which I have above referred. 


fore me this day of 


Sworn to and subscribed be- N 
June, 1906. § 
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NEW YORK SUPREME COURT, 


Wesrourster County. 





New York Pronocraru Company, 
Plaintiff, | 





Defendant. 





Affidavit of Edward P. Morris. 


Srare or New Jersey,? . . 

County of Essex. ; — 

Epwarp P. Moruts of West Orange, New Jersey, 
having been first duly sworn on oath deposes and says 
as follows :— 5 

Tam foreman of the Phouograph Testing Depart- 
ment of the Edison Phonograph Works, and have been 
connected with the Company for the past fourteen 
years, having been in my present position since 1897. 
The Edison Phonograph Works manufactures the 
phonographs which are sold by the National Phono- 
graph Company. All phonographs manufactured by 
the Edison Phonogiaph Works pass under my inspec- 
tion before being sent to the Shipping Department. 
On or about March 10th, 1906, I was informed by Mr. 
Peter Weber, the General Superintendent of the Na- 
tional Phonograph Company and of the Edison Phono- 
graph Works, that it would probably be necessary to 
discontinue using the built-up mica diaphragm in con- 
nection with machines shipped to the State of New 
York, and substitute corrugated copper diaphragms 
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He impressed upon me the absolute importance of so 425 
marking the machines that had copper diaphragms as 

to prevent any possibility of any confusion arising 
between those machines and the ones having 
built-up mica diaphragms. Sometime prior to March 
27th, 1906, a considerable stock of machines having 

‘ copper diaphragms had been accumulated in my Depart- 
ment and to each of these machines a tag was attached 
marked “ Copper Diaphragm”. Also, with each machine 

a three-part tag was temporarily secured, the outer 
section being torn off by the packer and used by him 426 
asa basis for calculating his pay, the middle section 
being torn off and tacked on the box containing the 
instrument and the main section being sent to the 
office and there filed away. In addition, the middle 
section was marked with a heavy cross, so as to make 

it perfectly conspicuous on the packing box and each 
section wus stamped with the words “ Copper Dia- 
phragm”. In filling an order for shipment to New 
York State, machines marked in this way could 

be readily distinguished from those having built- 427 
up mica diaphragms, and I am informed and be- 
lieve that in no case since March 27th, 1906, has 
avy machine been shipped to New York State that 
was equipped with the built-up mica diaphragm. 
Since April 19th, 1906, no machines have passed ' 
through my Department that were provided with 

built-up mica diaphragms regardless of their des- 

tination, but all machines have been provided with d is 
copper diaphragms, except the few special machines 

that have beeu fitted with plain glass diaphragms. 428 


fore me this day of 


Sworn to and subscribed be- 
June, 1906, f 
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NEW YORK SUPREME COURT, 


WestcHEsTeR County. 





New York Puoxocrapa Company, 
Plaintiff 


vs. | 
Defendant. | 


Affidavit of John Riley. 


_Srare or New Jersey, i ae: 


432 


County of Essex, 


Jousx Ritey of 128 Central Avenue, Newark, New 
Jersey, having been first duly sworn, on oath deposes 
and says as follows :— 

I am foreman of the Shipping Department of the 
National Phonograph Company, having held my pres- 
ent position for the past seven years. I have charge 
of the shipping of all records and blanks sent to my 
Department from the Record Storeroom in charge of 
Mr. Dwight R. Jackson. These blanks and records 
are received already packed. Each box is marked 
with a vumber corresponding to the order. At the 
time each original order is issued by the Order Depart- 
went, a copy thereof is sent to my Department which 
I retain as a check on my shipments. As each order 
is filled in Mr. Jackson’s Department, the one or more 
boxes containing the same properly marked with the 
original order number, are sent to me with Mr. Jack- 
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son's copy of the order marked “Record Dept.”, and 433 
each box is thereupon stenciled with the name of the 
cousignee corresponding to the order and shipped 
under my directions. In the case of machines, they 
are packed in my Department. No shipments what- 
] ’ . ever were made either of machines, records or blanks 
’ ‘ - into New York State from March 27th, 1906 to 
April 2nd, 1906. Beginning April 3rd, 1906, I com- 
menced to make New York shipments of records 
aud blanks, and to till New York orders for machines, 
but in every case I saw that the only machines sent to 434 
~ New York were provided with corrugated copper 
; diapbragms and that no machines were sent with 
built-up mica diaphragms. These machines came down 
from the Testing Department in charge of Mr. Edward 
P. Morris, and each one that was equipped with a 
copper diaphragm was provided with a special tag 


bad marked “ Copper Diaphragm”. In addition a three- 
part tag was secured temporarily to each machine, the 
outer section being torn off by the packer in my De- 
partment and nsed by him as a basis for calculating 435 
his pay, the middle section being torn off and tacked 
on the box containing the instrament and the main 
” section being sent to the office and there filed away. 
«, New Orders were specially given to each man in my De- 
oposes partment that after April 3d, 1906, in no case was a ma- 
chine to be shipped to New York State unless it was 
of the ‘ provided with « copper diaphragm, and in no case was 
7 es- a machiue shipped to that State with a built-up mica “af 
charge diaphragm. Since April 19, 1906, all machines that 
to my have been shipped regardless of their destination, have 436 
irge of : been provided with copper diaphragms, the built-up 
ecords mica diaphragms having been given up entirely. 
aarked 
Atwhe Sworn to and subscribed be- ) 
epart- fore me this day of ( 
which > ' June, 1906. 
order 
¢ more 
h the . tS 
Jatk- . - 
4 - F 
~ 
~ 
ay 
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NEW YORK SUPREME COURT, 


Wesrcuester County. 





New York PuonoGrary Company 


AGAINST. 


Defendant. | 
ot 2 ) 





Affidavit of William Pelzer. 


Strate or New York, 
County and City of New York. ss 


WituaM Peizer, being duly sworn, deposes and 
says: 

I reside in the city and State of New York and am 
of counsel in the suit now pending in the United 
States Circuit Court for the Southern District of New 
York, entitled New York Phonograph Company v. 
National Phonograph Company e¢ a/., and am familiar 
with all of the proceedings therein. 

When the decision of the Cireuit Court of Appeals 
was handed down affirming the decisions of the lower 
court rendered by his Honor, Judge Jobn R. Hazen, 
it became a question with the National Phonograph 
Company whether it would not entertain a propo- 
sition from the New York Phonograph Company 
to assume the business of selling phonographs for 
said National Company throughout the State of New 
York under the terms of its alleged license agreements, 
avd to this end the National Phonograph Company 
awaited a proposition from the New York Phonograph 
Company containing some offer to this effect. The 
New York Phouograph Company, however, has made 
no such offer, nor, as I am informed and believe, has it 
the meaus to rent stores and pay salesmen for this 


purpose, nor, within the terms of the contract under 


which its alleged rights are claimed, could it profitably 
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conduct such business. Under such contract, the New 
York Phonograph Compauy could not receive, for the 
carrying on of such business, an amount exceeding 
approximately 30% of the retail price of such appa- 
ratus, whereas the jobbers and dealers who deal in and 
sell apparatus bought from the National Phonograph 
Company, and, in fact, the jobbers and dealers who 
handle the apparatus of all other talking machine 
companies, receive on an average substantially 50% 
of such retail price. . 

Nor has it ever been the purpose of the New York 
Phonograph Company to assume the conduct of this 
business, as I well know from the fact that no such 
offer has been made by said company. ‘The plaintiff 
company has often professed a desire to take up 
such business, but only under some other arrange- 
ment than that of its so-called license agreements, 
that is to say under some arrangement whereby it 
might be allowed a share of the profits of such busi- 
ness without incurring those large expenses which it 
would be obligated to assume under the terms of its 
present agreemeuts. 

In an interview between Mr. Louis Hicks, who at 
that time was plaintiff's chief counsel, myself, and 
others, at Buffalo, New York, ou the 28th day of March, 
1906, Mr. Hicks stated to me, in the presence of 
others, that he thought the National Company should 
now make some proposition to the New York Company 
which should permit the New York Company 
to occupy some intermediate position between the 
National Company and its numerous dealers and job- 
bers throughout the State of New York. In other 
words, the New York Company merely wished to 
assume supervision over the sules of apparatus made 
by the National Company to such jobbers and dealers, 
without incurring any of the expense incident to the 








- carrying on of a jobber's or dealer's business. And 


441 


442, 


Ait 


this attitude of the New York Company is also shown - 


by the utterances of its officers throughout their testi- 
mony iu the suit, New York Phonograph Company v. 
National Phonograph Company et al. q 
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For example, the testimony of Mr, William Fahne- 
stock, Treasurer, to that effect, is ns follows: 


D.R. p. 1591, Re-d. Q. 601—"We never 
required any capital for carrying on 
our business; the capital was merely 
a nominal requirement.” 

Re-d. Q. 603.—* As I have stated several times, 
no money is required when you have av agency ; 
all that you have to do is to have an office, receive 
orders and dispense supplies, all of which we 
could very readily have done if the supplies had 
been given to us by Mr. Edison.” 

D.R. p. 1593, Re-d. Q. 610.“ But perhaps 
Mr. Edison did not think your company very com- 
petent to do this business if your company were 
imbued with the idea that no money was needed ? 

“A. No money was needed.” (Black type 
ours.) 

Vice President Mr. Hugh M. Funston’s testi- 
mouy in this connection is as follows : 

D. R. p. 1550, Q. 128: “There was no 
particular necessity for capital; if we 
succeeded we would put ourselves right to business 
again; Myr. Edison would have had to fur- 
nish the goods, and we could have gone right 
on in business; that is the way we assumed it 
would terminate. We did not want to waste two 
or three years in this kind of business without 
results.” (Black type ours.) 


It was further stated at said Buffalo interview by 
Mr. Hicks that the New York Company placed no 
reliance upon what it might recover upon an account- 
ing in said suit; nor, as Mr. Hicks said, did the New 
York Company expect to secure any other benefit from 
its injunction against the National Company than to 
compel said company to make some new arrangement 
with the plaintiff company whereby said New York 
Company might, in the carrying on of the phonograph 
business, be excused from the employing of salesmen, 
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the hiring of stores, and from such other expenses as 
were incident to the prosecution of such a business. 

Briefly, the New York Phonograph Company does 
not wish to, nor will it, undertake to carry on the busi- 
ness which is now being doue by jobbers and dealers 
throughout the State of New York: it merely wishes 
to hamper the business of such jobbers and dealers to 
the end that it may force some new arrangement from 
the National Phonograph Company. 

No orders for phonographs, phonograph supplies or 
phonograph records have been sent to the National 
Phonograph Company by the New York Phonograph 
Company. It is represented by the New York Phono- 
graph Company that after snit was brought against the 


National Company it did order from the National” 


Phonograph Company a few phonographs and snp- 
plies therefor; but this representation is not borne out 
by the testimony of its treasurer, Mr. Falinestock. 
According to his testimony, the minute book of the 
New York Company contains no record showing any 
such order or that the National Company has ever re- 
ceived or refused to fill any order. See the follow- 
ing of his testimony. 


D. R. p. 1369. “Q. 89. Do you find that any 
attempt was ever made to obtain from the 
National Phonograph Company, the defendant 
herein, phonographs, phonograph records and sup- 
plies, prior to the bringing of this suit, or to 
compel that company to supply such apparatus 
and materials? You may refer to the minute Look 
before answering this question. 

“(Witness refers to minute book.) 

“A. Ido not see anythins.” 





The plaintitf company could benefit by the injunction 
it now seeks in no conceivable , unless by such in- 





junction it might force the National Phonograph Com- - 


pany to give plaintiffa new aud more favorable con- 
tract; but Iam able to say that the National Company 
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will not give plaintiff a new contract. If plaintiff 
wishes to take up the phonograph business, it mast do 
so under the provisions of the license contract it now 
has. Such provisions are found in section eleven of 
both the Metropolitan and the Haines agreement (Ex- 
hibits, pp. 168, 184). Under those provisions, as already 
stated, plaintiff would receive as its remuneration for 
doing the combined work of jobber and dealer, not to 
exceed about thirty per cent. of the receipts derived 
fiom retail sales, whereas jobbers and dealers receive 
for this service from the National Company, and like- 
wise from all other talking machine concerns, a re- 
muveration amounting to substantially fifty per cent. 
of such receipts. ‘ 

Under plaintiff's licenses, the Natioual Company 
would have a large interest in the proceeds of the busi- 
ness if such business were carried on by the plaintiff 
company. After paying the cost of manufacture, which 
is about forty per cent. of the retail price of such 
apparatus, the remaining sixty per cent. would be 
equally divided between plaintiff and the National 
Phonograph Company. And thus it is seen that under 
the terms of such license the National Company would 
receive, as its share, about thirty per cent. of the 
retail proceeds, und that plaintiff would receive an 
equal amount; but, ont of its thirty per cent., plaintiff 
would be required to hire stores, pay salesmen and 
meet all of the other expenses of both jobber and 
dealer. 

If injunctions were granted as here prayed, such in- 
terest as the National Phonograph Company has in 
the inventions covered by plaintifl’s license, and such 
interest as it has in the business generally, would be 
wholly destroyed; nor could plaintiff be benefited, 
since the latter does not wish to and is unable to carry 
on the business. If the rights of plaintiff are being 
violated, it would have an ample remedy under an ac- 
counting ; but, certainly, if the business were stopped 
by injunction, there could be nothing upon which 
either the National Company, the jobbers or dealers 
could be called upon to account, 
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The phonograph record purporting to have been 457 
bonght for the purposes of proof of infringement in 
this case is one of the remodelled class whose con- 
struction is independent of all those patents to which 
plaintiff's licenses could apply. In other words, the 
internal ribs within the bore of this record have been 
removed, and such record is one of the smooth-bore 
class ; that is to say, the internal ribs having been 
omitted, the invention of patent No. £14,761, November 
12, 1859, is no longer found in the construction of this 
apparatus, or in any of the records now manufactured 458 
by the National Phonograph Company. 

This is conspicuously a case where an injunction 
would do great injury to the defendant without benefit- 
ing the plaintiff. ; 
Subscribed and sworn to be- 


fore me this day of 
June, A. D. 1906. 5 


459 


Notary Public, 
New York County. 
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146 - NEW YORK SUPREME COURT, 
Westcuesten County. 





New York Paroxocrarn Company, 
Plaintiff, 
AGAINST 


Defendant. . 
462 





Affidavit of Chas. L. Buckingham. 


Stave or New York, roe , 
County of New York, a 


Cuartes L, Bucxixcuam, being duly sworn, deposes 
and says: I am of counsel in the above-entitled 
cause, and am also of counsel in the suit now pending 
in the United States Cireuit Court forthe Southern 

463 District of New York, entitled New York Phonograph 
Company vs. National Phonograph Company et a/., in 
which the injunction referred to in section 1! of the 
bill of complaint herein was granted, and which is re- 
produced in plaintiff's motion papers (p. 11, fols. 54— 
60). : 

In the following circular notice issued to dealers in 
Edison phonographs in the State of New York (fol. 
52), it is represented that such injunction was in- 
tended to enjoin the use and sale of all Edison phono- 

464 graphs within the State of New York except such as 
should be sold through the plaintiff company ; but the 
injunction has no such meaning. Such notice is : 


= “No. 140 Nassau Srreet, 
New York, March 26, 1906. 


“INJUNCTION NOTICE. 


“To ALL DEALERS IN Epison PxonoGrapus : 
and Paoxocrapn Surpites witHIN THE SraTe 
or New Yors: 
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“ Attention is called to the following Decree of 
the United States Circuit Court for the Southern 
District of New York, granting an injunction re- 
straining the National Phonograph Compauy, and 
its Agents and Dealers from selling or leasing 
phonographs and supplies therefor within the 
State of New York, excepting through the New 
York Phonograph Company.” 


That such injunction was not intended to apply to 
all such phonographs or phonographic appliances as 
had been or as were to be manufactured by the National 
Phonograph Company, and that it was only intended 
to apply to such phonographs and phonograph appti- 
ances as might be used or sold in violation of plaintiff's 
contract rights conspicuously appears by comparing 
the form of order which was presented to the court by 
plaintiff with that which the court adopted. 

Two decisions were written by Judge Hazen in New 
York Phonograph Company vs. National Phonograph 
Company ef a/., above referred to, aud upon such de- 
eisions the injunction order here in question was 
granted, although it was stayed pending appeal to the 
United States Cireuit Court of Appeals. The decisions 
of the lower court were affirmed on appeal, and Judge 
Hazet’s injunction became effective March 27, 1906, 
the decision of the lower court having in no manner 
been changed or moditied by the decision of the 
Cireuit Court of Appeals ; and it is to Judge Hazeu’s 
-decisions and decree, therefore, that we may now look 
for an interpretation of such injunction. 

In settling the decree in the lower court, plaintiff 
submitted a form of order which was clearly 
lated to bring within its meaning all phonographs 
which were or shoul Le manufactured by the National 
Phonograph Company; but such form, upon defend- 
ant’s objection, was rejected by the court, and, as 
a substitute therefor one which was as clearly limited 
to extend only to plaintiff's rights was adopted. The 
following comparison shows that the order which was 
adopted was directed not against all phonographs but 
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whatever those rights might 


Form of Decree sub- 
mitted by plaintiff, which 
was not adopted : 

“This cause came on to 
be heard upon the bill, 
answer, replication and 
evidence, and was argued 
on May 31 and June 1, 2 





470 and 3, 1904, by Louis 


Hicks and John C. 
linson, Esq’s., counsel on 
behalf of complainant, and 
by C. L. Buckingham and 
©. M. Hough, Esq’s., coun- 
sel on behalf of defendant, 
National Phonograph 
Company, and was farther 
heard and argued by said 
counsel on February 27, 
1905, a copy of a contract 


fom- 


dated March 26, 1888, 
between the American 
Graphophone Company, 


and Jesse H. Lippincott 
having been offered and 
received in evidence on the 
hearing and the attention 
of the court having been 


4Tz called to the bill of com- 


plaint, filed April 3, 1903, 
in the office of the clerk 
of this court in the suit of 
Helm v. the American 
Graphophone Company, 
etal, ; aud thereupon upon 
consideration thereof, it 
was and hereby is ordered, 
adjudged and decreed as 
follows : 





469 only axainst a violation of plaintiff's license rights, 


te: 

Form of Decree which 
was adopted by Jndge 
Hazen: 

This cause came on to 
be heard upon the bill, 
answer, replication and 
evidence, and was argued 
on May 31 and June 1, 2 
and 3, 1904, by Louis 


Hicks and John C. Tom- | 


linson, Esq's., counsel on 
behalf of complainant, and 
by C. L. Buckingham and 
C. M. Hough, Esq’s., coun- 
sel on behalf of defendant, 
National Phonograph 
Company, and was further 
heard and argued by said 
counsel on February 27, 
1905 ; and thereupon upon 
consideration thereof, it 
was and hereby is ordered, 
adjudged and decreed as 
follows : 
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“ First: That the de- 
fendant, National Phono- 
graph Company, has tres- 
passed and infringed upon 
and wrongfully invaded 
the rights of complainant, 
New York Phonograph 
Company, by selling and 
by using, and by causing to 
be sold and by causing to 
be used by others than 
complainant, within the 
State of New York, phono- 
graphs and supplies there- 
for, and by selling for use, 
and by licensing for use, 
by others than complain- 
ant, within the State of 
New York, phonographs 
and supplies therefor. 
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First: That the de- 
fendant, National Phono- 
graph Company, has tres- 
passed and infringed upon 
and wrongfully invaded 
the rights of complainant, 
New York Phonograph 
Company, by selling and 
by using, and by causing 
to be sold and by causing 
to be used by others than 
complainant, within the 
State of New York, phono- 
graphs and supplies there- 
for, and by sellivg for use, 
and by licensing for use, 
by others than complain- 
ant, within the State of 
New York, phonographs 
and supplies ther 
violation of the provisious 
of and of the rights of the 
complainant under certain 
contracts as extended 
bearing date October 12, 
1888, between the North 
American Phonograph 
Company and the Metro- 
politan Phonograph Com- 
pany and also between 
Thomas A. Edison, the 
Edisou Phonograph Com- 
pany, the Edison Phono- 
graph Works, the North 
American — Phonograph 
Company and Jesse H. 
Lippincott, aud a contract 
bearing date the 6th day 
of Febrnary, 1839, be- 
tween the North Ameri- 
can Phonograph Company 





or in 
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Seconp: That com- 
plainant, New York Pho- 
nograph Company, re- 
cover from defendant, 
National Phonograph 
Company, the _ profits, 
gains and advantages 
which the said defendant 
has received or made, or 
which have arisen or ae- 
erued to it by reason of 
its said trespass, infringe- 


. ment and wrongful inva- 


479 


480 


sion, together with the 
damages which the com- 
plainant has sustained by 
reason thereof. And since 
it does not appear to the 
court what such profits 
and damages are, it is 
farther ordered, adjudged 
and decreed, for special 
reasons shown, to wit: 
the concurrence of the 
parties to the appoint- 
ment and the long expe- 
rience in snch matters of 
the appointee, that this 
cause be referred to Joun 
A. Sutetps, Esgq., a stand- 
ing examiner of this court, 
to take, state and report 
to the court, an account 
of the said profits which 
the said defendant has 
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and John P. Haines, and 
a coutract bearing date 
July 1, 1893, between com- 
plainant and the North 
American Phonograph 
Company. * 

Secoyp: That com- 
plainant, New York Pho- 
nograph Company, re- 
cover from defendant, Na- 
tional Phonograph Com- 
pany, the profits, gains 
and advantages which the 
said defendant has re- 
‘ceived or made, or which 
have arisen or accrued to 
it by reason of its said 
trespass, infringement and 
wrongful to- 
gether with the damages 
which the complainant 
has sustained by reason 
thereof. And = since it 
does not appear to the 
court what such profits 
and damages are, it is 
further ordered, adjudged 


invasion, 


and decreed, for special , 


reasons shown, to wit: the 
concurrence of the parties 
to the appointment and 
the experience in 
such matters of the ap- 
pointee, that this cause be 
referred to Joun A. 
Surexps, Esq., a standing 
examiner of this court, to 
take, state and report to 
the court, an account of 
the said profits which the 
said defendant has made 


long 
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made or received or which 
have arisen or accrued to 
it, by reason of said tres- 
pass, infringement and 
wrongful invasion of com- 
plainant’s rights, and also 
to assess the danmages 
which the complainant 
has sustained by reason 
thereof, as above stated. 

“Turrp ; That the com- 
plainant on such aceount- 
ing have the right to cause 
the said defendant, Na- 
tional Phonograph Com- 
pany, by its  ofticers, 
agents, clerks and employ- 
ees to be examined ore 
tenus or otherwise, upon 
oath, touching all matters 
contained in said refer- 
ence ; and also to require 
the production of all 
books, papers, writing, 
vouchers and other docu- 
ments applicable thereto, 
and in the possession of 
said defendant or under 
the control of said de- 
fendant or its officers ; 
and the said defendant by 
its officers, agents, clerks 
and employees shall at- 
tend for such purpose be- 
fore the said master, John 
A. Shields, Esq., at such 
times and place as he, the 
said master, shall or may 
require. 

“Fourth: That com- 
plainant, New York 
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or received or which have 
arisen or acerued to it, by 
reason of said trespass, 
infringemens and wrong- 
ful invasion of complain- 
ant’s rights, and also to 
ess the damages which 
the complainant has sus- 
tained by reason thereof, 
as above stated. 

Tuirp: That the com- 
plainant on such acconnt- 
ing have the right to cause 
the said defendant, Na- 
tional Phonograph Com- 
pany, by its officers, 
agents, clerks and employ- 
ees to be examined, ore 
tenus or otherwise, upon 
oath, tonching all matters 
contained in said refer- 
ence ; and also to require 
the production of all 
books, papers. writing, 
vouchers and other docu- 
ments applicable thereto, 
and in the possession of 
said defendant or under 
the control of said de- 
fendant or its officers ; 
and the said defendant by 
its officers, agents, clerks 
and employees shall at- 
tend for such purpose be- 
fore the said master, John 
A. Shields, Esq., at such 
times and place us he, the 
said master, shall or: may 


require. 
Fovrrn: That com- 
plainant, New — York 
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ba clerk of this court. clerk of this court. rf 
“Firra: It is further Fiera: It is further * 
ORDERED, ADJUDGED AND ORDERED, ADJUDGED AND 
DECREED that a writ of in-- pecreED that a writ of in- 
junction issue out of and junction issue out of and 4 
re 486 under the seal of this under the seal of this 
court, as prayed for in  court,as prayed for in the 
the bill of complaint — bill of complainant herein, 
herein, directed to said directed to said defend- 
defendant, National Pho- aut, National Phonograph 
nograph Company, and Company, and enjoining 
w enjoining and restraining and restraining said de- 
? said defendant, National fendant, National Phono- 
Phonograph Company, its graph Company, _ its 
officers, agents, clerks, officers, agents, clerks, 
487 servants, employees, attor- servants, employees, attor- 
neys, Successors, assigns, Neys, Successors, assigns, 
iv associates, dealers, con- associates, dealers, con- 
federates and all persons federates and all persons 
in privity with said de- in privity with said de- 
fendant, National Phono- fendant National Phono- 
graph Company, from di- graph Company, from 
rectly or indirectly, selling directly or indirectly, sell- 
or leasing within the State ing or leasing within the = 
of New York, phonographs State of New York, phono- 
{88 and supplies therefor, graphs and supplies 
to others than cowplain- therefor, to others than 
ant and from using withiu complainant and from 
the State of New York, using within the State of 
= phonographs and supplies New York, phonographs 
therefor, and from causing and supplies therefor, and 
to be sold or causing tobe from causing to be sold or ~ 
leased or causing to be causing to be leased or 
used, within the State causing to be used, within 
rw of New York, phono- the State of New York,, = 
graphs and ~~ supplies phonographs and supplies = I 
, . 
~ 
~ 
- 



























Company, the costs here- 
in to be taxed by the 
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Company, the costs here- 
in to be taxed by the 








485 Phonograph Company, Phonograph Company, 
a recover from defendant, recover from defendant, , ‘ 
National Phonograph National Phonograph 
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therefor, by others than 
complainant,and from sell- 
ing for use or licensing for 
use within the State of New 
York, pbonographs and 
supplies therefor, by oth- 
ers than complainant.” 


therefor, by others than 
complainant, and from 
selling for use or licensing 
for use within the State 
of New York, phonographs 
and supplies therefor, by 
others than complainant 
in violation of the provis- 
ions of and of the rights 
of the complainant un- 
der certain contracts as 
extended bearing date Oc- 
tober 12, 1888, between 
the North American Phon- 
ograph Compauy and the 
Metropolitan Phonograph 
Company and also be- 





tween Thomas A. Edison, 


the Edison Phonograph 
Company, the Edison 
Phonograph Works, the 
North Auerican Phono- 
graph Company and Jesse 
H. Lippincott, and a con- 
tract bearing date the 6th 
day of February, 1889, be- 
tween the North American 
Phonograph Company aud 
John P. Haines, and a con- 
tract bearing date July 1, 
1893, between complainant 
and the Worth American 
Phonograph Company. 


Approved as to form: 
Rontxsox, Broo. 
-& Warp, 
for Dft. 
Louts Hicks, 
for complainant. 





N. P. Co, 


The debate between Jndge Hazet and counsel at the 
settlement of the decree was uot reported, nor have 
we any other record of such proceedings than the fore- 
going papers showing the form which was presented 
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by complainant and the one which was adopted by the 
court. Much, in this connection, however, was said 
both by the court and by counsel for the parties, it 
having been recognized by all that it was plaintiff's 
purpose to secure a decree extending to all phono- 
graphs and phonograph supplies, aud that it was 
equally the purpose of the court and of defendant's 
counsel that the decree should have no such broad 
meaning, and that it should not extend beyond 
the lifetime of the various unexpired patents to 
which Judge Hazet had referred in his second 
opinion. But from the above comparison the intention 
of the court is made plain beyond the possibility of 
doubt; but aside from such comparison the writ 
on its face plainiy shows that it is not addressed 
to all pbonographs and supplies therefor, since it pur- 
ports to restrain only a violation of plaintiff's con- 
traet rights, Judge Hazet, in his two decisions, does 
not profess to say what these rights are or were, fur- 
ther than that they arose from and appertain to cer- 
tain unexpired patents. Nor, from the record pre- 
sented to him, could he. It was his obvious purpose 
that the injunction should protect those rights when 
ascertained, but that the injunction was intended to go 
no further, is made plain by that part of the decree 
which was appended at the request of defendant's 
counsel to the form which complainant had presented 
(supra, p. FB), to wit: 











“in violation of the provisions of and of the 
of the complainant under certain contracts 
date October 12, 1858, between the Nor 
ican Phonograph Company and the Metropolitan 
Phonograph Company and also between ‘Thomas 
A. Edison, the Edison Phonograph Company, 
the -Edison Phonograph Works, the North 
American Phonograph Company and Jesse H. 
Lippincott, and a contract bearing date the 
6th day of February, 1889, between the North 
‘American Phonograph Company and Johu P. 
Haines, and a contract bearing date Jaly 1, 1893, 
between complaivant and the North American 
Phonograph Company.” 





The allegations of relatiouship between this defend- 
ant and the National Phonograph Company and others, 
contained in the bill of complaint, are unfounded. 
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Té defendaut were merely a selling agent or were in any 
degree a privy or an employee of the National Phono- 
graph Company, the injunction uow in force in the 
Federal Court would be no less etfective against de- 
fendant than is such injunction against the National 
Company ; but plaintiff, during the three montis that 
sdch injunction has been in force, las wholly omitted to 
proceed against defeudant for contempt of such iujunc- 
tion, and for this reason it may well be said that defend- 
ant is regarded by plaintiff as having a status which is 
eutirely independent of that of the National Company. 
Plaintiff instead of proceeding against defendant and 
the many others of the same class, for contempt of 
such injunction, has brought this suit as an inde- 
pendent action, fearing, as I believe, the results of a 
motion to punish either the National Company, its 
agents, privies or employees for contempt of such in- 
junction. 

. When, on March 27, 1906, such injunction became 
effective, plaintiff was immediately uotified of the 
course that the National Company thereafter pro- 
posed to pursue. On March 28, 1906, the de- 
fendant, National Phonograph Company, songht 
from Judge Hazen a further stay of the 
injunction for sixty days, to enable it to modify the ap- 
paratus, which it was then maunfacturing, iu a manner 
to dispense with such features of invention as, in its 
opinion, were or might be subject to plaintiff's rights ; 
and in the papers then presented was an affidavit exe- 
ented by myself, a copy of which is hereto annexed, 
marked “ Defeudant’s Exhibit Buckiugham Attidavi 
in which defendant's proposed course was clearly 
indicated. But, notwitlistanding plaintitt’s knowledge 
of the fact that, upon the elimiuation of the features 
covered by two unexpired patents, the National 
Phonograph Company would proceed to sell its ap- 
paratus as before, and the further fact that the 
National Company, in pursuance of such purpose, 
has, for the past three months, openly proceeded upon 
such basis, plaintiff has taken no action in such suit, 
by contempt proceedings or otherwise, to test the 
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601 question whether the National Company, its agents, 
privies, employees or servants might continue such 
business. 

I may also say that, aside from the information con- 
tained in my affidavit above referred to as to the inten- 
tion of the National Phonograph Company to change : 
its apparatus as above indicated and to continue its . 
business as before, such purpose was made known by 
me to plaintifi’s counsel, Mr. Louis Hicks, in the 
course of our oral disenssion of the subject immediately 


602 following our appearance before Judge Hazen, on x 
PS March 28, 1906, as aforesaid. 
Subscribed and sworn to be- 
fore me this day of 
June, A. D. 1906. 
Notary Public, 
503 _ New York County. 
{ 
| 
| 
| 
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NEW YORK SUPREME COURT, 


Westonester County. 





New York PoonoGraru Company, 





P 
Plaintiff, o08 
AGAINST, 
Defendant. | 
Affidavit of Herman Kusterer. 
Ciry or New York, 507 
County of New York, > ss. : * 
State or New Yorx. 


Herman Kusrever, having been first duly sworn, 
deposes and -says as follows: T am a translator by 
profession and have made a specialty of translating 
foreign patents and technical publications into the 
English language. I have used the French and Eng- 
lish languages all my life. 

I have examined u certified copy of the French pat- 50g 
ent, No, 198,564, granted to Thomas Alva Edison, for 
“Improvements in Phonographs”, and present here- 
with a photolithographic print of the first page of this 
patent giving the certificate of its date, of the last 
page showing the certification thereof by. the French 
authorities and by the American Consul at Paris, of 
the two intermediate pages in which the device shown 
in Figs. 52 to 56, inclusive, is described, and of Tigs. 

52 to 56 of the drawings and have marked the same 
“ Defendant's Exhibit, French patent.” 


Si is ta oa 
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609 A correct translation of the certificate of this French i 
patent is as follows : 


“Descriptive memorandum attached to the pat- 

ent of iuvention for fifteen years taken out May 

28, 1899, by Mr. Thomas Alva Edison, represented 

- by Messrs. Bletry freres, 2 Boulevard de Stras- < 

bonrg, at Paris, and which was delivered to him 

by decree of the Minister of Commerce and In- 

dustry under date of August 20, 1889, for: Im- 

510 provements in phonographs or apparatus for rec- 

ording and reproducing sound, in the devices em- 

ployed in and in combination with these apparatus ; 

in the blank phonograms or snrfaces to receive 

the records of the sound and in the methods of 
ananufacture and utilization of these surfaces.” 


A correct translation of the description in the patent 
of the device shown in Figs. 52 to 56 is as follows : 


611 “ A similar idea, relating to the use of a receiv- 
ing chute and of a special form of knife already de- 
scribed, is shown in Figs. 52 to 56. 
“ Fixed to the edge of the recording part of the 
spectacle frame C, by means of a screw 7 travers- 
ing the end of lug g is a receiving chute E, which 
‘consists of a curved casing made of metal or other 
suitable material, and placed in a position such 
that its upper end is immediately before and very 4 
close to the cutting part of the turning tool. The 
512 chute has a narrow opening / at its lower forward 
end, and above this opening, the upper forward 
edge overhangs the cutting edge of the cutting 
tool, so that the cuttings taken from the cylinder 
by this tool are necessarily thrown upwardly and 
through the opening A and into the 
chute which conducts them, by reason of their S 
weight, into a receptacle designed to receive 
them. The cuttings in striking against the upper 
side of the chute are reduced to small pieces, > 
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which not being electrified pass, by the action of 
gravity, through the chute to drop into the place 
destined for them.” 


This invention is claimed in the 15th claim of the 
French patent, a correct translation of which is as fol- 
lows : 


“15. The nse of a receiving chute placed near 
the cutting knife or turning tool for the phono- 
graph, so that the cuttings rise in leaving the cut- 
ting edge of the knife and drop into the chute, 
substantially as above described.” 


The certificates attached to the French patent to 
which I have above referred are, when correctly trans- 
lated, as follows : 

“ Paris, April 5, 1906, 

“A true certified copy. 

“ The Secretary General of the National Office of 
Industrial Property. 

(Sra) (Signed) 





P. Nopiesse 


“ Seen for the legalization of the signature of Mr. 
Noblesse, Secretary General of the National Office of 
Industrial Property. 

“ Paris, April 5, 1906. 

“ For the Minister of Commerce and Industry and 
Labor and by authorization. 

“ For the Ghief of the Division of Employees and 
Accounts. 

The Chief of the Bureau of Employees. 

(Seat) (Signed) Jutes Marcaper. 


(Seat) “ The Minister of Foreign Affairs certifies to 
the genuineness of the signature of Mr. Mareadet. 
“ Paris, April 6, 1906. 
“ For the Minister. . 
“ For the delegated Chief of Office. 
(Signed) Scuxemer. 
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617“ Agent of Accounts of Foreign Affairs. April 6, 1906, 
“United States Consulate-General, Paris, France, 
April 6, 1906. The seal of the Minister of Foreign Af- ‘ 
fairs and the signature of Mr. Schneider are certified 
to be genuine. 
(Signed) Hayson C. Cox. 
- “ Deputy Consul-General of the United States of 


i 








America at Paris, France.” $ 
‘ (Consular seal.) 
518 Subscribed and sworn to be- ci 
fore me this day of 
June, A. D. 1906. 
Notary Public, . 
New York County. 
519 
520 | 
i 
i 
1 
2 { 
xa 
| 
\> ‘ 
+ | 
{ 
' 
: 
vf 
j 


Raymond R. Wile 
Research Library 





131 








si 521 
NEW YORK SUPREME COURT, 
WesrcHester County. 
New York PHonocrapH Company, 
Plaintiff, 

” Ys. | 
522 

Defendant. | 

Srare or New York, i i § 

. County of es 523 


having been first duly 
sworn on oath deposes and says that he is 


the defendant herein ; that he is engaged in the busi- 
ness of buying and selling Edison phonographs, records 


» at 
and has been continuously engaged 
in said’ business since the year ; that he is enti- 


tled: to dealers’ discounts offered by the National 
Phonograph Company, having signed dealers’ agree- 
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ment similar to that attached to the affidavit of 
William E. Gilmore herein, as follows : 


Location Date 


Signed with 





that in signing such agreement. no agency was created ; 
that he is not authorized in any way to bind the 
National Phonograph Company nor the jobbers from 
whom he purchases his supplies; that he is: not au- 
thorized to represent the company as an agent; that his 
supplies of Edison phonographs, records and blanks 
are purchased from the jobber above referred to, that 
such goods so purchased are bought outright, the only 
stipulation being that they are to be sold under the 
conditions of said agreement; that he is not required 
by the National Phonograph Company or said 
jobber to keep accounts or to separate the said 
Edison goods from other goods in which he 
deals; that he went into the business of 
buying and selling Edison phonographs, records 
and blanks on his own initiative; that he never 
heard of the contracts referred to in the bill of 
complaint herein, under which the New York Phono- 
graph Company claims exclusive rights ; that in the 
State of New York a large number of graphophones 
are sold closely imitating Edison phonographs, as well 
as a large number of Victor talking machines and 
records, and also talking machine records of other 
manufacturers ; that the grant of an injunction herein 
would result in irreparable injury to his business ; that 
he never heard of the New York Phonograph Company 
as a factor in the talking machiue business; that so 
far as he is aware the New York Phonograph Com- 
pany hus no store or warehouse in the State of New 
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“York or elsewhere, or a supply of Edison phonographs, 529 
records and blanks; and that he is informed and be- 
lieves that the New York Phonograph Company is not 

in position to furnish him with goods even if he was 
disposed to deal with that company. 


Sworn to and subscribed be- 
fore me this day of 
, 1906. " 

530 
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